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11.2 State of the art; date of filing
The "state of the art" for the purposes of considering inventive (CEN D

step is as defined in Art. 54(2) (see IV, 6). It is to be understood
as concerning such kind of information as is relevant to some
field of technology (T 172/03, not published in OJ). It does not
include later published European applications referred to in Art.
54(3). As mentioned in 1V, 6.4, "date of filing" in Art. 54(2),
means date of priority where appropriate (see Chapter V). The
state of the art may reside in the relevant common general
knowledge, which need not necessarily be in writing and needs
substantiation only if challenged (see T 939/92, OJ 6/1996, 309).
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11.3 Person skilled in the art
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The "person skilled in the art” should be presumed to be a skilled
practitioner in the relevant field, who is possessed of average
knowledge and ability and is aware of what was common general
knowledge in the art at the relevant date (see T 4/98, OJ 2002,
139, T 143/94, OJ 1996, 430, T 426/88, OJ 1992, 427). He should
also be presumed to have had access to everything in the "state of
the art”, in particular the documents cited in the search report,
and to have had at his disposal the normal means and capacity for
routine work and experimentation. If the problem prompts the
person skilled in the art to seek its solution in another technical
field, the specialist in that field is the person qualified to solve the
problem. The skilled person is involved in constant development
in his technical field (see T 774/89, T 817/95, not published in
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0OJ). He may be expected to look for suggestions in neighbouring
and general technical fields (see T 176/84, OJ 2/1986, 50, T
195/84, OJ 2/1986, 121) or even in remote technical fields, if
prompted to do so (T 560/89, OJ 12/1992, 725). Assessment of
whether the solution involves an inventive step must therefore be
based on that specialist's knowledge and ability (see T 32/81, OJ
6/1982, 225). There may be instances where it is more
appropriate to think in terms of a group of persons, e.g. a
research or production team, rather than a single person (T
164/92, OJ 5/1995, 305, T 986/96, not published in OJ). It should
be borne in mind that the skilled person has the same level of
skill for assessing inventive step and sufficient disclosure (see T
60/89, OJ 6/1992, 268, T 694/92, OJ 9/1997, 408, T 373/94, not
published in OJ).
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11.4 Obviousness
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Thus the question to consider, in relation to any claim defining
the invention, is whether before the filing or priority date valid
for that claim, having regard to the art known at the time, it
would have been obvious to the person skilled in the art to arrive
at something falling within the terms of the claim. If so, the
claim is not allowable for lack of inventive step. The term
"obvious" means that which does not go beyond the normal
progress of technology but merely follows plainly or logically
from the prior art, i.e. something which does not involve the
exercise of any skill or ability beyond that to be expected of the
person skilled in the art. In considering inventive step, as distinct
from novelty (see 1V, 9.3), it is fair to construe any published
document in the light of knowledge up to and including the day
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before the filing or priority date valid for the claimed invention
and to have regard to all the knowledge generally available to the
person skilled in the art up to and including that day.
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11.5 Problem-and-solution approach
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In order to assess inventive step in an objective and predictable
manner, the so-called "problem-and-solution approach™ should
be applied. Thus deviation from this approach should be
exceptional. In the problem-and-solution approach, there are
three main stages:

(i) determining the "closest prior art",

(ii) establishing the "objective technical problem” to be solved,
and

(iii) considering whether or not the claimed invention, starting
from the closest prior art and the objective technical problem,
would have been obvious to the skilled person.
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11.5.1 Determination of the closest prior art
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The closest prior art is that which in one single reference
discloses the combination of features which constitutes the most
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promising starting point for an obvious development leading to
the invention. In selecting the closest prior art, the first
consideration is that it should be directed to a similar purpose or
effect as the invention or at least belong to the same or a closely
related technical field as the claimed invention. In practice, the
closest prior art is generally that which corresponds to a similar
use and requires the minimum of structural and functional
modifications to arrive at the claimed invention (T 606/89, not
published in OJ).

The closest prior art must be assessed from the skilled person's
point of view on the day before the filing or priority date valid for
the claimed invention.

In identifying the closest prior art, account should be taken of
what the applicant himself acknowledges in his description and
claims to be known. Any such acknowledgement of known art
should be regarded by the examiner as being correct, unless the
applicant states he has made a mistake (see VI, 8.2).
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11.5.2 Formulation of the objective technical problem
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In the second stage, one establishes in an objective way the
technical problem to be solved. To do this one studies the
application (or the patent), the closest prior art and the difference
(also called "the distinguishing feature(s)" of the claimed
invention) in terms of features (either structural or functional)
between the claimed invention and the closest prior art, identifies
the technical effect resulting from the distinguishing features, and
then formulates the technical problem.
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Features which cannot be seen to make any contribution, either
independently or in combination with other features, to the
technical character of an invention are not relevant for assessing
inventive step (see T 641/00, OJ 7/2003, 352). Such a situation
can occur for instance if a feature only contributes to the solution
of a non-technical problem, for instance a problem in a field
excluded from patentability (see T 931/95, OJ 10/2001, 441).

In the context of the problem-and-solution approach, the
technical problem means the aim and task of modifying or
adapting the closest prior art to provide the technical effects that
the invention provides over the closest prior art. The technical
problem thus defined is often referred to as the "objective
technical problem"”.

The objective technical problem derived in this way may not be
what the applicant presented as "the problem™ in his application.
The latter may require reformulation, since the objective
technical problem is based on objectively established facts, in
particular appearing in the prior art revealed in the course of the
proceedings, which may be different from the prior art of which
the applicant was actually aware at the time the application was
filed. In particular, the prior art cited in the search report may put
the invention in an entirely different perspective from that
apparent from reading the application only.

The extent to which such reformulation of the technical problem
is possible has to be assessed on the merits of each particular
case. As a matter of principle any effect provided by the
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invention may be used as a basis for the reformulation of the
technical problem, as long as said effect is derivable from the
application as filed (see T 386/89, not published in OJ). It is also
possible to rely on new effects submitted subsequently during the
proceedings by the applicant, provided that the skilled person
would recognise these effects as implied by or related to the
technical problem initially suggested (see 1V, 11.11 and T 184/82,
0J 6/1984, 261).

It is noted that the objective technical problem must be so
formulated as not to contain pointers to the technical solution,
since including part of a technical solution offered by an
invention in the statement of the problem must, when the state of
the art is assessed in terms of that problem, necessarily result in
an ex post facto view being taken of inventive activity (T 229/85,
OJ 6/1987, 237). Where the claim refers to an aim to be achieved
in a non-technical field, however, this aim may legitimately
appear in the formulation of the problem as part of the framework
of the technical problem to be solved, in particular as a constraint
that has to be met (T 641/00, OJ 7/2003, 352 and T 172/03, not
published in OJ).

The expression “technical problem™ should be interpreted
broadly; it does not necessarily imply that the technical solution
is a technical improvement over the prior art. Thus the problem
could be simply to seek an alternative to a known device or
process which provides the same or similar effects or is more
cost-effective. A technical problem may be regarded as being
solved only if it is credible that substantially all claimed
embodiments exhibit the technical effects upon which the
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invention is based.

Sometimes, the objective technical problem must be regarded as
an aggregation of a plurality of "partial problems”. This is the
case where there is no technical effect achieved by all the
distinguishing features taken in combination, but rather a
plurality of partial problems is independently solved by different
sets of distinguishing features (see IV, 11.6 and T 389/86, OJ
3/1988, 87).

11.5.3 Could-would approach
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In the third stage the question to be answered is whether there is
any teaching in the prior art as a whole that would (not simply
could, but would) have prompted the skilled person, faced with
the objective technical problem, to modify or adapt the closest
prior art while taking account of that teaching, thereby arriving at
something falling within the terms of the claims, and thus
achieving what the invention achieves (see 1V, 11.4).

In other words, the point is not whether the skilled person could
have arrived at the invention by adapting or modifying the closest
prior art, but whether he would have done so because the prior
art incited him to do so in the hope of solving the objective
technical problem or in expectation of some improvement or
advantage (see T 2/83, OJ 6/1984, 265). Even an implicit
prompting or implicitly recognizable incentive is sufficient to
show that the skilled person would have combined the elements
from the prior art (see T 257/98, T 35/04, not published in OJ).
This must have been the case for the skilled person before the
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filing or priority date valid for the claim under examination.

11.6 Combining pieces of prior art

11.6 AELZMUFHER

In the context of the problem-solution approach, it is permissible
to combine the disclosure of one or more documents, parts of
documents or other pieces of prior art (e.g. a public prior use or
unwritten general technical knowledge) with the closest prior art.
However, the fact that more than one disclosure must be
combined with the closest prior art in order to arrive at a
combination of features may be a sign of the presence of an
inventive step, e.g. if the claimed invention is not a mere
aggregation of features (see C-1V, 11.7).

A different situation occurs where the invention is a solution to a
plurality of independent “partial problems™ (see 1V, 11.7 and
11.5.2). Indeed, in such a case it is necessary to separately assess,
for each partial problem, whether the combination of features
solving the partial problem is obviously derivable from the prior
art. Hence, a different document can be combined with the
closest prior art for each partial problem (see T 389/86, OJ
3/1988, 87). For the subject-matter of the claim to be inventive, it
suffices however that one of these combinations of features
involves an inventive step.

In determining whether it would be obvious to combine two or
more distinct disclosures, the examiner should also have regard
in particular to the following:

(i) whether the content of the disclosures (e.g. documents) is such
as to make it likely or unlikely that the person skilled in the art,
when faced with the problem solved by the invention, would
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combine them - for example, if two disclosures considered as a
whole could not in practice be readily combined because of
inherent incompatibility in disclosed features essential to the
invention, the combining of these disclosures should not
normally be regarded as obvious;

(ii) whether the disclosures, e.g. documents, come from similar,
neighbouring or remote technical fields (see C-1V, 11.3);

(iii) the combining of two or more parts of the same disclosure
would be obvious if there is a reasonable basis for the skilled
person to associate these parts with one another. It would
normally be obvious to combine with a prior-art document a
well-known textbook or standard dictionary; this is only a special
case of the general proposition that it is obvious to combine the
teaching of one or more documents with the common general
knowledge in the art. It would, generally speaking, also be
obvious to combine two documents one of which contains a clear
and unmistakable reference to the other (for references which are
considered an integral part of the disclosure, see IV, 7.1 and 9.1).
In determining whether it is permissible to combine a document
with an item of prior art made public in some other way, e.g. by
use, similar considerations apply.
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11.7 Combination vs. juxtaposition or aggregation

4.2 H1EKW

The invention claimed must normally be considered as a whole.
When a claim consists of a "combination of features”, it is not
correct to argue that the separate features of the combination
taken by themselves are known or obvious and that "therefore"
the whole subject-matter claimed is obvious. However, where the
claim is merely an "aggregation or juxtaposition of features™ and
not a true combination, it is enough to show that the individual
features are obvious to prove that the aggregation of features
does not involve an inventive step (see C-1V, 11.5.2, last
paragraph). A set of technical features is regarded as a
combination of features if the functional interaction between the
features achieves a combined technical effect which is different
from, e.g. greater than, the sum of the technical effects of the
individual features. In other words, the interactions of the
individual features must produce a synergistic effect. If no such
synergistic effect exists, there is no more than a mere aggregation
of features (see T 389/86, OJ 3/1988, 87, T 204/06, not published
in OJ).

4. 2 WHEKRW

PERY, RIS AT ZATA
H KSR AR T %, DRI
AEAREIMAFAE A 1) 78

FEHEAT AL R WA 3 P 10 0 7 P 3 o 75
LG GRS EARRREAE D RE L
SE T A TS . LA e SRR
WA AR A B A A B s B 4l
B G AR

(1) Bing it

UL SRARA 1 AN A K R 2 2 %0
FE IR A B R, & AL
SRR 77 O, T R AR
S BRZ B, GG %
FOARREAE 2 1745 Th e b JCAH B AE G
2, USRI BN, WX
B R AA B 4.

BEAh, R A A S A Jn g R I AR Y,




Archer Ying

-11 -

For example, the technical effect of an individual transistor is
essentially that of an electronic switch. However, transistors
interconnected to form a microprocessor synergically interact to
achieve technical effects, such as data processing, which are over
and above the sum of their respective individual technical effects
(see also C-1V-Annex, 2).
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11.8 "Ex post facto" analysis
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It should be remembered that an invention which at first sight
appears obvious might in fact involve an inventive step. Once a
new idea has been formulated, it can often be shown theoretically
how it might be arrived at, starting from something known, by a
series of apparently easy steps. The examiner should be wary of
ex post facto analysis of this kind. When combining documents
cited in the search report, he should always bear in mind that the
documents produced in the search have, of necessity, been
obtained with foreknowledge of what matter constitutes the
alleged invention. In all cases he should attempt to visualise the
overall state of the art confronting the skilled person before the
applicant's contribution, and he should seek to make a "real-life"
assessment of this and other relevant factors. He should take into
account all that is known concerning the background of the
invention and give fair weight to relevant arguments or evidence
submitted by the applicant. If, for example, an invention is shown
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to be of considerable technical value, and particularly if it
provides a technical advantage which is new and surprising and
which is not merely achieved as a bonus effect in a "one-way
street” situation (see 11.10.2), and this technical advantage can
convincingly be related to one or more of the features included in
the claim defining the invention, the examiner should be hesitant
in pursuing an objection that such a claim lacks inventive step.

11.9 Origin of an invention

While the claim should in each case be directed to technical
features (and not, for example, merely to an idea), in order to
assess whether an inventive step is present it is important for the
examiner to bear in mind that an invention may, for example, be
based on the following:

(i) the devising of a solution to a known problem;

Example: the problem of permanently marking farm animals
such as cows without causing pain to the animals or damage to
the hide has existed since farming began. The solution
("freeze-branding™) consists in applying the discovery that the
hide can be permanently depigmented by freezing.

(if) the arrival at an insight into the cause of an observed
phenomenon (the practical use of this phenomenon then being
obvious);

Example: the agreeable flavour of butter is found to be caused by
minute quantities of a particular compound. As soon as this
insight has been arrived at, the technical application comprising
adding this compound to margarine is immediately obvious.
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Many inventions are of course based on a combination of the
above possibilities - e.g. the arrival at an insight and the technical
application of that insight may both involve the use of the
inventive faculty.

11.10 Secondary indicators

IS ES

11.10.1 Predictable disadvantage; non-functional modification;
arbitrary choice

It should be noted that if the invention is the result of a
foreseeable disadvantageous modification of the closest prior art,
which the skilled person could clearly predict and correctly
assess, and if this predictable disadvantage is not accompanied by
an unexpected technical advantage, then the claimed invention
does not involve an inventive step (see T 119/82, OJ 5/1984, 217,
and T 155/85, OJ 3/1988, 87). In other words, a mere foreseeable
worsening of the prior art does not involve an inventive step.
However, if this worsening is accompanied by an unexpected
technical advantage, an inventive step might be present. Similar
considerations apply to the case where an invention is merely the
result of an arbitrary non-functional modification of a prior-art
device or of a mere arbitrary choice from a host of possible
solutions (see T 72/95, not published in OJ, and T 939/92, OJ
6/1996, 309).

11.10.2 Unexpected technical effect; bonus effect
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An unexpected technical effect may be regarded as an indication
of inventive step. However, if, having regard to the state of the
art, it would already have been obvious for a skilled person to
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arrive at something falling within the terms of a claim, for
example due to a lack of alternatives thereby creating a "one-way
street” situation, the unexpected effect is merely a bonus effect
which does not confer inventiveness on the claimed
subject-matter (see T 231/97, not published in OJ and T 192/82,
0J 9/1984, 415).

“RR7OINAAL, BATHITERE BE
R AR, Ol ANTO AR R
RORP 7 EcE R A, B
JE BRI EARN GORBEL, FHa ik
TN s HERE R R WY R T TIORE
ABNRHECARBOER IS, — 77 1 W A W] A
ARFERIED, RIS R B
RIS EAR R 5 Wy, BAT SRR 5
JRVERS RG] LA B

6. 3 X HURLAS B HAR AR 1% 1
FERIIEPE AW R, B AW
ARBCRAT RS IE6 VP A W 1K) B3
LA 5.3 ATk, WA W
PUAT BOR AR HE B AT FOREAS 21 (1 5R 2%
Ko WA PR SEL BT S HAT
SIS RS s, T DA E A ] R4
flgEtE. (HiE, NMEERMZ, QR
AR 3.2 WAL, wl LA
W7 3 A W PRI B AR 5 S AU K SR
SURTLE AR 5 WL, HLRehs 44T
AR BCR WA AT 58 1) S
PR AR & D, HA&RIENE, B
Tofrfis DU AN I 580 U W o 75 AT TIOREAS 21
RIEARRCR

11.10.3 Long-felt need; commercial success
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Where the invention solves a technical problem which workers in
the art have been attempting to solve for a long time, or otherwise
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fulfils a long-felt need, this may be regarded as an indication of
inventive step.

Commercial success alone is not to be regarded as indicative of
inventive step, but evidence of immediate commercial success
when coupled with evidence of a long-felt want is of relevance
provided the examiner is satisfied that the success derives from
the technical features of the invention and not from other
influences (e.g. selling techniques or advertising).
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11.11 Arguments and evidence submitted by the applicant

The relevant arguments and evidence to be considered by the
examiner for assessing inventive step may either be taken from
the originally-filed patent application or submitted by the
applicant during the subsequent proceedings (see 11.5.2 above
and VI, 5.3.4,5.3.5and 5.3.7).

Care must be taken, however, whenever new effects in support of
inventive step are referred to. Such new effects can only be taken
into account if they are implied by or at least related to the
technical problem initially suggested in the originally filed
application (see also 1V, 11.5.2, T 386/89, not published in OJ,
and T 184/82, OJ 6/1984, 261).
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Example of such a new effect:

The invention as filed relates to a pharmaceutical composition
having a specific activity. At first sight, having regard to the
relevant prior art, it would appear that there is a lack of inventive
step. Subsequently, the applicant submits new evidence which
shows that the claimed composition exhibits an unexpected
advantage in terms of low toxicity. In this case, it is allowable to
reformulate the technical problem by including the aspect of
toxicity, since pharmaceutical activity and toxicity are related in
the sense that the skilled person would always contemplate the
two aspects together.

The reformulation of the technical problem may or may not give
rise to amendment or insertion of the statement of the technical
problem in the description. Any such amendment is only
allowable if it satisfies the conditions listed in VI, 5.3.7. In the
above example of a pharmaceutical composition, neither the
reformulated problem nor the information on toxicity could be
introduced into the description without infringing Art. 123(2).

11.12 Selection inventions

4. 3EF KW

The subject-matter of selection inventions differs from the closest
prior art in that it represents selected sub-sets or sub-ranges. If
this selection is connected to a particular technical effect, and if
no hints exist leading the skilled person to the selection, then an
inventive step is accepted (this technical effect occurring within
the selected range may also be the same effect as attained with
the broader known range, but to an unexpected degree). The
criterion of "seriously contemplating” mentioned in connection
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with the test for novelty of overlapping ranges should not be
confused with the assessment of inventive step. For inventive
step, it has to be considered whether the skilled person would
have made the selection or would have chosen the overlapping
range in the hope of solving the underlying technical problem or
in expectation of some improvement or advantage. If the answer
is negative, then the claimed matter involves an inventive step.
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11.13 Dependent claims; claims in different categories

If an independent claim is new and non-obvious, there is no need
to investigate the novelty and the non-obviousness of any claims
dependent thereon, except in situations where the subject-matter
of a dependent claim has a later effective date than the
independent claim and intermediate documents are to be
considered (see 'V, 2.4.3).

Similarly, if a claim to a product is new and non-obvious there is
no need to investigate the novelty and non-obviousness of any
claims for a process which inevitably results in the manufacture
of that product or of any claims for a use of that product. In
particular, analogy processes, i.e. processes which themselves
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would otherwise not involve an inventive step, are nevertheless
patentable insofar as they provide a novel and inventive product
(see T 119/82, OJ 5/1984, 217). It should, however, be noted that
in cases where the product, process and use claims have different
effective dates, a separate examination as to novelty and
inventive step may still be necessary in view of intermediate
documents.




