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Two-stage proceedings before the EPO

Sy —Hor: BRE R BB WAL

1. Search &
Search Division searches for prior art on the basis of the wording of

original claims.
HRREF T IRR “ARR” , KRR E. LUK
IR “BERFEEN” D

2. Examination SCJREH &
Examining Division conducts substantive examination.
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The Communications
“EE” 9IHTALER EK

1. Search report 13 ZHRE
the Communication pursuant to Rule 62 EPC

(Rule 62. Extended European search report)
SEEZH N 256255 3 e A WM A 2R e

2. Office Action HAEIMN
the Communication pursuant to Art. 94(3) EPC
(Art. 94. Examination of the European patent application)

KRN L R s Z)E94A5 50 =k WA W, (5F—IR. 50

EERZEMRE 5ERHERNIXME XA AHRRHE.
2, PRREREIA CRFREEEL .
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5 KU B (Regular EP Application)

BREF: 2] KRB B ]
XfMWik4g&: Art. 7TSEPC  R.62 EPC R. 69 EPC Art. 94(3) EPC
AT EP Hif -fEiky SR - EP BIF -HERRRYG -HAEL
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Euro-PCTH15
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BKE S5 - S i S GiEcez

Xt YA SR Art. 153 EPC R. 62 EPC Art. 94(3) EPC
- [HBRHTE - BRYNBT B -R.161 EPC - fh AR -R.70 EPC- R 4rLEH A ? -H ARl
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Filing of Application & Search

1= 3ZHif, Filing of Application (Art. 75 EPC)

| = ~
TR A e T RAIRIGMAS = I &,
Examination as to @ > Drawing up of extended
formal requirements European Search Report
T (Art. 90, 91 EPC) and Written Opinion (Art. 92 EPC)
[ |
O »
S| BEEE AR
L Publication of application Publication of search report
|
[::ZSLﬁZam proceed further with RFF %R
= act of application 2 Abandon application
EPO

=k,
Q acceleration . 5k ST A, request for examination (Art. 94 EPC)

- X {FHEE P, payment of designation fee (Art. 79 EPC)
- ZEEREWERPEE N, response to written opinion mandatory




[ Filing of Application }

> AESKR D, R LI6IIT a1 4 .

Claims fees for every claim in excess of 15th claim
> T I WO ) 22K 3 5 B SO

Draft claims in European style (not US-style)

S e EIE2 M D W

Make use of multiple dependency of claims

- AERURIEE S b B LR

Introduce reference numerals into claims

- MOTAAEOSR 8 BRSO VE SRS ML EK
Rule 43(2) EPC & | =Fi B SMG L

Normally only one independent claim per category
(method, apparatus, ...).

With very few exceptions in Rule 43(2) EPC
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Search

Search Fee has to be paid with filing of application

EPO draws up the European Search Report on prior art
within 6 to 20 months

Examiner searches for prior art based on the wording
of the claims;

2L RS TN PN NS |
application can not be prosecuted on the basis of
unsearched subject-matter

=> claim all important aspects of invention

WKL o b B — PR Y R L™ 4%

IMRANR R, WFESA “MmRR” .
EPO has a strict approach to unity: if Search

Examiner finds lack of unity, payment of one or more
additional search fees becomes necessary (R. 64) of
the Examiner may even delimit the search to the first
iInvention (R. 62a)
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EXAMINATION

| . Continued from previous page

@9 Substantive examination (Art. 94 EPC)

Communication pursuant

to Art. 94(3) EPC)

Further TS

Communication Response to Com

Communication pursuant to Art. 97(1) EPC.:
EPO informs about the text in which the patent can be granted

A

substantial

o = ==

amendments

10

subject-matter
claimed?

Divisional application
(Art. 76 EPC)

Can be too late at this
% stage of proceedings !




[ Substantive Examination | }

/INCAILII1II1RCALI

Time-limit of 6 months after publication of Search

Report for

IVICl)(IIIIUIII lllllﬁ II nit o

Payment of Examination Fee

Payment of Designation Fee (only one for all EPC member
states)

Designation of extension states (some Eastern European
countries) by payment of Extension Fees

Filing a response to the Written Opinion

A\ VAR 2% I [ " Ve W | ‘ [ T ' Y | 7 IA Al‘ L~ .L “
I UllI

6 months for reply t

Communication

« Applicant can file amendments only once. All
subsequent amendments need the consent of the
Examiner
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“BHEICH” KRR [FIREEK T ST
Amendments of the claims are in some cases difficult;
usually the EPO requests a more or less literal
disclosure of any amendment

> HIE NA 15K O #HECH (Art. 116 EPC)
?m” EERER RGN Dk, DIEsE Rz Pise E
2% A,

Aant hace n Va'la
I“\IJIJIIb 11L IICl IU |

EPC),

but: the Examining Division consists of 3 members,
which makes negotiating sometimes difficult

'F vy Mral DranrandAin
IVUI Uladl riucvccu

vAa nr~e (Avd 1142
Aa | |UD \Hl L. L1V
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GRANT

NATIONALIZATION

[ Grant & Nationalization }

| . Continued from previous page

[ Approval of final text of the patent 1
(only minor amendments allowed)

. . . N
Payment of fees, filing of translation of patent claims and
filing of translation of previous application whose priority
is claimed into language of proceedings or

declaration pursuant to Rule 38(4) EPC

- )

Decision to grant (Art. 97(1) EPC)

Publication of the specification
of the patent (Art. 98 EPC)

1 N
’ N N

4 1
4 1

/ \ Y
’ |

’
1 A S

National National National
Patent DE Patent FR Patent GB "
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{ Intinnalizatinn }
I NUCAULUIWUVUIICAIITZLZCALIVUIN ]

The European patent convention (EPC) consists of
member states with different Official languages

A valid protection in a country with Official language
different to language of proceedings before the EPO
requires that a translation of the specification into the
respective national Official language is filed with the
respective national Patent Authority within 3 months
after Publication of Grant, if the state should not be a
member state of the London Agreement

=> The European patent becomes a bundle of independent
national patents; infringement of these national patents
IS decided according to national law

Usually a European Patent persists only for a small number
of states
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ZAT CRAE” I RS
“CHTAE” AE BRI
FHIEVE 2% € 71
“POANHHE] -
- <Al e 5
hE | CPES L) B GUBA
SRR | Art. 2202 — FR e @UAH ]
— FOREFAEAA ]
- FIRZ R AH A
1. Art. 54(1) and Art.
54(2) EPC _
o |2+ (BPORFIFEED) - B “HARRERBAHR” .
(Guidelines 2010) - AEE: . AU . “E#E”
LA | part ¢ Chapter TV

Patentability

9 novelty
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HIRE RifE

HIRE TR A LA

1. EF'%}F\'K
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2 PR LA I RECR

A 456 D1

3. PR IE
R, IR AW ND3. Tl A UL A

4. FEHAE

AR SO BRAEDSE AR HIRCR, A nif

v D2 FEFEORBUR.
T X FOR ) U SR
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AT “H3EME” HIyE=EIn
1 5K GJAD | 1. HJ1 L./ 33 "N

1. (EPOS &SR 4G22 MINATR
Part C Chapter 1V 11.6 Comblnlng pieces of prior art

1). X T2 —4p PLE 1280 T SCHR-S S i A RS T H A PISEIL 2
MREW A A XN, XARG e geRIHESNETE, B, i pr ki
PR BIEAZE ZARHE R RS (Z0C-1V, 117 A& R

2). TERE X AR BR AR AN [F] A FT SCHR I 2 A5 2 75 T 2 ILISF S o 2 B Y
HARZFE L& DL N2

(i) NLERA B EAFEZEME CGinherent incompatibility)
INFESCER(BI T, SO N 2 AT 2 A4 T i s AR N D3 A TS A R BH i o
Pl E ey, A BE S ERA AT BBt T A 5

A R P 2 T SCHREEAR AL T AW 1T 5 A 22 B SR AE J7 1T e 3 H Y A ]
A W EAFENEN A LR EANGER Dy B T AL, A A AN DY 2R 63X P43 23
JFICRRIAH S “ B 2 W)™ .
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2. (EPOE&45Fd) 11.7 Combination vs. juxtaposition (aggregation)
U120 RO AT/ AR AR
(P EFEIREY 4.2 “AE5KH” FHEShn,

3. (EPOE 45 ) 11.8 “Ex post facto” analysis
(PEHAEFER) 6.2 “HEHEER

1). This is merely a hind-sighted argument, which is not admissible

for the assessment of the inventive step.

2). “GELZHIEHAR (HH, HEANEID 7 R HEH

How” BRI

Hence, the alleged rationale for combining the above mentioned

operation with D1 is merely an improper conclusory statement that

embodies hind-sighted rationale.
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5. MRIERTIAR AN EERPAEE — TR I ik, Hrp, -eeee .
6. MR AR Z R PR TR ik, Hdr, e .

[ —‘ﬁ&l}&%” /E\:EI%:‘?E%E?) """ 0

8. HERURIERTFA I Ay JEk, weeoee.
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Response: Main Reguest & Auxiliary Reguest
BREARN:  “LERY (20 HiIEK”

- In general the applicant may amend the claims only once.

- Main Request (= first set of claims),

1st Auxiliary Request (= second set of claims),

2nd Auxiliary Request (= third set of claims) ...

- Auxiliary Request only examined if Main Request is rejected.

- This is like filing two or more responses in a single submission.

EEXTRCRE R B e, ATLICRH “ Figk+ (200 Hiigk” 1
B

- Figsk; FomiER . B HhEK-

- fNAEE Iﬁ?k%)i'i@x IR EFVI:KU\ZLQL SR AT A T K
;% Eﬁﬁ&k. WHE SR AR PrYE Bl b 2T s SR, RIPTE
] ?ﬁ‘;

(‘%i
S
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Response: Main Reguest & Auxiliary Reguest

EREAEN. LR+ (200 AR ”

- The EPO Examiner has to decide on each request as a whole (i.e. each
request is to be taken as one request).

- If the Main Request, is refused, but the Auxiliary Request is allowed,
the applicant can still file an appeal to get the Main Request allowed.

- The board of appeal cannot deny the allowance of the

Auxiliary Request (due to Prohibition of reformatio in peius)

- B A DA IR TIN5 TR SR IEAT A

- ﬁﬂ%iwﬁjﬁ%&'é’m o]y VR SR E, U H TR AN ATS IR AT UG 31 3K
BEAT HJF.

- HIFR S AR R A HIER ¢ “ ERAINE” Jg )
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Response: Main Request & Auxiliary Request
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Response: Main Request & Auxiliary Request
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[ Grant of German Patents ]

Flllng -
* 2
Formality examination |i— i S
______________ s| Request for Search 2
v (mandatory) £
No req.ues.t for - Request for + “ z
examination examination v
\ 4 i:
Deemed withdrawn Substantive examination
v
Decision to grant Office Action
3 months y
‘ Publication
‘/Opposition * Response
Decision on Notice of final

Decision on revoca-

maintenance

tion or partial
maintenance

l

v

rejection

Appeal

Letters Patent

_______________________________
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[!mportant Differences of German Proceedmgs}

e |ess formal:
— Itis easier to perform amendments
— Clarity objections of minor importance

e More flexible:
— request for examination can be delayed
— change of subject-matter in principle possible
— negotiating with Examiners

e Costs:
— significantly lower Official Fees
— But more translational work
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A SN B 22 ol Bh A e =P
PAYT F- R 12D T 2\

o 1. MR JmyE A on i o BRI AR ZE KR 7
“HrFpalor” M “FREElo” o JFH, ZERAEN
AELSR A I Bl fwid .
2. (EULH P mBORT 0, B INZ2 30 o)
LE ST A 5, FFRE IR BE SR i F 22

o 3. MIHP RIS, AiaNizHIE S, MAZHES.
#tn, Fast Binding Update (FBU) Z 4 k: Fast
Binding Update, FBU.
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== [ & 22 b A b 1 =
REI-FAR T HII=2LX /)L
5% [ 555 P B v

1. the prior art
=>the conventional art

2~ one or a plurality of
=>0ne or more

3. Is RtSolPr message or FBU message

=>[the fast-handover signaling] is one of RtSolPr
message and FBU message
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EPELE™ 4%, Al

> AR OR 9 VG
B ZSRIIRA: USEHRTBABR, T a] BLET I AN RIBORFFAEREAT (R

>EP: AJLL “ZI5[2m” ;

> “IEEINIHEE (means + function) ”
EPYL A i T &L 7 1
USHL A A L6 SE it 5 A TR 5 2

> EP ) — S Hi Bk

BT I B AR : EPESR I MBI FRIC;
WHH. SRR ATS. BiES,
A FFHISEEEHE AR T &R
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This Is the end

Thank you for your interest In
attending this lecture !



