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Introduction

The primary object of this treatise is to present a simple and direct approach to the
mechanics of claim drafting. The major emphasis in chapters 1-6 is on practical
techniques for composing claims to many different types of inventions. In chapters
1-6, there is also emphasis on various preferred claim-drafting practices and
techniques that have grown up over the years by case law, * Patent and Trademark
Office 2 rules and memoranda, and, simply, custom, as well as definitions and
preferred usage of stylized words and phrases in the patent law, such as
"comprising," "consisting," "means for," "step for," and "whereby."

There is also extensive discussion of many case law doctrines relating to nonart
rejections, ® both classic rules and modern trends. In many of these areas, there
have been liberalizing trends by the courts “ in recent years to overthrow or simplify
rejections not based on prior art. In particular, this treatise covers both the classic
and the more recent constructions of means clauses (section 3:25), inherent
function of the apparatus doctrine (section 4:5), mental steps and computer
programs (section 4:9), product-by-process claims (section 5:2), claims referring
to drawings (section 6:6), new use claims and preamble limitations (section 6:7),
Jepson claims (section 6:8), undue multiplicity (section 8:3), old combination
(section 8:4), aggregation (section 8:5), and printed matter (section 8:6).

There are many examples of suggested claims to various types of inventions:
machines (chapter 3), processes (chapter 4), articles of manufacture (chapter 5),
compositions of matter (chapter 6), computer inventions (section 4:9), designs
(section 5:3) and plants (section 5:4), as well as dependent claims (section 2:9),
Jepson claims (section 6:8), generic and species claims (section 6:9),
subcombination claims (section 6:10), and biotechnology (chapter 9).

Many quotations from claims on appeal and in litigation are given, so that the reader
can see for himself or herself which types of limitations and phrases have been
judicially approved and which not.
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Unfortunately, it is too often true that the inventor or patentee wins or loses
because of formal rules and language problems in the claims, not because of any
lack of "invention" over the prior art. This book is intended to help the practitioner
in designing claims around these myriad rules and doctrines, to draft the most
effective types of claims for each type of invention.

The author would like to acknowledge Rochelle K. Seide, Esq. of Baker & Botts, and
the staff of Ostrolenk, Faber, Gerb & Soffen, without whose splendid efforts the
manuscript would not have been prepared, and the staff of the Practising Law
Institute, without whose assiduous efforts this book would not have been published.

FOOTNOTES:

#Footnote 1. Court or Patent and Trademark Office Board of Patent Appeals and
Interferences decisions. The Board is an administrative tribunal in the Patent and
Trademark Office that hears appeals from adverse decisions of the patent
examiners on substantive issues. The Board usually sits in panels of three
designated members.

#Footnote 2. Formerly the Patent Office.

FFootnote 3. Rejections based on doctrines other than anticipation or obviousness
over prior art.

FFootnote 4. The Court of Customs and Patent Appeals was a special five-judge
federal court having jurisdiction over appeals from Patent Office administrative
tribunals, as well as customs appeals. The C.C.P.A. was succeeded in 1982 by the
United States Court of Appeals for the Federal Circuit.
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Foreword

The enthusiastic reception of the first four editions of this book in America and
abroad, including a translation into Japanese, has led to this expanded, revised
version, incorporating new cases, and further discussion of developing fields.

Mr. Landis, for many years the chief lecturer for the institute in the area of drafting
patent claims, passed away in 1984. His contribution, as well as the contributions of
John D. Kaufmann, Bryan W. Sheffield, Myron Cohen, and Rochelle Seide will long
endure.

The experienced patent practitioner will find this volume both a distillation of
advanced technique and a review of the fundamentals of the field. The person new
to patent practice will welcome the absence of jargon and the inclusion of texts of
relevant statutes, rules, and procedural interpretations. The attorney or business
person with occasional need to evaluate an existing patent should find the
numerous claims, both court-approved and specially developed for illustrative
purposes, convenient keys to understanding the result of the drafting process.

?1:1 The Statute

In the beginning, 35 U.S.C. ?112: *

The specification shall conclude with one or more claims particularly pointing out
and distinctly claiming the subject matter which the applicant regards as his
invention.

This is the fundamental rule, with which all others must be consistent. It was almost
ever thus; the Patent Act of 1836, which started the modern examination system,
provided that the applicant "shall also particularly specify and point out the part,
improvement, or combination which he claims as his own invention or discovery." 2
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The statute presents two requirements: (1) set forth the subject matter; and (2)
particularly point out and distinctly claim it. * The first requirement is subjective and
even may change during prosecution of the application. + But once the subject
matter is selected, the second requirement for that invention must be met. s

Under this very broad and general statutory directive, various rules and practices
have grown up by case law, Commissioner's regulations, and custom since 1836 as
to how and how not to fulfill the statutory mandate of particularly pointing out and
distinctly claiming.

In general, this means that the claims must define "the invention," meaning the
claimed subject matter, in such detail that the patent examiner and, later, the world
of prospective infringers and judges who construe the claims can understand what
the claimed subject matter is; that is, what is forbidden territory and what is open,
insofar as the particular patent is concerned.

Summary

Patent claims must particularly point out and distinctly claim what applicant (usually,
you, the patent practitioner) regards as his invention after reading this book.

FOOTNOTES:

FFootnote 1. This is the section of the basic patent statutes (title 35, United States
Code) relating to the patent specification, including claims. Sections of the statutes
and Patent Office Rules of Practice mentioned are reproduced in appendixes C1 and
Cc2.

FFootnote 2. See W. Robinson, Robinson on Patents E 504-38 (Hein 1st ed. 1972).

FFootnote 3. Manual of Patent Examining Procedure [hereinafter MPEP] ?2171. The
Manual of Patent Examining Procedure is a Patent and Trademark Office publication
setting forth detailed instructions to the examiners on almost every point that could
arise in practice before the Patent and Trademark Office. Sections of the Manual
cited in this book are reproduced as appendix C3. The Manual represents the official
position or opinion of the Office on practically every point of law and procedure, and
is continuously amended and supplemented as changes occur. Since the Manual
normally operates as the examiner's bible, its mandates should be followed to the
letter except where one is convinced that the Manual is wrong and one's client's
interests are likely to be prejudiced. In that case an appeal (35 U.S.C. ?134) or
petition to the Commissioner (Rule 181) will usually be necessary, in effect to
reverse the Manual. When that succeeds, the Manual is amended to reflect the
change.

#Footnote 4. MPEP ?2172.
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#Footnote 5. MPEP ?2171.
?1:2 Omnibus Claims

All of the specific rules and tests must be derived from, or at least not be
inconsistent with, the dominating statutory provision. For example, a first rule is
that "omnibus" or formal claims are not permitted in utility patents. ¢ Such claims as:
"A device substantially as shown and described," or

"the apparatus as shown and described in figures 1-6," or the classic and all
encompassing: "Any and all features of novelty described, referred to, exemplified,
or shown," are not permitted in the United States, although they are allowed in
some foreign countries. Obviously, these claims do not "particularly point out and
distinctly claim" anything, certainly not the "invention." The examiner rejects such
claims out of hand, as being "non-statutory."

The basic concept of United States claims is that the inventor owes the public a duty
to define the forbidden territory of the patent in words as precise as the
circumstances permit. Correspondingly, all features disclosed but not claimed are
held to be dedicated to the public, 7 at least insofar as that patent is concerned.

A customary analogy is that the patentee must stake out the precise boundaries of
his claim, in a manner similar to the description of the boundaries of a plot of land.
For this reason United States claims are sometimes referred to as "peripheral”
claims, meaning that the outer boundaries or periphery of the patentee's claim must
be stated.

This concept of claim certainty is very useful to potential infringers but often very
hard on the patentee, because the real "essence of the invention" is sometimes not
fully understood until many years later--when the somewhat different structure of
the accused infringer is known and when the art of the pertinent field has become
developed. The doctrine of equivalents, designed by the courts to permit a finding of
infringement by an equivalent that differs insubstantially from the patent claim,
diminishes the harshness of claim certainty. ¢ Claim certainty also is hard on the
patentee, as even a clearly absurd element cannot be corrected by the court. 2*

Summary

Claims must define the invention with certainty and in detail. Omnibus claims are
not permitted in utility patents.

FOOTNOTES:
FFootnote 6. MPEP E 1302.04(b) and 2173.05(r). Utility patents are patents other
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than designs (section 5:3) and plants (section 5:4).

FFootnote 7. Not normally through benevolence on the part of the patentee, but
merely because the patent becomes prior art against the inventor one year after
patenting. 35 U.S.C. ?102(b); In re Gibbs, 168 U.S.P.Q. (BNA) 578 (C.C.P.A. 1971);
In re Bauman, 214 U.S.P.Q. (BNA) 585, 589 (C.C.P.A. 1982); and see
MPEP ?706.03(s); and it becomes prior art against others as of its earliest effective
filing date in the United States, under 35 U.S.C. ?102(e). This can include the date
of an earlier United States application to which the patent is entitled under 35
U.S.C. ?120, but not the date of an earlier foreign application to which the patent is
entitled under 35 U.S.C. ?119.

FFootnote 8. Hilton Davis Chem. Co. v. Warner-Jenkinson Co., Inc., 35 U.S.P.Q.2d
(BNA) 1641 (Fed. Cir. 1995), rev'd on other grounds, 520 U.S. 17, 41 U.S.P.Q.2d
(BNA) 1865 (1997).

¥Footnote 8.1. See Chef Am., Inc. v. Lamb-Weston, Inc., 358 F.3d 1371, 69
U.S.P.Q.2d (BNA) 1857 (Fed. Cir. 2004).

?1:3 The Statutory Classes

The statute, 35 U.S.C. ?101, sets out four main categories of technical subject
matter for which utility patents can be granted. These are "process, machine,
[article of] manufacture, or composition of matter," usually termed "the statutory
classes." Many of the claim drafting rules to follow stem from case law definitions of
the words "process," "machine," "manufacture," and "composition of matter" in the
statute. No matter how novel or how valuable an "invention" may be, it cannot be
patented if it cannot be fit within one of those classes. Thus, such things as
mathematical formulas, or algorithms (see section 4:9), printed matter, and articles
found in nature have been held unpatentable because they are not within the
classes set up by Congress. If a claimed element, particularly in a product claim, is
a person, rather than some man-made object, then the claim is invalid as indefinite,
because the specification does not disclose a structure corresponding to the claimed
function ("third monitoring means for monitoring the ECG signal"). ¢ Computer
programs or software and genetically engineered live organisms, animal and
vegetable, that is, "any invention made by man," are currently patentable under
Patent and Trademark Office guidelines. (See sections 4:9 and 9:2.) However,
statute prevents patenting human organisms, human embryos, human fetuses, or
human beings, but not methods to produce human organisms. °*

It had long been accepted that a method of doing business did not fall within one of
the statutory classes. But that exception was laid to rest in State Street Bank &
Trust Co. v. Signature Financial Group, Inc., * which held that the test for
patentability of a business method is under sections 102, 103, and 112, not section
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101. If the method is novel and unobvious and does not simply appropriate an
algorithm without transforming something, it can be properly claimed. This was
confirmed in AT&T Corp. v. Excel Communications, Inc. ** (See section 4:10.)

This leads to a second fundamental rule, that a claim, no matter how beautifully
drafted, must define the invention in such a way as to fit it into one or more of the
statutory classes. (See section 7:2 hereof concerning claiming an invention in
several classes.)

With these few basic principles in mind, the following chapter concerns some details
and common practices for transforming inventions, generally, into claims, after
which chapters 3 through 6 in turn cover particular problems encountered in the
four statutory classes.

Summary

Claims must fit within the "statutory classes" of patentable subject matter, as
construed by court decisions. For utility patents, these classes are machine, process,
(article of) manufacture, and composition of matter. Ornamental designs and
certain agricultural plants are separate statutory classes with different rules
(sections 5:3- 5:4).

FOOTNOTES:
#Footnote 9. Cardiac Pacemakers, Inc. v. St. Jude Med., Inc., 296 F.3d 1106, 63
U.S.P.Q.2d (BNA) 1725, 1732-33 (Fed. Cir. 2002).

FFootnote 9.1. Weldon Amendment, H.R. 2673, Pub. L. No. 108-199 (2004). See
section 9:2.

FFootnote 10. State St. Bank & Trust Co. v. Signature Fin. Group, Inc., 149 F.3d
1368, 47 U.S.P.Q.2d (BNA) 1596, 1602-04 (Fed. Cir. 1998), cert. denied, 525 U.S.
1093 (1999).

¥ Footnote 11. AT&T Corp. v. Excel Communications, Inc., 172 F.3d 1352, 50
U.S.P.Q.2d (BNA) 1447 (Fed. Civ. 1999).

?2:1 Placement After Specification

35 U.S.C. ?112 and 37 C.F.R. ?75(a) * provide that the "specification shall conclude
with one or more claims. . . ." Claims are placed after the specification. The practice
in some countries is for the claims to precede the specification. But that is not good
form for the United States. (The Patent and Trademark Office accepts and examines
claims that precede the specification. But avoid that where possible.)
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FOOTNOTES:

¥Footnote 1. The rules governing patent applications are codified in title 37 of the
Code of Federal Regulations. References herein are to "rule . . ."

?2:2 Single Sentence

So far the only known (or at least acceptable) way to "particularly point out and
distinctly claim" an invention in a statutory class is by means of an English sentence.
This is unfortunate, because many of the problems in claim drafting stem from
problems in writing English and in the meanings of words.

To begin at the beginning, the standard custom as to sentence construction is that
each claim must be the object of a single sentence, however long, beginning with a
standard introductory phrase such as "I [or We] claim," "The invention claimed is,"
or the equivalent. 2 In an application with more than one claim, the introductory
phrase, such as "I claim," appears only once, before the first claim.

Standard Office practice also is to insist that each claim begin with a capital or
upper-case letter and end with a period, so that each claim reads as a complete
sentence when taken with the introductory words, for example, "I claim," "We
claim," "The invention claimed is," * or "What is claimed is," or the equivalent
language. Except for such standard capitalization as [degrees]C., * no other capital
letters may appear in the body of the claim. s For example:

I claim: A pencil having an eraser fastened to one end.
The above claim is to illustrate layout and form only, not as an example of
patentable subject matter. (A different claim to such a combination was held

unpatentable by the Supreme Court in Reckendorfer v. Faber. ¢)

In connection with the single-sentence rule, it is important to watch grammar,
particularly verb forms, to make sure the claim reads as a complete sentence. For

example, "I claim: A pencil comprises . . . [parts A and B] ™ does not form a
complete sentence. However, the generally standard phraseology, "I claim: A pencil
comprising . . . [parts A and B]" does form a sentence.

This is sometimes troublesome in long, complicated claims with many elements,
subelements, and intricate relationships between elements; independent claims
(section 2:9); and in Jepson claims (section 6:8). Therefore, you should select a
verb form, for example, participle ("-ing"), or third person ("-s,"), and use it
consistently throughout each entire claim. You can switch verb styles between
claims, if you wish.

Also, where possible, the verb form in a claim is preferably in the present tense,
unless a past or future event is being described.
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Summary

Make sure the claim forms a complete sentence forming the direct object of the
phrase "I claim." Begin each claim with a capital letter and end it with a period.

FOOTNOTES:
FFootnote 2. See MPEP ?608.01(m).

FFootnote 3. Preceding examples suggested in MPEP ?608.01(m).
FFootnote 4. Modern practice does not use a period in [degrees]C.
FFootnote 5. See MPEP ?608.01(m).

FFootnote 6. Reckendorfer v. Faber, 92 U.S. 347 (1875), discussed infra at section
8:5, "Aggregation.”

#Footnote 7. Letters ("A," "B," etc.) conventionally stand for the "elements" of the
claims, such as "pencil" and "eraser" in the above example.

?2:3 Numbering and Order

Section 112 of the statute, on utility patents, provides that the "specification shall
conclude with one or more claims. . . ." In design patents (section 5:3) and plant
patents (section 5:4), only one claim is permitted. Almost always, more than one
claim is submitted in a utility patent application. (Sometimes only one claim is
allowed by the examiner, and one is lucky to obtain that one.)

When only one claim is presented, no numeral is used, as in the above example to
the pencil. When more than one claim is submitted, each claim must start with an
Arabic numeral. @ The claims must be numbered consecutively, and good practice
dictates that the claims be grouped and numbered in a logical order for
consideration. ° The usual practice is to begin with the broadest claim and proceed
to the narrowest, and to group similar types of claims together.

As to preferred order, ?608.01(m) of the MPEP provides:

Claims should preferably be arranged in order of scope so that the first claim
presented is the broadest. Where separate species are claimed, the claims of like
species should be grouped together where possible and physically separated by
drawing a line between claims or groups of claims. . . . Similarly, product and
process claims should be separately grouped.
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In view of this, as well as general good sense, the claims should be grouped in what
the claim writer thinks is the most logical order for consideration. The practice
occasionally seen of trying to slip in an unusually broad claim, for example, as claim
seventeen out of nineteen claims, is condemnable.

Special rules apply to the number of certain dependent claims.

How many claims may be presented and how different they must be from each other
are discussed in sections 7:1-8:3. For an example of a complete claims layout:

I claim:

1. A pencil having . . .

2. A pencil as recited in claim I, wherein . . . [more detail].
3. A pencil comprising . . . [the most detailed combination acceptable to the
applicant].

A claim number is not reused. If a claim is canceled, its claim number is not reused
in that patent application. Added claims receive the next number in sequence after
the last claim. Claims are not renumbered during application prosecution, except in
a continuing application; some claims from a parent application, especially later
added claims, may be renumbered in the continuing application. (At conclusion of
prosecution, the claims are renumbered by the Patent Office for the patent to be
printed.)

Summary
Present multiple claims in a logical order and number them consecutively.

FOOTNOTES:
FFootnote 8. Rule 75(f).

#Footnote 9. Id.

FFootnote 10. For a discussion of how generic, subgeneric, and species are to be
grouped, see section 6:9.

FFootnote 11. See infra, section 2:9.
?2:4 Preamble

Claims should have "preambles," or introductory statements, the purposes of which
are to indicate the statutory class of the claim (often by implication from the words
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in the preamble) and to name or define the thing that is to be claimed. It defines the
field of the invention claimed. Preambles may be quite long or very short, depending
on the type of claim one is using, but a shorter preamble is preferred. For example,
in Karsten Manufacturing Corp. v. Cleveland Golf Co., ** the patent claims all recited
"an improved correlated set of iron-type golf-clubs." The court held that "correlated
set" was a claim limitation, although it appeared only in the preamble. It appears

that it was an unessential limitation for patentability. Had it been omitted, the claim
would have been broader.

The best type of preamble for most claims is simply a general definition of the
combination to be claimed, with whatever detail or length is necessary to define
what appears in the body of the claim. The preamble and the body of the claim
should be consistent one with the other, two parts making up a whole. The preamble
cannot be written properly until the scope of the claim-to-be is determined, and the
preamble should be checked for consistency after the claim has been finished. When
a claim is revised or amended, the preamble should be scrutinized for consistency.

13

One of the best sources for the claim preamble is the title of the invention at the
head of the specification. Sometimes that title is modified to conform to the claim
preamble. The title of the invention is typically short, and so should be the preamble.
But if the claim is to an element or a subcombination of a fuller invention, using the
title as the preamble could cause the preamble to be misleading as too
encompassing. Further, where the title differs from the claim preamble, the title
does not define the claimed invention, as it would be reading a limitation from the
specification into the claim.

To avoid a too-limited scope preamble, the claim writer might be tempted to merely
recite the broad "Apparatus comprising" or use "device" or a similar nonspecific
noun. But a too-broad scope preamble is also not good practice, although not
improper. Also, the examiner will likely require that a preamble more descriptive of
the invention be substituted.

The preamble should focus on the actual subject or field of the invention and not
cover too broad a field, if inapplicable. For an invention in a bicycle, for example, a
preamble that says "vehicle" would appear to be of broader scope than a preamble
that says "bicycle." Yet if the invention is clearly directed to a bicycle, there is no
benefit to having a preamble "vehicle," which is more encompassing than the
invention itself. The preamble should be realistically narrow in scope. Conversely, if
the preamble says "bicycle," but the invention is adaptable not only for bicycles but
for motorcycles, and if an infringer were later to market a product that had all of the
feature limitations in the claim, but that was a motorcycle rather than a bicycle, the
infringer might argue that the claim does not reach the accused product because the
claim is limited in scope to a bicycle. The preamble must be sufficiently broad to
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cover the product in the preferred embodiment to which the inventor has directed
his attention (bicycle), but also to cover other embodiments, as "two-wheeled
vehicles," to which the invention may be directed.

In general, one should avoid any unnecessary limitations or statements anywhere in
the broader claims, even in the preamble. Some practitioners briefly describe an
object of the invention in a preamble ("Apparatus for shaking articles to dislodge
impurities"). This is unnecessary, however, as the preamble is preferably a short
introduction to the body of the claim. Also, there may be other objects of the
invention, and recitation of one may impliedly exclude accomplishment of others
when the claim is later interpreted.

Where the invention operates upon a workpiece, some practitioners include relevant
details of the workpiece in the preamble ("Apparatus for shaking articles having a
soft covering over a plurality of frangible legs . . ."). Usually, description of the
workpiece in the preamble is not needed. Instead, as a particular element of the
apparatus acts upon the workpiece, the relevant interaction of the element upon the
workpiece is described in the body of the claim, and possibly in a "whereby" clause.
Sometimes, however, it is appropriate to describe the workpiece somewhat fully in
the preamble as it may not otherwise be easy to comprehend the rest of the claim.
That is true more often in a method claim wherein the workpiece or the apparatus
used in the method in the body of the claim is introduced in the preamble. But the
claim writer may then have limited the claim scope to the elements in the preamble.
15 In that case, the better choice is to have the fuller preamble. An example of an
overlong preamble that may have confused the Board of Appeals somewhat appears
in In re Stencel. ¢

On the other hand, the preamble may have to be longer because, in order to
understand an invention, one must understand its context. Therefore, sometimes
the purpose of the invention is recited in the preamble before the transition word, as
in "Apparatus for treating a web to prevent tearing, the apparatus comprising . . ."
7 The title of the invention at the head of the specification may be slightly different,
but there is no short claim preamble that does the job.

In composition of matter claims, where the composition may have no recognized
name, it may be necessary to describe certain qualities or features of the
composition in the preamble in order to clearly explain or understand the elements
in the following body of the claim, for example, "A composition having a density of
x and a color y with a brightness level not less than z, comprising material a, at least
10% of material b and material c." The elements of the composition are better
understood with a fuller preamble. But the specifics in the preamble, between
"composition" and "comprising," may alternately be included in a functional or
"whereby" clause placed after the elements are recited in the body of the claim.
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Long preambles mentioning elements other than the invention itself may make
what the subsequent transition word refers to ambiguous (see section 2:5). For
example, in "Apparatus for shaking articles to dislodge impurities comprising . . ."
clearly, the transition word "comprising" refers back to the apparatus, not the
impurities. For clarity, the preamble should repeat the key word of the name of the
invention in the preamble before the transition word, as "Apparatus for shaking
articles to dislodge impurities, the apparatus comprising . . ."

With the prevalence of the use of dependent claims, any dependent claim should
usually cover the same invention as its preceding or parent claim. If the
independent claim begins "Apparatus for shaking articles," a following dependent
claim should not claim a different apparatus, for example, "A device for containing
articles to be shaken, as recited in Claim 1, comprising . . ." A dependent claim
includes all of the text of its preceding claims. The dependent claim just described,
however, appears to claim a different invention than or less than all of the invention
of its preceding claim. Hence, a dependent claim should have the preamble of the
previous claim upon which it is dependent, "The apparatus for shaking articles of
Claim 1. .. ." If the previous claim is to "bicycle," the dependent claim should not be
to "vehicle." Change one or the other claim for consistency.

Often the preamble of a dependent claim is shortened to the key word or words, for
example, the noun, of the preamble of its preceding independent claim ("The
apparatus of Claim 1"). As long as that leaves no ambiguity, the shortened
preamble is even preferred.

Claims of different scope are often used to describe different aspects of an entire
invention, a combination and a subcombination, a genus and a species, etc. A
different preamble may be used for each different claim grouping: "Apparatus for
shaking articles . . ." and "Device for containing articles to be shaken . . ." Just make
each different invention or aspect of one invention subject to separate claims, each
group of claims with a separate preamble.

Jepson claims under Rule 75(e) have a different type of preamble, which is rather
lengthy. ¢ It includes a hame of the invention and then recites the elements of that
complete apparatus, process, composition, or article that is in the prior art. * This is
a special situation. Because the preamble of a Jepson claim recites elements of a
claimed invention and defines not only the context or field of the invention but also
its scope, 20 an element or limitation that appears only at the start of the preamble
is considered a claim element. =

The preamble is often the basis used by the PTO to assign the application to a
particular Examining Art Unit for review of and action on the application. Preferably,
the preamble describes the field of the invention to correctly guide the invention
classifiers when the application is filed and initially assigned to an Art Unit.
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Furthermore, the preamble defines the scope of relevant prior art. Accuracy in the
preamble is recommended.

Some case precedents suggest that the content of the preamble does not limit the
scope of the claim. However, in Bell Communications Research, Inc. v. Vitalink
Communications Corp., 2* the court said that the determination is made with
reference to the specific claim and there found the preamble element limiting.

The MPEP states at 72111.02 that the preamble is not given the effect of a limitation
unless it breathes life and meaning into the claim. 22 Repeated references in the
specification to liners as "blown-film" liners, including in the preferred embodiment,
and in each claim, made "blown-film" in the preamble a substantive claim limitation,
as it gave life, meaning, and vitality to the claims. 23t Phraseology in the preamble
that limits the structure must be given weight. See the cases discussed in that
section of the Manual. >

The Federal Circuit recently restated the rule:

[T]he preamble simply states the intended use or purpose of the invention. . . . Such
a preamble usually does not limit the scope of the claim unless the preamble
provides antecedents for ensuing claim terms and limits the claim accordingly. =

When a term ("communication system") appears in the preamble, but not in the
body of the claim, and the court determines that the term does not give "life,
meaning or vitality" to the claim, then its absence from an accused device does not
avoid infringement of the claim. =

In Bard, the preamble provided antecedents by reciting the structure into which
needles fit, and the claim was not anticipated or obvious over prior art, which lacked
the preamble features. The preamble features saved the claim validity, but those
same elements narrow the scope of the claim to be asserted against infringements.

In Pitney Bowes, Inc. v. Hewlett-Packard Co., # the intended purpose of the
invention stated in the preamble as "producing on a photoreceptor an image of
generated shapes made up of spots" was held not to be a mere statement of
intended field of use, but was so intimately meshed with the remaining claim
language that the preamble and the remainder of the claim were to be construed as
one unified internally consistent recitation of the invention.

In Eaton Corp. v. Rockwell Int'l Corp., 2 the claim preamble of a method claim had
a detailed description of structure that performs the recited method steps. The court
there found that the claim was an example of the drafter's using both the preamble
and the body of the claim to define the invention, and the preamble was given
limiting effect.
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Another example is found in Jansen v. Rexall Sundown, Inc., 2¢* wherein the
preamble was to a method of "treating or preventing" pernicious anemia and the
body of the claim recited that the treatment is provided "to a human in need
thereof." The Court said that the preamble sets forth the objective of the method,
the body of the claim directs on whom the method be performed. Therefore, the
body of the claim gives meaning to the preamble's statement of purpose, making
the preamble not merely a statement of effect that may or may not be appreciated.
This is the reverse of the normal reasoning for considering the preamble as a
limitation to be met, that is, here the body of the claim gives life and meaning to the
preamble.

A statement of the purpose of the invention in the preamble can be nonlimiting, as
in "A method for reducing hematologic toxicity in a cancer patient," because it states
a purpose and the claim can be infringed even if the purpose was not always
achieved. =

But the opposite may be true in a particular case. In Griffin v. Bertina, = the Federal
Circuit said that a claim preamble has the import that the claim as a whole suggests.
The preamble is directed to diagnosing an increased risk from a genetic defect that
causes thrombosis. Diagnosis was therefore the object of the invention claimed.
Performing the steps without the objective in the preamble would be an empty
exercise. The preamble was essential.

In Catalina Marketing Int'l, Inc. v. Coolsavings.com, Inc., * the Federal Circuit held
that the preamble limitation "located at predesignated sites such as consumer
stores" merely states an intended use for the claimed system and is not a claim
limitation. The claimed system is structurally completely claimed in the body of the
claim, while the preamble only states the purpose, benefits or intended use of the
invention. Infringement was found even though the accused method would be
performed at any Internet-accessible computer and not only at "consumer stores"
as in the preamble. (Note the presence of "such as" in the preamble, which would be
indefinite had it appeared in the body of the claim or in a preamble which is a claim
element.)

Yet in Ex parte Futo, *2 the Board found that the claimed use of a wrench recited in
the preamble for rotating plastic slip nuts, recited an environment that avoided a

prior art soda bottle wrench being prior art to render the invention obvious.

The Federal Circuit has identified guideposts for identifying limiting preamble
language:

(@) a Jepson claim uses the preamble to define the invention;
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(b) dependence on a phrase in dispute to provide an antecedent basis indicates
reliance on the preamble;

(c) the preamble is needed to understand elements in the claim body;

(d) the specification emphasizes additional elements as important;

(e) clear reliance on the preamble to avoid prior art during application prosecution.

In Invitrogen Corp. v. Biocrest Mfg., LP, = the applicant amended "E. coli cells" in the
claim preamble to "E. coli cells of improved competence," which should not be
viewed as structural and might be viewed as stating a purpose of the invention. But
the Federal Circuit said those words were added to avoid prior art and thus
infringement required a particular improvement level. The recited claim elements
were not changed but the preamble narrowed the claim scope.

In In re Cruciferous Sprout Litigation, 3 the court found the preamble words "rich in
glucosinolates" and other words in the preamble to have been relied on to avoid
prior art as helping to define the invention. =

In Schumer v. Laboratory Computer Systems, Inc., * the preamble of a method
claim described features that necessarily exist in any coordinate system for a
digitizer, but did not describe how the device operates with respect to those features.
The body of the claim details the functional attributes of the device that performs
the methods. The preamble was deemed superfluous.

In Intirtool v. Texar Corp., ®** the court said that if the body of the claim "describes
a structurally complete invention such that detection of the preamble phrase does
not affect the structure or steps of the claimed invention". . . . Here the preamble
does not recite any "additional structure or steps underscored as important by the
specification." These are tests for the preamble having to be considered as a limiting
claim element.

These cases show different treatments of preamble recitations. But if the preamble
lacks unnecessary words, there is no interpretation issue raised.

There is nothing to gain by having an overlong preamble, with many elements
recited. Each may become a claim limitation which a later copyist could avoid using.

Recommended preambles for different types of claims are set out in subsequent
parts of this treatise.

Summary
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Use descriptive preambles defining the nature of the combination claimed. Do not
put unnecessary limitations even in the preamble. Assume every word you write in
a claim is critical, and may some day be used against your client, to restrict the
scope of his invention.

FOOTNOTES:
FFootnote 12. Karsten Mfg. Corp. v. Cleveland Golf Co., 242 F.3d 1376, 58
U.S.P.Q.2d (BNA) 1286, 1288 (Fed. Cir. 2001).

FFootnote 13. As to the effect of limitations in the preamble, see below and also see
section 6:7, on new use claims; preamble limitations.

¥Footnote 14. Pitney Bowes, Inc. v. Hewlett-Packard Co., 182 F.3d 1298, 51
U.S.P.Q.2d (BNA) 1161 (Fed. Cir. 1999).

#Footnote 15. Eaton Corp. v. Rockwell Int'l Corp., 323 F.3d 1332, 66 U.S.P.Q.2d
(BNA) 1271, 1277 (Fed. Cir. 2003).
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¥Footnote 24. See also Corning Glass Works v. Sumitomo Elec. U.S.A., Inc., 868
F.2d 1251, 1257, 9 U.S.P.Q.2d (BNA) 1962 (Fed. Cir. 1989); In re Burke, Inc., 786
F. Supp. 1537, 22 U.S.P.Q.2d (BNA) 1368, 1371 (C.D. Cal. 1992).

¥Footnote 25. C.R. Bard, Inc. v. M3 Sys., Inc., 157 F.3d 1340, 48 U.S.P.Q.2d (BNA)
1225, 1230-31 (Fed. Cir. 1998), reh'g denied, 161 F.3d 1380, 49 U.S.P.Q.2d (BNA)
1319 (Fed. Cir. 1998), cert. denied, 119 S. Ct. 1804 (1999). See Gerber Garment
Tech, Inc. v. Lectra Sys., Inc., 916 F.2d 683, 688-89, 16 U.S.P.Q.2d (BNA) 1436,
1441 (Fed. Cir. 1990); Heidelberg Harris, Inc. v. Mitsubishi Heavy Indus., Ltd., 56
U.S.P.Q.2d (BNA) 1714, 1719-20 (Fed. Cir. 2000) (labeled unpublished); Allen
Eng'g Corp. v. Bartell Indus., Inc., 299 F.3d 1336, 63 U.S.P.Q.2d (BNA) 1769, 1774
(Fed. Cir. 2002).

#Footnote 26. NTP, Inc. v. Research in Motion Ltd., 261 F. Supp. 2d 423, 67
U.S.P.Q.2d (BNA) 1574 (E.D. Va. 2002).

¥Footnote 27. Pitney Bowes, Inc. v. Hewlett-Packard Co., 182 F.3d 1298, 51
U.S.P.Q.2d (BNA) 1161 (Fed. Cir. 1999).

#Footnote 28. Eaton Corp. v. Rockwell Int'l Corp., 323 F.3d 1332, 66 U.S.P.Q.2d
(BNA) 1271,

1277 (Fed. Cir. 2003).

¥Footnote 28.1. Jansen v. Rexall Sundown, Inc., 342 F.3d 1329, 68 U.S.P.Q.2d
(BNA) 1154 (Fed. Cir. 2003).

FFootnote 29. Bristol-Myers Squibb Co. v. Ben Venue Labs., Inc., 246 F.3d 1368, 58
U.S.P.Q.2d (BNA) 1508, 1513 (Fed. Cir. 2001).

FFootnote 30. Griffin v. Bertina, 285 F.3d 1029, 62 U.S.P.Q.2d (BNA) 1431, 1434
(Fed. Cir. 2002).

¥Footnote 31. Catalina Mktg. Int'l, Inc. v. Coolsavings.com, Inc., 289 F.3d 801, 62
U.S.P.Q.2d (BNA) 1781 (Fed. Cir. 2002).

FFootnote 32. Ex parte Futo, 59 U.S.P.Q.2d (BNA) 1955 (Board of Patent Appeals
and Interference 2000).

¥Footnote 33. Invitrogen Corp. v. Biocrest Mfg., LP, 327 F.3d 1364, 66 U.S.P.Q.2d
(BNA) 1631 (Fed. Cir. 2003).

¥Footnote 34. In re Cruciferous Sprout Litig., 301 F.3d 1345, 64 U.S.P.Q.2d (BNA)
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1202, 1205 (Fed. Cir. 2002).

FFootnote 35. See Storage Tech. Corp. v. Cisco Sys., Inc., 329 F.3d 823, 66
U.S.P.Q.2d (BNA)

1545 (Fed. Cir. 2003).

¥Footnote 36. Schumer v. Lab. Computer Sys., Inc., 308 F.3d 1304, 64 U.S.P.Q.2d
(BNA) 1832 (Fed. Cir. 2003).

¥Footnote 36.1. Intirtool Ltd. v. Texar Corp., 369 F.3d 1289, 70 U.S.P.Q.2d (BNA)
1780 (Fed. Cir. 2004).

?2:5 Transition from Preamble to Body--"Comprising" and Other Open-Ended
Terms

Most ordinary combination claims require a transitional word or phrase between the
preamble (naming the thing to be claimed) and the body of the claim (defining what
the elements or parts of the thing are). Two recommended forms of transition that
can be employed for most claims are the phrases: "which comprises" or
"comprising." The choice between the two is immaterial.

The word "comprises" has been construed to mean, in patent law, "including the
following elements but not excluding others." *"The claim is "open," not "closed." =
Additional elements in an accused device or method do not avoid such an open claim.
»The clause "comprising . . . a group of first, second, and third blades . . ." covered
a four-blade razor. Both "comprising" and "group of" are open-ended claim terms.
This was held despite the specification's repeatedly teaching that the invention was
in a three-blade razor.

"Comprises" not only permits additional elements besides those specifically recited,
it does not enable removal of elements specifically recited. =+ All elements recited in
the claim are construed as having to be present.

"Comprising" and "consists" may both be present in a claim:
A purified oligonucleotide comprising at least a portion of . . . wherein said portion
consists of . . .

The Federal Circuit held that "the term 'consists' limits the 'said portion' language to
the subsequently recited numbered nucleotides, but the earlier term 'comprising'
means that the claim can include that portion plus other nucleotides." 22

When "comprising" is used as a transition word in a method claim, that claim
encompasses a method including additional steps to those expressly recited in the
claim, including a step preceding or following one of the steps expressly recited.
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“Further, "comprising the steps of" does not convert the claim element to
step-plus-function form under section 112, para 6.

Other words, less often used, have been given the same meaning in patent claim
interpretation as "comprising": "including," +* "having," > "containing," “>* and even
"wherein." “However, "comprising" is recommended simply because it has become
a standardized word of the patent art.

Lampi Corp. v. American Power Products, Inc. # illustrates the risk a claim writer
takes by using a word, here "having" rather than "comprising," as an open-ended
transition word. The court spent much time analyzing the specification to see if the
word "having" was open-ended in a claim. The court also relied on a dependent
claim that used the word "comprising" as a basis for finding the "having" in the
parent claim open-ended. So, why take a risk in claiming? The Federal Circuit yet
again construed "having," “¢ saying that word does not presumptively "open" the
body of the claim. It is not as strongly open a word as "comprising." The court
therefore had to examine the claim in context to determine the limits of "having."

For example, a claim to "A writing implement comprising a pencil with an eraser
fastened at one end" covers any type of eraser-tipped pencil: wood, mechanical,
etc.; with or without a clip to hook it in one's pocket; and whether or not additional
features or additions are patentable to later inventors. Thus, in patent shorthand,
"the combination comprising A+B (individual elements or parts)" covers A+B+C.. ..
or A+B' (a variation of element B falling under the claim definition). In general, the
technique of writing broad claims is to claim the minimum number of elements that
will function in the combination, each defined as broadly as the prior art and claim
drafting doctrines will allow. In that manner, the main "point of the invention," or
"inventive concept," “¢ should be crystallized in concrete terms.

Comprising or including enables part of or a subset of group of elements that are
present, either in the patent disclosure or in an accused product or method, to have
the claimed characteristic(s) while another subset of the same elements do not have
the claimed characteristic(s). 4

However, despite use of "comprising" as the transition, a claim can be interpreted
such that all of the elements of one type have a claimed characteristic, although the
claim recites that a plurality of those elements have that characteristic--suggesting
to the patent owner that some of those elements in an accused product may lack
that characteristic yet still be within the claim. +

Some form of the word "comprise" is practically always used for mechanical or
method combination claims.

Although the foregoing discussion was directed at transitions following a preamble,
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it applies to transitional phrases throughout a claim, wherein any claim element is
defined as comprising other elements. The foregoing does not apply to elements
that are not transition words. They can be open-ended as well, meaning that they
are not limited to the specific components or elements recited for that word.
"Mixture" is not always limited to the specific component parts thereof expressly
recited, but may include others because the claim has an open-ended transition
word. 471

Summary

Use the open-ended transition like "comprising" or "which comprises,’
very unusual cases.

except in

FOOTNOTES:
#Footnote 37. MPEP ?2111.03; Moleculon Research Corp. v. CBS, Inc., 229 U.S.P.Q.
(BNA)

805, 812 (Fed. Cir. 1986).

¥Footnote 38. MPEP ?2111.03; Burke, Inc. v. Everest & Jennings, Inc., 991 F.2d
812, 29 U.S.P.Q.2d (BNA) 1393, 1397 (Fed. Cir. 1993) (unpublished); Special
Metals Corp. v. Teledyne Indus., Inc., 219 U.S.P.Q. (BNA) 953 (4th Cir. 1983); Air
Prods. & Chems., Inc., v. Chas. S. Tanner Co., 219 U.S.P.Q. (BNA) 223 (D.S.D.
1983); In re Certain Slide Fastener Stringers, 216 U.S.P.Q. (BNA) 907 (Ct. Int'l
Trade 1981). A patent claim "which uses the term 'comprising,’ is an 'open' claim
which will read on devices which add additional elements. . . ." Carl Zeiss Stiftung v.
Renishaw PLC, 945 F.2d 1173, 20 U.S.P.Q.2d (BNA) 1094 (Fed. Cir. 1991); Abtox,
Inc. v. Exitron Corp., 43 U.S.P.Q.2d (BNA) 1545, 1548 (Fed. Cir. 1997), modified on
other grounds, 46 U.S.P.Q.2d (BNA) 1735 (Fed. Cir. 1997); Genentech, Inc. v.
Chiron Corp., 112 F.3d 495, 501, 42 U.S.P.Q.2d (BNA) 1608, 1613 (Fed. Cir. 1997);
see also T.J. Smith & Nephew Ltd. v. Parke, Davis & Co., 871 F.2d 1098, 10
U.S.P.Q.2d (BNA) 1946 (Fed. Cir. 1989); Berenter v. Quigg, 737 F. Supp. 5, 14
U.S.P.Q.2d (BNA) 1175 (D.D.C. 1988); Vehicular Techs. Corp. v. Titan Wheel Int'l,
Inc., 212 F.3d 1377, 54 U.S.P.Q.2d (BNA) 1841 (Fed. Cir. 2000).

¥ Footnote 39. Gillette Co. v. Energizer Holdings, Inc., 405 F.3d 1367, 74
U.S.P.Q.2d (BNA) 1586 (Fed. Cir. 2005); Power Mosfet Techs. LLC v. Siemens AG,
378 F.3d 1396, 72 U.S.P.Q.2d 1129 (Fed. Cir. 2004); Smith & Nephew, Inc. v.
Ethicon, Inc., 276 F.3d 1304, 61 U.S.P.Q.2d (BNA) 1065 (Fed. Cir. 2002); Dow
Chem. Co. v. Sumitomo Chem. Co., 59 U.S.P.Q.2d (BNA) 1609, 1620 (Fed. Cir.
2001); Vivid Tech, Inc. v. Am. Sci. & Eng'g, Inc., 200 F.3d 795, 811, 53 U.S.P.Q.2d
(BNA) 1289, 1301 (Fed. Cir. 1999).

#Footnote 39.1. Power Mosfet Techs. LLC v. Siemens AG, 378 F.3d 1396, 72
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¥Footnote 39.2. In re Crish, 393 F.3d 1253, 1257, 73 U.S.P.Q.2d (BNA) 1364 (Fed,
Cir. 2004).

FFootnote 40. Invitrogen Corp. v. Biocrest Mfg., LP, 327 F.3d 1364, 66 U.S.P.Q.2d
(BNA) 1631

(Fed. Cir. 2003).

¥Footnote 40.1. Cardiac Pacemakers, Inc. v. St. Jude Med., Inc., 381 F.3d 137, 72
U.S.P.Q.2d (BNA) 1333 (Fed. Cir. 2004).

¥ Footnote 41. San Disk Corp. v. Memorex Prods. Inc., 415 F.3d 1278, 75
U.S.P.Q.2d (BNA) 1475 (Fed. Cir. 2005); In re Certain Slide Fastener Stringers, 216
U.S.P.Q. (BNA) 907 (Ct. Int'l Trade 1981); Burke, Inc. v. Everest & Jennings, Inc.,
991 F.2d 812, 29 U.S.P.Q.2d (BNA) 1393, 1397 (Fed. Cir. 1993) (unpublished).

FFootnote 42. In re Certain Slide Fastener Stringers, 216 U.S.P.Q. (BNA) 907 (Ct.
Int'l Trade 1981); Compro-Frank Corp. v. Valk Mfg. Co., 216 U.S.P.Q. (BNA) 531
(E.D. Pa. 1982). But see Lampi Corp. v. Am. Power Prods., Inc., 228 F.3d 1365, 56
U.S.P.Q.2d (BNA) 1445, 1453-54 (Fed. Cir. 2000).
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FFootnote 43. Ex parte Grasselli, 231 U.S.P.Q. (BNA) 395 (Board of Patent Appeals
and Interferences 1983).

¥Footnote 44. Lampi Corp. v. Am. Power Prods., Inc., 228 F.3d 1365, 56 U.S.P.Q.2d
(BNA) 1445 (Fed. Cir. 2000).

FFootnote 45. Crystal Semiconductor Corp. v. TriTech Microelectronics Int'l, Inc.,
57 U.S.P.Q.2d (BNA) 1953, 1958-59 (Fed. Cir. 2001).
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1475 (Fed. Cir. 2005), some memory cells had the claimed characteristics while
others did not, and that arrangement was covered by the claim because the
transition word was "includes."

¥Footnote 47. Tex. Instruments, Inc. v. United States Int'l Trade Comm'n, 26
U.S.P.Q.2d (BNA) 1018, 1024 (Fed. Cir. 1993).

¥Footnote 47.1. Mars, Inc. v. H.). Heinz Co., 377 F.3d 1369, 71 U.S.P.Q.2d (BNA)
1837 (Fed. Cir. 2004).

?2:6 "Consisting"--"Consisting Essentially Of" and Other Close-Ended Transition
Terms

Other transitions have more limited meanings. They are used primarily in chemical
cases, where the art or other reason requires limitation.

"Consisting" or "consisting of," especially in a mechanical claim, means that the
claim covers devices having the recited elements, and no more or no less, * and in
method claims, means that the process has only the recited steps. + Other words
may be similarly closed ended, like "composed of," "constituting," s "having," s* or
"being." But that is not automatic and whether each is closed or open ended must be
interpreted in light of the specification. s (In this author's opinion, "having" is an
open ended word.) "Consisting of"--in chemical claims, the term excludes more
than traces of other ingredients. 52 One sees greater use of "closed" claims with
"consisting of" as the transition because chemical combinations are not predictable,
and the addition of an element to a chemical combination could change the
characteristics of the combination as they relate to the invention.

Norian Corporation v. Stryker Corporation * made clear that a combination
consisting of certain elements would not be infringed by another combination which
included an additional element related to the invention, but would be infringed if the
additional element was not part of the invention. In Norian, the claim was to a kit
consisting of certain chemicals. But the claim did not recite a spatula as one of the
elements. (Nor did it recite a container and other environmental elements.) The
court said that ". . . while 'consisting of' limits the claimed invention, it did not limit
aspects unrelated to the invention. . . . While the term 'consisting of' permits no
other chemicals in the kit, a spatula is not part of the invention that is described. . ..
Infringement is not avoided by the presence of the spatula for the spatula has no
interaction with the chemicals and is irrelevant to the invention."

In a Markush grouping of elements, primarily used in chemical claims, the term
"consisting of" is used to introduce the Markush group. 5

"'Consisting essentially of' occupies a middle ground between 'closed' claims that
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are written in a 'consisting of' format and fully open claims that are drafted in a
'‘comprising' format." =

"Consisting essentially of" excludes other elements from having any essential
significance to the combination, that is, it allows some "reading on" additional
unspecified substances, s¢ that is, those which do not materially affect the basic and
novel characteristics of the claimed invention, s7"the signal 'consisting essentially of'
allows for the presence of small amounts of components outside of the designated
[composition]." = Although "consisting essentially of" is typically used for
compositions, it may also be used for method steps. s°

For example, in In re Garnero, ¢ the C.C.P.A. ruled that the phrase "consisting
essentially of" excludes "additional unspecified ingredients which would affect the
basic and novel characteristics of the product defined in the balance of the claim." &
These meanings were discussed by the Patent Office Board of Appeals in Ex parte
Davis ¢ as a "code" adopted by a group of primary examiners for their guidance.
These meanings are now quite stylized in the patent law. "Composed of," one might
have thought, is the same as "consisting of." But the Federal Circuit, quoting
MPEP ?2110.03, interprets "composed of" as "consisting essentially of," which is
slightly open-ended. ¢

These more limited claims are spoken of as "closed" or "closed ended," ¢ because
other elements or other material elements are excluded from the combination. ¢ Of
course, "consisting" should be avoided in the broader claims wherever possible as it
is severely limiting. The test of when "consisting essentially" is required instead of
the broad "comprising" is not clear.

Other, hybrid phraseologies may be acceptable as having a scope somewhere
between "comprising" and "consisting essentially." For example, Natta et al. patent
3,112,301 has a claim that reads, "consists prevailingly but not essentially of . . ."

In Ziegler v. Phillips Petroleum Co., ¢ the court on specific facts held that "consisting
essentially" permitted material additions so long as the "consisting essentially"
ingredients were "necessarily present," and the composition with the additions still
used the "real invention." ¢

Summary

Do not use the expressions "consisting" or "consisting essentially" unless the
examiner requires them or where additional elements would not ever be expected
with the claimed combination, as in a particular composition of matter. They are
usually used in chemical cases due to the unpredictability of adding a new element
to a chemical combination.
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FOOTNOTES:

FFootnote 48. MPEP ?2111.03; In re Certain Slide Fastener Stringers, 216 U.S.P.Q.
(BNA) 907 (Ct. Int'l Trade 1981); Ex parte Grasselli, 231 U.S.P.Q. (BNA) 395 (Board
of Patent Appeals and Interferences 1983); Vehicular Techs. Corp. v. Titan Wheel
Int'l, Inc., 212 F.3d 1377, 54 U.S.P.Q.2d (BNA) 1841 (Fed. Cir. 2000). In Vehicular
Technologies, the claim recited consisted of two springs, the accused device had
one spring and a range of equivalents was restricted by the transition word.

FFootnote 49. Special Metals Corp. v. Teledyne Indus., Inc., 219 U.S.P.Q. (BNA) 953
(4th Cir. 1983).

#Footnote 50. Cf. Lampi Corp. v. Am. Power Prods., Inc., 228 F.3d 1365, 56
U.S.P.Q.2d (BNA) 1445, 1453 (Fed. Cir. 2000).

¥Footnote 51. Am. Original Corp. v. Jenkins Food Corp., 216 U.S.P.Q. (BNA) 945
(4th Cir. 1982).

#Footnote 52. MPEP ?2111.03.

FFootnote 53. Ex parte Grasselli, 231 U.S.P.Q. (BNA) 395 (Board of Patent Appeals
and Interferences 1983).

#Footnote 53.1. Norian Corp. v. Stryker Corp., 363 F.3d 1321, 1331, 70 U.S.P.Q.2d
(BNA) 1780 (Fed. Cir. 2004).

FFootnote 54. See section 6:2, infra.

FFootnote 55. PPG Indus., Inc. v. Guardian Ind. Corp., 156 F.3d 1351, 48 U.S.P.Q.2d
(BNA) 1351, 1353-54 (Fed. Cir. 1998).

FFootnote 56. Special Metals Corp. v. Teledyne Indus., Inc., 219 U.S.P.Q. (BNA) 953
(4th Cir. 1983); Dow Chem. Co. v. Am. Cyanamid Co., 229 U.S.P.Q. (BNA) 171, 180

(E.D. La. 1985); AK Steel Corp. v. Sollac & Ugine, 234 F. Supp. 2d 711, 65 U.S.P.Q.
2d (BNA) 1332, 1339 (S.D. Ohio 2002).

¥Footnote 57. MPEP ?111.03; PPG Indus., Inc. v. Guardian Ind. Corp., 156 F.3d
1351, 48 U.S.P.Q.2d (BNA) 1351, 1353-54 (Fed. Cir. 1998); BASF Corp. v. Eastman
Chem. Co., 56 U.S.P.Q.2d (BNA) 1396, 1404 (D. Del. 1998).

¥Footnote 58. Talbert Fuel Sys. Patents Co. v. Unocal Corp., 275 F.3d 1371, 61
U.S.P.Q.2d (BNA) 1363 (Fed. Cir. 2002).

#Footnote 59. MPEP ?2111.03.
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FFootnote 60. In re Garnero, 162 U.S.P.Q. (BNA) 221, 223 (C.C.P.A. 1969).

FFootnote 61. Water Techs. Corp. v. Calco Ltd., 7 U.S.P.Q.2d (BNA) 1097, 1102 (Fed.
Cir. 1988); In re Herz, 190 U.S.P.Q. (BNA) 461, 463 (C.C.P.A. 1976).

FFootnote 62. Ex parte Davis, 80 U.S.P.Q. (BNA) 448 (Board of Patent Appeals and
Interferences 1948).

FFootnote 63. AFG Indus., Inc. v. Cardinal IG Co., 239 F.3d 1239, 57 U.S.P.Q.2d
(BNA) 1776, 1780-81 (Fed. Cir. 2001).

FFootnote 64. MPEP ?2111.03; In re Certain Slide Fastener Stringers, 216 U.S.P.Q.
(BNA) 907 (Ct. Int'l Trade 1981); Special Metals Corp. v. Teledyne Indus., Inc., 219
U.S.P.Q. (BNA) 953 (4th Cir. 1983).

FFootnote 65. In Vehicular Techs. Corp. v. Titan Wheel Int'l, Inc., 212 F.3d 1377, 54
U.S.P.Q.2d (BNA) 1841 (Fed. Cir. 2000), the claim recited "consisting of" two springs.
Although the doctrine of equivalents still applied, the scope of equivalents was
greatly narrowed by the use of "consisting of."

FFootnote 66. Ziegler v. Phillips Petroleum Co., 177 U.S.P.Q. (BNA) 481 (5th Cir.
1973).

*#Footnote 67. See MPEP ?2111.03.
?2:7 Body of the Claim

The body of a combination claim, meaning the part that follows the preamble and
the transitional phrase, comprises:

a. recitation of the "elements" of parts of the combination; and

b. description of how the elements cooperate with one another structurally,
physically, or functionally, to make up the operative combination recited in the
preamble. Where no mode of cooperation among any element and any of the other
elements is described, the claim is not to a combination, is at best to an aggregation,
and is improper in form.

The body of the claim is written in narrative expository prose, following the single
sentence rule. The claim must be limited to a description of the technical subject
matter, and surplus or laudatory statements, such as "novel," are not permitted,
nor are statements of objects or advantages. Thus a claim to "A combination steam
and dry iron comprising [A, B, and C], thus to iron clothes more effectively than
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heretofore" would be objectionable because of its last clause.

In terms of English grammar, the body of a combination claim is a series: A and B;
A, B, and C; etc. The letters A, B, and C conventionally stand for the "elements" of
the claim, by which is meant the main structures, steps, parts, or ingredients that
form the machine, process, article of manufacture, or composition of matter recited
in the preamble. ¢

In the rare case of a single element claim (as distinguished from a combination
claim), the single element, be it a mechanism, step, article or composition, is merely
described. * Note also the prohibition against single "means" claims,  where the
only element of the claim is means performing a function. Since practically all claims
are to combinations of one sort or another, this book will deal primarily with
combination claims except where specifically noted.

Of course, clear and intelligible wording should be used in describing the elements
and how they cooperate or function, to make sure the claim "particularly points out"
the invention and "distinctly claims" it (section 1:1). Avoid "ambiguities, vague or
clumsy expressions, and unnecessary repetition of language." This latter advice is
from the Patent and Trademark Office's guidelines in reviewing claims written by
applicants for admission to practice before the Patent and Trademark Office in a
written examination known as the Agent's Exam.

Summary

The body of the claim lists the main elements of the combination (parts, steps,
chemicals, etc.) and tells how they work together or are related to each other. Most
claims are directed to combinations of two or more elements. Stick to technical
description, and eschew unnecessary, redundant, surplus, and any laudatory
statements. Tell what the invention is, not how good it is. The claim must be readily
understandable, and clear as to what it covers.

FOOTNOTES:
¥Footnote 68. See, e.g., Claim 1 in chapter 3.

FFootnote 69. See, e.g., Claim 5 in section 4:7.

FFootnote 70. Discussed in section 3:25.
?2:8 Format and Punctuation; Subparagraph Form

Since a combination claim is a grammatical series, if three or more elements (A, B,
and C) are described, which coincide with the clauses of the series, they must be set
off by commas at least. Even with two-element claims, punctuation should be used
unless the first element contains very few words, so that it is clear where the
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description of the second element starts. As in any writings, semicolons should be
used to set off the clauses whenever one or more of the clauses contains internal
punctuation. Other punctuation, such as parentheses (except for reference
numerals ), dashes, etc., is not ordinarily needed or used in claims, although there
is no reason expressed in the rules or in the manual why such techniques should not
be used in appropriate cases.

The single-paragraph form of claim (see Claim 1A, section 3:1.1), with commas
between the elements and no indentation, letters, or numerals to identify the
elements, is the form that was used almost exclusively by practitioners in the past.
It is still accepted by the Patent and Trademark Office, and may be preferable for
very simple claims, such as a five-line claim with only two or three elements.

Because claims are often complex and difficult to follow, various other formats are
being widely used today to make claims easier to follow and understand. The Patent
and Trademark Office is known to favor most such attempts at clarity, and therefore
it is recommended that some format other than a single paragraph be adopted.

One such format, the subparagraph or tabular form, is strongly favored by the
Patent and Trademark Office and is recommended for most if not all claims). 72 Even
further indentations within a subparagraph, like subsubparagraphs, are
recommended in MPEP ?608.01(m) to further segregate subcombination or related
steps (see Claim 1, section 3:1.1). This form actually helps the apprentice claim
drafter, since it is easier to use and he is less likely to make mistakes in recognizing
and setting out the elements of the claim. In the subparagraph form, the first word
of each element, or main clause, of the claim is indented so as to distinguish clearly
between each of the claimed elements.

The examples of claims in this book use versions of the subparagraph form.

Preferably, each new major claim element and subassembly is made the subject of
its subparagraph. A major claim element may, in turn, be comprised of a number of
other claim elements. Those other claim elements may be or need not be the
subject of separate subparagraphs, as the claim drafter decides.

The colon-semicolon form, in which a colon is inserted after the transitional phrase
and semicolons are used between the elements, as in Claim 1, is also recommended,
particularly with subparagraph claims.

Another form, termed the "outline form," involves using identifying letters, (a), (b),
(c), as in an outline, before the recitation of each element, or main clause, whether
or not the subparagraph form is used. Although this technique is helpful, and is
recommended if the subparagraph form is not used, it ordinarily adds little to
comprehension where the subparagraph form is used. Wherever the claim drafter
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believes letters would help in understanding the claim, particularly in complex
claims, they should be used. Sometimes letters may help in referring back to
elements of previous claims. For example, given a method comprising steps (a)
through (e), one might refer in a dependent claim to performing an added step
"after step (c)". Finally, a period (.) appears only at the end of the claim.

Summary
Use the subparagraph form for claims. Make claims as easy as possible for readers
to understand and to follow what the elementsare. The examiner will appreciate it,

as well as everyone else who ever reads the patent.

FOOTNOTES:
FFootnote 71. MPEP ?608.01(m).

FFootnote 72. See MPEP ?608.01(m).

?2:9 Dependent Claims

Rule 75(c) defines a dependent claim:

One or more claims may be presented in dependent form, referring back to and
further limiting another claim or claims in the same application. . . . Claims in

dependent form shall be construed to include all the limitations of the claim
incorporated by reference into the dependent claim.

This is the single dependent claim with which practitioners are most familiar.
Examples include:

The shaker of claim 1, wherein . . .

The shaker according to claim 1, wherein . . .

A shaker as claimed in claim 1, wherein . . .

The shaker as in claim 1, in which . . .

The words used to establish claim dependency in the preamble of the claim are a
matter of choice, so long as the dependency of the claim is clearly set forth.

The statement of dependency upon a prior claim need not be in the preamble. For
example, a claim to a combination may be dependent upon a prior claim to a
subcombination, and the dependency can be stated in the body of the claim:
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2. A combination, comprising:

a first element having a first subpart;

and the subcombination of claim 1; the subcombination having a second subpart;
the first subpart of the first element being connected to the second subpart of the
subcombination.

MPEP ?608.01(n) further details what a dependent claim is:

The test as to whether a claim is a proper dependent claim is that it shall include
every limitation of the claim from which it depends (35 U.S.C. 112, fourth paragraph)
or in other words that it shall not conceivably be infringed by anything which would
not also infringe the basic claim.

This is the "infringement test" to determine if a claim is dependent.

Omission from a purported dependent claim of any element that had been included
in the preceding claim makes the additional claim not a dependent claim. Thus, if a
preceding claim has features A, B, and C, and a subsequent claim replaces feature
C with feature D, so that the subsequent claim has features A, B and D, then the
latter claim could not be a dependent claim, but could only be written in the form of
an independent claim. If the purported dependent claim could be written only as an
independent claim, then the dependent claim would be unpatentable, or if in the
patent, it would be invalid. For the fullest claim coverage of an invention, or if an
invention includes several features whose inclusions are mutually exclusive (you
can include one without having to include the other), it is preferable to add an
independent claim, rather than try to somehow provide coverage through a
dependent claim only. The latter claim could not refer to or incorporate the previous
claims.

A dependent claim incorporates by reference everything in the parent claim, #and
adds some further statements, limitations or restrictions. The statements added
may be

(1) one or more additional elements,

(2) a further description or limitation of one or more of the elements of the parent
claim, or

(3) both.
Dependent claims enable the practitioner to thoroughly cover each invention. At

least some of the independent claims should be the broadest in scope, with the least
detail in their limitations. Dependent claims are used to add additional features
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and/or to expand upon and to detail previously claimed features. A dependent claim
can only add a new element to a claim or modify and further define an element that
is already present in a claim. Hence, a dependent claim is narrower in scope than
the claim upon which it is dependent. ™

A dependent claim cannot subtract an element from a claim on which it is dependent.
You cannot claim "The device of claim 3, without the shaft connected between the
motor and the gear." To delete an element from one claim, a new claim is needed.
That new claim may be an independent claim reciting all elements, but not reciting
the element to be deleted. Alternatively, that new claim may be a dependent claim,
not dependent upon the claim that had the element (shaft) which is to be deleted,
but rather dependent upon an earlier claim which did not mention that deleted
element, for example, one where no shaft had been mentioned.

When an independent claim refers to several different means, while the preferred
embodiment described in the specification, or even the broad description of the
invention itself, includes more specifics of each means, then instead of writing one
dependent claim that expands on all of the individual separately claimed features or
means of the independent claim, consider using either one or more dependent
claims which is/are devoted to a progressively more detailed treatment of one
particular feature at a time. It may eventually turn out that the particular feature
covered in one of the dependent claims is the critical one to stop an infringer. Or,
because of only later discovered prior art, it may be that only that dependent claim
is distinguishable from and valid in view of the prior art. Then that dependent claim
covering one feature will not be burdened with other detailed limitations which an
infringer may avoid, but only with details to the particular distinguishing feature.

The main advantage of dependent claims, of course, is that they require far less
time to examine, and those using them should be given a financial incentive. Note
that, when any claim is allowed, all dependent claims, which are dependent upon
the allowed claim, can also be allowed, without further examination for novelty or
obviousness, other than to make sure they are dependent claims and satisfy 35
U.S.C. ?112. In one case, Ex parte Ligh, > the Board of Appeals held that it was error
to reject a dependent claim while allowing its parent. Of course, the dependent
claim must be in proper form and not subject to any of the errors proscribed by the
MPEP, as discussed elsewhere herein.

Section 282 of title 35 of the United States Code provides that "dependent claims
shall be presumed valid even though dependent upon an invalid claim," in case
there had been any doubt previously. These statutory changes have resulted in
nearly universal usage of dependent claims, simplifying the jobs of everyone who
must ever consider the patents.

In June 2004, the Federal Circuit rendered its decision in Honeywell International,
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Inc. v. Hamilton Sundstrand Corporation 7s* that appears to have so changed the
definition of a dependent claim and to have so changed the effect of its use and its
amendment during application prosecution that the practitioner should reconsider
using dependent claims at all, or whether or how they should be amended. The
Honeywell patent application, as filed, had an independent claim and a dependent
claim dependent on the independent claim. Following rejection of the independent
claim, but not of the dependent claim, during examination, the applicant's attorney
canceled the independent claim and rewrote the dependent claim in independent
form; that is, the attorney combined all of the elements of the independent claim
and the dependent claim into a single new independent claim.

The Federal Circuit held that rewriting a dependent claim into independent form,
coupled with the cancellation of the original independent claim, constitutes a claim
scope narrowing amendment when the dependent claim included an additional
claim limitation not found in the canceled independent claim or the dependent claim
circumscribed a limitation found in the canceled independent claim. By definition, a
dependent claim performs one of those two functions. The Federal Circuit said that
there is a presumption of surrender of the broader subject matter of the original
independent claim and a prosecution history estoppel arises because the
amendment narrowed the scope of the original claim.

The patentee had argued that although the broad independent claim had been
surrendered, there can be no presumption of surrender of the claim scope because
the scope of the rewritten, now independent, but previously dependent, claim had
not been narrowed. But the Federal Circuit disagreed, and said it was following the
Festo precedent in finding that the claim amendment narrowed the overall scope of
the claimed subject matter. The Court held that the patentee's clear surrender of
subject matter via claim amendment presumptively barred application of the
doctrine of equivalents to the new claim. The narrowing rewriting was a surrender of
subject matter that had been originally claimed, for reasons related to patentability,
creating a presumption of prosecution of history estoppel. As a result, the patentee
was presumed to have surrendered all equivalents to a claim element in the
dependent claim that was never amended and never rejected by the Patent Office
for any reason.

Interestingly, the Court held that the doctrine of equivalents cannot be applied to
claim elements from the dependent claim that were incorporated into the previous,
now cancelled, independent claim, or at least those claim elements which related to
the issue of the patentability of the previous dependent claim. The Court did not bar
application of the doctrine of equivalents to the unamended elements of the original,
canceled independent claim.

In particular, in Honeywell, when the Federal Circuit applied the Festo cases 2 and
found estoppel, the Court compared the canceled independent claim with the
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rewritten independent claim, found that the canceled independent claim had not
contained mention of an IGV limitation, while the formerly dependent claim had,
and held that the patentee had presumptively abandoned equivalents of the IGV
limitation. This was a much broader prosecution history estoppel than if the
canceled independent claim had also mentioned some form of the IGV limitation.
Thus, the subject of what had been the previous dependent claim will be subject to
the Festo estoppel.

It appears to many practitioners that the holding of claim scope narrowing and a
resulting Festo presumption of surrender and prosecution history estoppel, applies
to claim limitations from the former dependent claim that were never objected to or
rejected during prosecution of the application under 35 U.S.C. E 102, 103 or 112,
paragraph 2, that is, for reasons of patentability, although the elements of the
dependent claim were included in a claim amendment that was made possibly as a
result of rejection of the independent claim. The Festo presumption of an estoppel
applies to a claim element that was never actually amended for a reason of
patentability and was never amended after objection or rejection and never
narrowed in scope, at least as it concerns the words of the dependent claim.

The court holding appears to be contrary to ?112, paragraph 4, which states "[a]
claim in dependent form shall be construed to incorporate by reference all
limitations of the claim to which it refers." It appears to practitioners that amending
a dependent claim to explicitly recite elements that were already implicitly part of
the claim pursuant to ?112, paragraph 4 does not change the scope of the claim and
thus should not be viewed as a narrowing amendment. If it is not a narrowing
amendment, then the amended claim does not meet the test for the presumption of
Festo |1, and the inquiry as to whether there is a prosecution history estoppel should
end.

If the Honeywell decision stands after a likely further appeal, it may affect how
claims are initially written and how they are amended. At first look, it appears that
the use of dependent claims is not to be favored, so that one expects to see use of
more independent claims. Dependent claims have a smaller per claim filing fee and
are easier for the Examiner to examine, as they expressly recite fewer elements.
Thus, greater use of independent claims appears to be counterproductive for the
prosecution process, but perhaps necessary to insulate claims from a prosecution
history estoppel that may prevent their later construction using the doctrine of
equivalents.

Although the following issue has not yet been addressed, for consistency, the
Honeywell decision should be applied to two independent claims sharing a first
group of claim elements of the same scope (even if different words are used),
wherein the shared elements are the entirety of one of the claims, and wherein the
other claim includes more elements. Cancelling the independent claim with fewer
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elements, while retaining the other independent claim should be treated as a
Honeywell-type narrowing of the retained independent claim with the same
prosecution history estoppel effect. This would apply to two independent claims that
differ as to elements if one of the independent claims might previously have been
included in a second, dependent claim. More broadly, the Honeywell decision should
apply in any situation where there are two claims having essentially the same
elements, independent or dependent, with one of the claims having additional
elements, and where the claim with fewer elements is cancelled during prosecution.

The author hereof expects that issues concerning the scope of amended claims will
arise frequently so that eventually, there will be clear guidance on how to construe
an independent claim that is created by amendment combining an unamended but
canceled independent claim with an unamended previously dependent claim and
also how to construe the surviving uncancelled one of two independent claims.

Honeywell was foreshadowed by Ranbaxy Pharmaceuticals, Inc. v. Apotex, Inc. 72
The application there originally included one independent claim and nine dependent
claims defining particular solvents useful with the substance claimed in the
independent claim. The independent claim and several of the dependent claims, but
not dependent claims 3, 5 and 7, had been rejected for indefiniteness and
obviousness. Claims 3, 5 and 7 were objected to because their antecedent
independent claim had been rejected. But the Examiner said those claims would be
allowable if they were to be rewritten in independent form. The patentee canceled
all of the claims and submitted a new independent claim including a Markush Group
listing the three solvents that had been recited respectively in canceled dependent
claims 3, 5 and 7. As in Honeywell, the new independent claim was effectively no
different in the elements and limitations it recited than previously indicated as
allowable, dependent claims 3, 5 and 7.

The Federal Circuit held that there had been amendments to the claims which
surrendered subject matter for reasons related to patentability, citing Festo | 754
which generally stated that an applicant for a patent who clarifies an ambiguous
word, improves the translation of a foreign word or rewrites a dependent claim as an
independent claim may not intend to surrender subject matter, but that the actual
surrender, if it occurs, limits the application of the doctrine of equivalents through
prosecution history estoppel. The mere rewriting of a dependent claim into
independent form affects the scope of the subject matter substantially.

The amendments were found to further define and circumscribe an existing
limitation for the purpose of putting the claims into condition for allowance.
Additional claim language in the new claim narrowed the "highly polar solvent" in
canceled independent claim 1 to a defined group of solvents in the Markush Group
in the new independent claim. The Court held that the patentee is presumed to have
surrendered the equivalents that may have been encompassed by "highly polar
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solvent."

Note that in Ranbaxy the prosecution history estoppel prevented the doctrine of
equivalents from being applied, not to any of the specific solvents that had been
recited in the canceled dependent claims, but rather to the antecedent generic
element, the highly polar solvent, that had appeared in the original cancelled
independent claim. By this reasoning, equivalents of the three solvents in the
Markush Group could also be held to fall within the scope of the new independent
claim. However, it is reasonable to infer from the subsequent Honeywell case that
equivalents of the specific solvents listed in the Markush Group have also been
surrendered by a prosecution history estoppel. Equivalents of those solvents would
no longer be construed as included within the scope of the new claim.

This area of patent claim interpretation is under development and cases will make
its application clearer.

There is no maximum limit on the total number of claims that may be included in an
application, nor on the number of dependent claims. There are practical limits on
the number of claims and typically of dependent claims. Attorney time spent in
writing claims increases as the number of claims increases. But valuable patent
protection can result from including more claims, so that the attorney time factor is
of little importance, if saving it reduces the comprehensiveness of the coverage.
Another practical limit is an extra Patent and Trademark Office fee for a total of
more than twenty claims. That fee is relatively small, if the additional claims are of
value to cover the invention.

There is no limit to the number of claims in a chain of dependent claims headed by
an independent claim.

Identically worded dependent claims may be dependent from different parent
claims. 7 In Ex parte Primich, 77 it was held improper to reject a dependent claim as
adding only old elements to an allowed parent claim, as long as the total number of
claims was not "unduly multiplied" (section 8:3).

In general, the dependent form should never be used unless one is sure that he
really wishes to present a claim that includes every limitation of the prospective
parent claim, but adds some significant element or feature. He must satisfy himself
that every limitation in the first claim is also necessary in the second. There may be
a tendency among some who use dependent claims extensively to overuse them, by
failing to present a second independent claim, where appropriate, that does not
include all of the limitations of the first claim. United States practice has no
requirements that any one claim be a "head claim," or otherwise dominate every
other claim in the application. There may be as many head claims as the invention
and the prior art permit, subject only to fees (section 2:12) and to restriction
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requirements under 35 U.S.C. ?121 and Office policy implementing that section. 7
However, once it has been determined that the claim scope desired does include all
elements of a preceding claim, then it is recommended that the dependent form
ordinarily be used.

A dependent claim is not improper and does not cease to be a proper dependent
claim because any further limitation added by it appears to change the scope of the
dependent claim from the scope of the claim from which it depends.

There is no objection per se to a claim in one statutory class (for example, product)
being dependent from another claim in a different statutory class (for example,
method), as long as the dependent claim does include all the limitations of the
parent claim: that is, "it shall not conceivably be infringed by anything which would
not also infringe the basic claim." 7 This is the Patent and Trademark Office's
definition of whether a claim is in fact independent, despite the fact that an alleged
dependent claim might refer to another claim by numeral. Clearly, if a claim
purports to be dependent, but does not comply with the requirements of the MPEP,
that claim should be rewritten as independent.

MPEP E 608.01(n) and 2173.05(f) provide examples of dependent claims crossing
statutory classes. Thus, the preceding claim may recite a product, while the
properly dependent claim recites a method of making that product in a particular
manner, because the dependent claim could not be infringed without also infringing
the preceding claim. Similarly, the preceding claim may recite a method of making
a product and a product made by that method (product by process) could be a
proper dependent claim. In contrast, if the preceding claim recites a method of
making a product, a dependent claim to the product identified in the preceding claim
would not be a proper dependent claim if the product could be made in other ways,
that is, there is no restriction in the dependent claim to the product produced only
by the previously claimed method.

A dependent product claim should not add mere method limitations, that is, a
function or operation performed by a previously claimed feature. It should not
merely make a functional recitation about something that occurs. A recitation of
function does not provide a distinction over prior art. = Yet, it does limit the scope of
the claim limitations. ®* If either adding a mere method limitation or reciting a
function is desired, consider framing it in means for accomplishing the function form,
either introducing a completely new element as the means or indicating that the
previously named element is that element for performing the function, or using 35
U.S.C. ?112 language by saying that it is a means for accomplishing the particular
function.

With respect to claims crossing statutory classes, dependent "product-by-process"
claims (section 5:2) are very common: "A .... produced in accordance with the
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method of claim 1." 2 However, a claim to "A method of making the .... of claim 1"
would not be proper because a method claim should not be dependent upon a
product claim, and vice versa except product by process. Method and product claims
should be separated, as by using separate independent claims.

The preceding discussion has dealt with the typical dependent claim which follows
on the preceding recited claim. A claim may refer to a preceding claim to define a
limitation, for example, a product by process claim (section 5:2) or the example in
MPEP ?2173.05(f): "A method of producing ethanol comprising contacting amylose
with the culture of claim 1 under the following conditions. . . ." This claim crosses
statutory classes and defines only one element in the claim in terms of the claim on
which the later claim is dependent. The typical dependent claim further defines the
earlier claim rather than being defined by it. But both types are acceptable.

Dependent claims that are different in scope from each other may even relate to
separate inventions and each may require a separate search by the examiner, or
each may be separately classified and each may be subject to a requirement for
restriction between inventions. Nonetheless, each could be a proper dependent
claim, particularly for & fee calculation purposes.

With respect to the numbering and order of dependent claims, the general rules set
out in section 2:3 should be followed, but in addition MPEP ?608.01(n) states: "A
claim which depends from a dependent claim should not be separated therefrom by
any claim which does not also depend from said 'dependent' claim." This means that
the following claim patterns are permitted (arrow indicates a claim dependent from
earlier numbered claim; no arrow designates a second independent claim):

C?@ ® O,
®

Dependent claims (3 and 5) may be separated from an independent parent claim (1)
by any number of other claims of any kind.

The following pattern is not usually accepted:
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Claim 4, here, is a claim that depends from a dependent claim (2), but is separated
therefrom (from 2), by a claim (3), that "does not also depend from said dependent
claim" (Claim 2). This is not recommended.

Also, where there is a chain of dependent claims in sequence, each dependent upon
a preceding claim, that chain should (but not must) be run out to its last claim
before returning to an earlier claim in the sequence for starting another chain.
Further, although not required, return to the higher number claim first to run out its
sequence before returning to a lower number claim. Note the following claim pattern
in which only Claims 1 and 17 are independent:

1 17

4 10 11 13 15
5 6 12 16

~1

8 9

In the above sequence, for example, note that one chain from Claim 6 to Claim 8 is
run out, then the chain back from Claim 7 to Claim 9, because we returned to the



highest number claim first, then back to Claim 6, the next highest claim, then back
to Claim 3, next highest and then Claim 2. If an examiner allows one claim, like
Claim 6, it is easy to find the next claims, which are dependent upon Claim 6,
allowable as well.

The above rules set forth a minimum standard on placement of dependent claims.
Beyond this, claims that depend from independent claims may be placed wherever
the writer thinks most logical. However, unless unusual factors are present (such as
claims in different statutory classes), it is best to group all claims dependent from a
single independent claim after that claim.

One simple format for dependent claims follows (refer to example in chapter 3):

14. A shaking apparatus as recited in claim 1, in which the oscillating means
comprises:

(a) a motor;

(b) a rotary cam driven by the motor;

(c) a cam follower engaging the cam; and

(d) a link pivoted at one end to the cam follower and at its other end to the container,
to permit oscillation of the container on the legs.

In Claim 14, one of the elements of the parent claim is defined in greater detail;
specifically, the "means" element is broken down into four constituent parts. Note
that the new elements must be connected and related to each other and to the
elements of the preceding claim, exactly as with independent claims (section 3:19).
With respect to antecedents (section 3:11), it is proper to refer to an element of a
parent claim as "the" or "said"; "the container" in Claim 14 finds its antecedent in
Claim 1. One must consider all preceding claims in the chain to be certain it is
perfectly clear that there is only one such element that fits the definition.

When preparing dependent claims, one must be careful not to add as an apparently
new element, an element already in the parent claim. This is "double inclusion" of
elements (section 3:9). For example, in the previous Claim 14, the motor cam, etc.,
added by the dependent claim comprise the oscillating means of the parent claim. It
would be improper to add those elements as new elements without relating them to
the oscillating means of the parent claim.

In order to illustrate a dependent claim that adds an element to a preceding claim,
refer to Example III in chapter 3, the take-up barrel. Assume that a photocell circuit
(not shown) is provided to detect when the barrel 12 is full, and that this photocell



operates (1) a pair of shears positioned between the barrel and the eyelet 20 to cut
the strand 11, and also (2) an accumulator positioned between the eyelet and
capstan 13 to collect the strand for a short time while a new barrel is placed on the
turntable. A dependent claim to this combination might read as follows:

15. A collecting apparatus as recited in claim 2, further comprising: means for
detecting when a predetermined amount of strand has been collected in the barrel;
a cutter, operated by the detecting means, for severing the strand when the
predetermined amount has been collected; and an accumulator, operated by the
detecting means, for accumulating the strand after it has been severed.

Note that "a cutter" should have a broader scope than "cutting means," so that the
"means" expression, while possible, was avoided. #* However, a photocell is not so
broad as "detecting means" so that the means expression was used. A
weight-responsive switch could equally well have been employed to sense the time
when the barrel was full. But the alternatives must have been disclosed in the
specification or have been recognized as equivalents at the time the application was
ruled. e

Another format for adding an element to a claim follows: "A collecting apparatus as
recited in claim 2, wherein means are provided for detecting when . . ." There are
many other acceptable styles for introducing a dependent claim.

One caution with dependent claims, particularly where elements are added, is to
make certain that the larger combination is still consistent with the preamble, as
discussed in section 2:4. Sometimes the extra elements add so many additional
functions that the old preamble is no longer suitable. Although it is possible, and
fairly common, to modify the preamble by a dependent claim, it is often best simply
to use another independent claim.

For example, if the previous example also included automatic means responsive to
the photocell to push the full barrel off the turntable and substitute an empty barrel,
plus means for sensing the presence of the empty barrel on the turntable to reverse
the accumulator and start collecting the strand in the new barrel, there is now
significantly more than a mere "apparatus for collecting an advancing strand in a
barrel." Instead, there is a much more impressive combination: "Automatic
apparatus for continuously collecting an advancing strand in a succession of
barrels." The continuous/automatic feature would undoubtedly be very important in
such an invention, and should be written into the preamble. This is a main, overall
feature of the combination claimed. As a dependent claim with a modified preamble,
this could read: "A collecting apparatus as recited in claim 15, for automatically
collecting an advancing strand in a succession of barrels. . . ." Where the dependent
claim modifies the preamble of the parent, this should be stated in the preamble of
the dependent claim.
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An example of a form for a dependent method claim:

A method of .......... , as recited in claim ..... , wherein the separating step is
performed by [or comprises] distilling the aqueous solution . . . [defining a step in
more detail].

When preparing dependent method claims, the added limitations usually relate to
variations in the method steps or materials used in the case of a chemical process
(section 4:7). Dependent method claims now sometimes add only apparatus
(machine) limitations.

An example of a dependent method claim, adding steps, which is correct:

15A. A method of collecting an advancing strand, as recited in claim 4, further
comprising: detecting when a predetermined amount of strand has been collected in
the barrel; cutting the strand when the predetermined amount has been collected;
and accumulating the strand after it has been cut.

Note this corresponds in scope to dependent apparatus Claim 15. For a chemical
process, see Claim 5 in section 4:7 as the parent claim:

5A. A process as recited in claim 5, wherein the solution is heated to a temperature
of 80[degrees] to 90[degrees]C. [adding preferred process conditions].

5B. A process as recited in claim 5, wherein the solution also contains between 1 and
5% by weight of sodium chloride [telling more about the composition].

With respect to composition claims, dependent claims may add further materials to
the composition or define one or more of the elements or radicals more specifically.
For example, in the zinc-electroplating solution claim (Claim 11, section 6:1) one
could claim:

11A. A zinc electroplating solution as recited in claim 11, wherein the pH modifying
substance is ammonium hydroxide [specifying one ingredient in greater detail].

Note it would be wrong to add "further comprising ammonium hydroxide" if this is
the pH modifying substance because the proscribed transition implies the
ammonium hydroxide is a newly identified claim element and not further specifying
the already identified pH modifying substance.

Another example:

11B. A zinc electroplating . . . , further comprising 0.5 to 1 gram per liter of boric



acid [adding a material].

One could also specify the concentrations of ingredients in more detail:

11C. ..., wherein the concentration of zinc acetate is 50-60 grams per liter, and the
citric acid 100-150 grams per liter.

In Claim 12 to the new molecule, one could specify the radicals in more detail:

12A. A compound as recited in claim 12, wherein R is methyl and X is chlorine. ¢

Warning to one who amends claims: An often occurring mistake in claim drafting is
made during the claim amendment process. When the claims are initially written
before the application is filed, the drafter is careful about separating separate
features into respective claims. During prosecution of the application, an examiner
may indicate that some dependent claim, which is in turn dependent upon a chain of
preceding dependent claims, would be allowable if rewritten in independent form.
Sometimes the practitioner rewrites that allowable dependent claim as an
independent claim by including in it all of the limitations from all of the independent
and dependent claims in the claim chain leading to the allowable dependent claim.
This introduces many limitations into the resulting allowable independent claim
which are directed to a preferred embodiment shown in the disclosure but which are
not critical to the allowability of that rewritten independent claim. The resulting
unnecessarily limited independent claim is a much less effective tool against
competitors and copyists. The allowable dependent claim could have been rewritten
as independent by including in the original or unamended independent claim only
the one or more critical limitations from the allowable dependent claim, without also
adding all of the limitations from all of the dependent claims in that chain to the
dependent claim. Therefore, when drafting or redrafting independent claims, both
at the time of filing and during prosecution, the independent claim should be as
broad in scope as the prior art permits. Limitations from other claims, which are not
limitations essential to the allowance of that independent claim, should not be
added into that otherwise allowable independent claim.

Summary

Use dependent claims extensively, most of the time when you wish to present a
second claim that adds elements or features to a prior claim, whether the prior claim
is dependent or independent. Either tell more about elements in the previous claim,
or add elements to that claim, or both. But you must further restrict a previous claim
in some manner. Be careful, in practice, with dependent claims, particularly those
adding detailed features, that you really need every feature of the main claim for
patentability. If not, stop and write a new independent claim.
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FOOTNOTES:
¥Footnote 73. MPEP ?608.01(n).

#Footnote 74. There is an apparently unresolved paradox of a structural element
claim, which is dependent upon a means for performing a function element claim,
receiving broader scope than the means claim. This is because the means claim
element is governed by 35 U.S.C. ?112, paragraph 6, while the structure claim is
not, and the latter may be of broader scope (see section 3:25). Cf. IMS Tech., Inc.
v. Haas

Automation, Inc., 206 F.3d 1422, 54 U.S.P.Q.2d (BNA) 1129, 1135 (Fed. Cir.

FFootnote 75. Ex parte Ligh, 159 U.S.P.Q. (BNA) 61, 62 (Board of Patent Appeals
and Interferences 1967).

¥Footnote 75.1. Honeywell Int'l, Inc. v. Hamilton Sundstrand Corp., 370 F.3d 1131,
71 U.S.P.Q.2d (BNA) 1065 (Fed. Cir. 2004), cert denied, 125 S. Ct. 2928 (2005).

¥Footnote 75.2. Festo Corp. v. Shoketsu Kinzoku Kogyo Kabushiki Co., 535 U.S.
722,112 S. Ct. 1831, 62 U.S.P.Q.2d (BNA) 1705 (2002) and then 344 F.3d 1359,
68 U.S.P.Q.2d (BNA) 1321 (Fed. Cir. 2003) ("Festo II"), also citing
Warner-Jenkinson Co. v. Hilton Davis Chem. Co., 520 U.S. 17, 41 U.S.P.Q.2d (BNA)
1865 (1997).

¥ Footnote 75.3. Ranbaxy Pharms., Inc. v. Apotex, Inc., 350 F.3d 1235, 69
U.S.P.Q.2d (BNA) 1086 (2003).

¥Footnote 75.4. Festo Corp. v. Shoketsu Kinzoku Kogyo Kabushiki Co., 234 F.3d
558, 56

U.S.P.Q.2d 1865 (Fed. Cir. 2000) (en banc) ("Festo 1"), vacated, 535 U.S. 722, 112
S. Ct. 1831, 62 U.S.P.Q.2d (BNA) 1705 (2002), but later partially reinstated, 344
F.3d 1359, 68 U.S.P.Q.2d (BNA) 1321 (Fed. Cir. 2003) ("Festo 11").

¥Footnote 76. See In re Flint, 162 U.S.P.Q. (BNA) 228 (C.C.P.A. 1969) (discussed in
section 62).

FFootnote 77. Ex parte Primich, 151 U.S.P.Q. (BNA) 737 (Board of Patent Appeals
and Interferences 1966).

FFootnote 78. Rule 141 and MPEP ?806.04 et seq.

¥Footnote 79. MPEP ?608.01(n).
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¥Footnote 80. Clements Indus., Inc. v. A. Meyers & Sons Corp., 712 F. Supp. 317,
12 U.S.P.Q.2d (BNA) 1874 (S.D.N.Y. 1989).

¥Footnote 81. Hollister, Inc. v. E.R. Squibb & Sons, Inc., 14 U.S.P.Q.2d (BNA) 2069
(Fed. Cir. 1990).

F#Footnote 82. See MPEP ?2173.05(f).
FFootnote 83. See section 2:12, infra.
FFootnote 84. See section 3:25, infra.
¥Footnote 85. 35 U.S.C. ?112, paragraph 6; see section 3:2.5.

#Footnote 86. Note this is a claim to one specific compound, sometimes called an
"ultimate species." See section 6:9 on genus and species claims.

?2:10 Independent Claims

Three forms of claims are used in patent applications, independent, dependent, and
multiple dependent. Their use is significant for fee purposes.

An independent claim stands alone, includes all its necessary limitations, and is not
dependent upon and does not include limitations from any other claim to make it
complete. An independent claim is not defined in the rules or the Manual, but is part
of the discussion in MPEP ?608.01(n).

An independent claim can be the broadest scope claim. It has fewer limitations than
any dependent claim which is dependent upon it. At least one independent claim in
an application should, as much as possible, approach purely covering the inventor's
invention or concept without too many structural limitations.

Sometimes an invention involves a number of different concepts. The invention
simultaneously solves several different problems or has several different objectives.
Sometimes different structures related to the same invention or embodiment of the
invention are involved in the solution of each of the problems or achieving each of
the objectives. It may not be possible to write a claim that is broad enough, in view
of prior art, to be generic to and to read on the different inventive concepts in one
embodiment or upon the different embodiments of one invention in one patent
application. Consequently, several independent claims may be used, each covering
a structure or method which solves a particular problem or achieves a particular
objective within the invention or each covering a different inventive concept,
possibly different cooperating sections, of one embodiment, or each covering
different embodiments of one invention or inventive concept. Several independent
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claims in an application may share many of their claim limitations in common. But
they can differ, in that others of the limitations will be specific to the particular
invention, or concept or embodiment that is the subject of the particular
independent claim. For fullest protection, use the number of independent claims
required to cover the solutions to all problems solved by the invention. Where
possible, avoid using separate independent claims for each embodiment, if a
generic independent claim covering all embodiments can be written. Then the
various embodiments can be covered expressly in individual dependent claims. But
do not avoid coverage of all embodiments to be claimed by failing to use
independent claims when no patentable generic independent claim can be written.

For more than three independent claims, there is an elevated filing fee per
independent claim. This is a practical or economic limitation on the number of
independent claims. But if the claim drafter gives the client the fullest independent
claim protection and one of those independent claims in the issued patent happens
to be an obstacle to a competitor, the increased filing fee loses significance.

Amending claims during prosecution of an application by cancelling an independent
claim and rewriting a dependent claim that had been dependent upon the cancelled
claim into independent form, including all elements of the cancelled independent
claim and of the dependent claim, has recently been construed as different than an
original independent claim with all of the elements of the cancelled independent
claim plus all of the elements of the dependent claim. # This is discussed in detail
in the preceding section 2:10 on dependent claims. Greater uses of independent
claims at the initial filing of the application may be recommended.

FOOTNOTES:

FFootnote 86.1. Honeywell Int'l, Inc. v. Hamilton SundstrandCorp., 370 F.3d 1131,
71 U.S.P.Q.2d 1065 (Fed. Cir. 2004).

?2:11 Multiple Dependent Claims

Multiple dependent claim practice is stated in Rule 75(c) and is described in detail in
MPEP ?608.01(n). Rule 75(c), in pertinent part, reads:

Any dependent claim which refers to more than one other claim ("multiple
dependent claim") shall refer to such other claims in the alternative only. A multiple
dependent claim shall not serve as a basis for any other multiple dependent
claim. ... A multiple dependent claim shall be construed to incorporate by reference
all the limitations of each of the particular claims in relation to which it is being
considered.

The Manual subsection details these points.
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The multiple dependent claim should refer to the other claims on which it is
dependent in the alternative ("or" not "and") only. The Manual subsection provides
examples of acceptable multiple dependent claim preamble wording, which are
reproduced below.

A. Acceptable Multiple Dependent Claim Wording

Claim 5. A gadget according to Claims 3 or 4, further comprising--

Claim 5. A gadget as in any one of the preceding claims, in which--

Claim 5. A gadget as in any one of Claims 1, 2, and 3, in which--

Claim 3. A gadget as in either Claim 1 or Claim 2, further comprising--

Claim 4. A gadget as in Claim 2 or 3, further comprising--

Claim 16. A gadget as in Claims 1, 7, 12 or 15, further comprising--

Claim 5. A gadget as in any of the preceding claims, in which--

Claim 8. A gadget as in one of Claims 4-7, in which--

Claim 5. A gadget as in any preceding claim, in which--

Claim 10. A gadget as in any of Claims 1-3, 7-9, in which--

Claim 11. A gadget as in any one of Claims 1, 2 or 7-10 inclusive, in which--

If a multiple dependent claim does not refer back to previous claims in the
alternative only, it is unacceptable, as shown by the examples in the Manual:

1. Claim Does Not Refer Back in the Alternative Only

Claim 5. A gadget according to Claim 3 and 4, further comprising--

Claim 9. A gadget according to Claims 1-3, in which--

Claim 9. A gadget as in Claims 1 or 2 and 7 or 8, in which--

Claim 6. A gadget as in the preceding claims in which--

Claim 6. A gadget as in Claims 1, 2, 3, 4 and/or 5, in which--



Claim 10. A gadget as in Claims 1-3 or 7-9, in which--

The multiple dependent claim, as any dependent claim, must refer back to a
preceding claim, and should not refer to a claim that follows the dependent claim.
Unacceptable examples of such claims appear in the Manual:

2. Claim Does Not Refer to a Preceding Claim

Claim 3. A gadget as in any of the following claims, in which--

Claim 5. A gadget as in either Claim 6 or Claim 8, in which--

Finally, the Manual section provides an example of an unacceptable multiple
dependent claim, which refers to two sets of claims covering different features and
provides the following example.

3. Reference to Two Sets of Claims to Different Features

Claim 9. A gadget as in Claim 1 or 4 made by the process of Claims 5, 6, 7, or 8, in
which--

Such a claim is multiple dependent with respect to the gadget and then multiple
dependent again with respect to the process. It would appear that a claim trying to
accomplish the same purpose, but not doubly multiple dependent, may be
acceptable, such as: "9. A gadget as in Claim 1 or 4 made by the process of Claim
5." It would be acceptable, as there is only one multiple dependency in that claim,
either the combination of Claims 1 and 5, or the combination of Claims 4 and 5.
Clearly, that Claim 9 could easily be written as only two dependent claims, namely
the combination of Claims 1 and 5 and the combination of Claims 4 and 5.

A multiple dependent claim cannot depend from any other multiple dependent claim.
Rule 75(c) simply prohibits it. Multiple dependent claims dependent upon other
multiple dependent claims are proper in other countries, but not in the United States.
An example of such an improper claim is:

Claim 1. A widget, comprising . . .

Claim 2. The widget of Claim 1, further comprising . . .

Claim 3. The widget of Claim 2, wherein . . .

Claim 4. The widget according to either of Claims 2 or 3, further comprising . . .

Claim 5. The widget of either of Claims 3 or 4, wherein . . .



Claim 5 is improper as it is a multiple dependent claim dependent upon another
multiple dependent claim, namely Claim 4. One reason for not permitting such a
claim is that the precise scope of a particular claim is rendered uncertain due to the
wide variety of combinations of claim limitations that arise from multiple dependent
claims dependent upon other multiple dependent claims. A second motivation for
prohibiting such multiple dependent claims is that such claims cannot be clearly
separated into individual claims for fee calculation purposes.

Where there are not an excessive number of possible claim combinations, an
improper claim like Claim 5 can be replaced by two proper claims:

Claim 6. The widget of Claim 4, wherein . . .
Claim 7. The widget according to Claim 3, wherein . . .

Claim 6 is a single dependent claim dependent upon a multiple dependent claim and
is proper. A series of single dependent claims depending from a multiple dependent
claim is proper. Claim 7 is a single dependent claim dependent upon another such
claim and is of course proper. (Note the sequencing of Claims 6 and 7. The chain of
dependencies from the higher number Claim 4 is run out before returning to the
chain for the earlier lower number Claim 3.)

Where the applicant presents a multiple dependent claim dependent upon another
multiple dependent claim or one reciting the dependency in the conjunctive "and"
rather than the alternative "or," examiners follow the practice under Rule 75 of
objecting to the claim as not being in proper form. Then examiners need not, and
often do not, further treat the claim on the merits, so that the claim is not examined
any further on either procedural or substantive grounds #” until it is corrected.

For purposes of examination, a proper multiple dependent claim may be treated
effectively as separate claims by the examiner, so that Claim 3 dependent upon
Claim 1 (thatis 3/1) could be subject to one ground of rejection while Claim 3
dependent upon Claim 2 (3/2) may be allowable, because of the presence of certain
limitations in Claim 2.

Summary
Multiple dependent claims may be used. Their preamble form is important. A
multiple dependent claim cannot be dependent on another such claim. They have

high filing fees, as compared with other claim forms, as discussed next.

FOOTNOTES:
#Footnote 87. 35 U.S.C. E 112, 102, or 103.
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?2:12 Fees Payable for Claims

The distinctions among the three forms of claims (independent, single dependent,
and multiple dependent) discussed in the preceding sections have significance
because of filing fees paid by applicants to the Patent and Trademark Office. The
official filing fees are dependent upon the number and nature of the claims included
in the application. The precise fees payable for particular numbers and forms of
claims is periodically changed by the Patent and Trademark Office. The amounts of
the claim fees now appear in rule 16(b), (c), and (d).

The basic filing fee for a patent application covers a total of twenty claims, whether
independent or dependent, and covers a total of three independent claims,
regardless of the total number of claims. Two separate claim fee computations are
therefore made. For any claim in excess of a total of twenty claims, whether it be
independent or dependent, there is an additional claim filing fee. For every
independent claim in excess of three, regardless of the total number of claims, there
is an additional claim filing fee. Thus, if there are twenty-one claims, of which only
one is an independent claim, there is an additional filing fee for one additional claim.
If there are fewer than twenty claims, including four independent claims, then there
is an additional filing fee for one additional independent claim. If there are
twenty-one claims, including four independent claims, there are two additional filing
fees due, one for the one claim beyond twenty and one for the one independent
claim beyond three.

It is apparent from the fees payable that the Patent and Trademark Office wishes to
encourage the use of dependent claims, as the additional filing fee for independent
claims arises after only three independent claims are in the application while there
is no additional fee until many more dependent claims are in the application.

Multiple dependent claims have high filing fees, which tends to discourage their use.
The fee calculation for multiple dependent claims is detailed in MPEP ?608.01(n):
35 U.S.C. 41

(@) provides that claims in proper multiple dependent form may not be considered
as single dependent claims for the purpose of calculating fees. Thus, a multiple
dependent claim is considered to be that number of dependent claims to which it
refers. Any proper claim depending directly or indirectly from a multiple dependent
claim is also considered as the number of dependent claims as referred to in the
multiple dependent claim from which it depends.

Examples of the fee calculation for all claims appear at MPEP ?7608.01(n).
For example, if Claim 3 in a set of claims is dependent upon both of Claims 1 and 2,

then for fee calculation purposes, Claim 3 is counted as two claims. If Claim 4 in the
same set is dependent upon Claim 3, then Claim 4 is treated as the same number of
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claims as Claim 3 for fee calculation purposes, whereby Claim 4 is treated as two
claims for fee calculation purposes. (If a multiple dependent claim were permitted to
be dependent upon another multiple dependent claim, the fee calculation process
would be impossible. However, the Patent and Trademark Office charges a fee of
one dependent claim for an improper multiple dependent claim, one either
dependent on another multiple dependent claim or one dependent upon two other
claims in the conjunctive "and," rather than the alternative "or". The improper claim
is rejected and not examined on the merits.) It is apparent that with multiple
dependent claims, the total number of claims for fee calculation purposes rapidly
can exceed twenty claims, and additional claim filing fees will thereafter become
due.

Because a multiple dependent claim is treated as more than one claim for fee
calculation purposes, the computation to determine when twenty claims has been
exceeded for fee calculation purposes does not refer to the total number of claims,
but rather to the number of claims for fee calculation purposes, and with multiple
dependent claims present, an additional filing fee is due before the total number of
claims exceeds twenty.

There is a separate one-time surcharge asserted on the basic filing fee on the first
occasion (at filing or upon amending the claims) that the application contains any
multiple dependent claims at all, that is, any humber of such claims. #¢ This tends to
discourage the use of multiple dependent claims, but it is not a prohibition against
them. If the multiple dependent claims are present when the application is filed, the
surcharge is due then. If such a claim is added after filing, the surcharge is due then.
If a multiple dependent claim is present in the application as filed, it can be
eliminated at filing by simultaneously filing a preliminary amendment deleting or
removing the multiple dependency from the claim and by noting in the remarks to
the amendment that it has been made to avoid the multiple dependent claim fee.

FOOTNOTES:
#Footnote 88. Rule 16(d).

?2:13 Amending a Filed Claim

Infringement of a patent claim requires that every element recited in the claim be
present in the accused product or process either literally, that is, the words of the
claim element can be read precisely on a corresponding element of the accused
product or process, or under the doctrine of equivalents, that is, there are
insubstantial differences between the claim element and the corresponding element
of the accused product or process. The presence of such differences is typically
determined using the test of whether the element of the accused device or process
performs substantially the same function in substantially the same way to achieve
substantially the same result as the corresponding element of the claim.
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Infringement and equivalence are assessed claim element by element.

The interpretation of a claim element or limitation can be affected by amendment of
the claim after the claim is filed and during the prosecution of the application. In
Festo Corp. v. Shoketsu Kinzoku Kogyo Kabushiki Co., ® the Federal Circuit, in 2000,
ruled that any claim amendment that narrows the scope of a claim element and that
is made for reasons related to patentability of the claim, whether it be on account
of ?112, ?102 or ?103, would provide a complete bar against equivalence
infringement for the amended claim element (but not for other claim elements). The
Supreme Court, in 2002, *° vacated that bright-line rule stated by the Federal Circuit
and held instead that a narrowing amendment raises only a rebuttable presumption
that the complete bar applies. The Supreme Court listed several circumstances that
could rebut the presumption of surrendering a particular equivalent: "the equivalent
may have been unforeseeable at the time of the application; the rationale
underlying the amendment may bear no more than a tangential relation to the
equivalent in question; or there may be some other reasons suggesting that the
patentee could not reasonably be expected to have described an insubstantial
substitute in question . . . The patentee must show that at the time of the
amendment one skilled in the art could not reasonably be expected to have drafted
a claim that would have literally encompassed the alleged equivalent."

On remand of Festo, °* the Federal Circuit held that a narrowing amendment made
to comply with any provision in the Patent Act, including ?112, may invoke an
estoppel, that a "voluntary" amendment may give rise to an estoppel and that there
is a presumption that any narrowing amendment was made for a substantial reason
related to patentability. The Federal Circuit then explained that the first question is
whether an amendment narrowed the literal scope of a claim. The second question
is whether the reason for the amendment was substantially related to patentability.
If the prosecution history reveals no reason for the narrowing amendment, the
patentee must rebut the presumption that the reason was related to patentability. If
the presumption is not rebutted, the third question is the scope of the subject
matter surrendered by the narrowing amendment. Numerous cases followed this
reasoning. °2 A claim amendment made to avoid prior art, coupled with attorney
argument explaining the scope of the amendment, assists in construing the claim
element or limitation. °

The obvious way to avoid a Festo presumption is not to amend a claim at all. In a
real application, this may be impossible. To avoid having to amend a claim in view of
cited prior art, a thorough search for relevant prior art prior to the filing of an
application may teach the practitioner the state of the art sufficiently that the
practitioner can write claims that would be neither anticipated nor rendered obvious
over prior art, avoiding the need to later amend a claim and thereby avoiding the
possibility of having to narrow the claim and raise the Festo presumption. This may
be impractical, because an Examiner may take a different view of the scope of the
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prior art than the applicant's attorney, or the applicant's attorney may not have
found the most relevant prior art that the Examiner eventually considers. Further, at
the outset, the applicant's attorney could be restricting the scope of the applicant's
claims in a manner that may deprive the applicant of a broader claim scope to which
he might be entitled due to fear that the claims would be subject to the Festo
presumption and that certain claim elements, but not the entire claim, could not be
construed by application of the doctrine of equivalents due to a prosecution history
estoppel. On balance, itis the author's view that if broader scope claim coverage can
be obtained by claiming an element more broadly at the risk of a rejection and the
need for a subsequent amendment, then the applicant benefits more from possibly
obtaining a broader claim than from being precluded by the prosecution history
from a range of equivalents for that element. A well-drafted claim, with claim
elements appropriately broadly named and broad in scope, should be able to
encompass most foreseeable equivalents of the claim element that are more
specifically disclosed in the specification, without need for invoking the doctrine of
equivalents.

Claim amendments can be expected. A claim amendment that broadens a claim, for
example, that removes an element or a limitation or broadens its scope, is not
subject to the Festo presumption. Further, some claim amendments are made to
improve the language, replacing "said" with "the," or improving the grammar by
moving words or thoughts to different locations without changing claim scope. Such
amendments can be argued to fall outside the category of a scope-narrowing
amendment and should successfully overcome the Festo presumption.

Another type of claim amendment which gives rise to the Festo presumption
concerns canceling an independent claim and amending a dependent that had been
dependent upon that independent claim to include all of the elements of the
canceled independent claim, without otherwise amending the elements of either of
the original independent and dependent claims. This is dealt with in Ranbaxy
Pharmaceuticals, Inc. v. Apotex, Inc. *¢ and the more recent Honeywell International,
Inc. v. Hamilton Sundstrand Corp. ° More detailed treatment of this
claim-combining point appears in section 2:9 hereof concerning dependent claims.
The amendment of a dependent claim to independent form has been held to create
a Festo estoppel as to the scope of the elements of the previous dependent claim in
the new independent claim and prevents application of the doctrine of equivalents to
at least those elements on which patentability of the new independent claim is
based. This issue is likely to receive further court review and is not yet a settled
example of a Festo presumption.

Summary

Amending a claim by narrowing the scope of a claim element for a reason related to
patentability, such as E 102, 103 or 112, makes the amended claim element
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ineligible construction under the doctrine of equivalents due to the prosecution
history estoppel, with some conditions of exception.

Amending claims by cancelling an independent claim and amending a dependent
claim to independent form, including the elements and limitations that had been in
both claims is a claim scope narrowing amendment that precludes application of the
doctrine of equivalents due to a prosecution history estoppel.

FOOTNOTES:

FFootnote 89. Festo Corp. v. Shoketsu Kinzoku Kogyo Kabushiki Co., 234 F.3d 558,
56

U.S.P.Q.2d (BNA) 1865 (Fed. Cir. 2000) ("Festo I").

FFootnote 90. Festo Corp. v. Shoketsu Kinzoku Kogyo Kabushiki Co., 112 S. Ct.
1831, 62 U.S.P.Q.2d (BNA) 1705 (2002).

FFootnote 91. Festo Corp. v. Shoketsu Kinzoku Kogyo Kabushiki Co., 344 F.3d 1359,
68

U.S.P.Q.2d (BNA) 1321 (Fed. Cir. 2003) ("Festo I1").

#Footnote 92. Talbert Fuel Sys. Patents Co. v. Unocal Corp., 347 F.3d 1355, 68
U.S.P.Q.2d

(BNA) 1691 (Fed. Cir. 2003); Pioneer Magnetics Inc. v. Micro Linear Corp., 330

F.3d 1352, 66 U.S.P.Q.2d (BNA) 1659 (Fed. Cir. 2003) wherein the presumptive
surrender of equivalence was affirmed.

FFootnote 93. Deering Precision Instruments LLC v. Vector Distrib. Sys., Inc., 347
F.3d 1314, 1324-25, 68 U.S.P.Q.2d (BNA) 1716 (Fed. Cir. 2003).

FFootnote 94. Ranbaxy Pharms., Inc. v. Apotex, Inc., 350 F.3d 1235, 69 U.S.P.Q.2d
(BNA) 1086 (Fed. Cir. 2004).

FFootnote 95. Honeywell Int'l, Inc. v. Hamilton Sundstrand Corp., 370 F.3d 1131,
71 U.S.P.Q.2d (BNA) 1065 (Fed. Cir. 2004).

?3:1 In General
The general rules and procedures discussed in chapter 2 will now be illustrated as

they pertain to apparatus claims. The word "apparatus" is used generically to
denote various machines and devices, including electrical circuits, computer-related
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apparatuses, hydraulic devices, anything mechanical or electrical having
cooperating parts that accomplish some useful result, usually some act or operation
on itself or on an article or workpiece.

?3:1.1 Example I--Shaker

Referring specifically to the form of shaker illustrated in Fig.-1 and Fig.-2 of Example
I below, a sample independent claim specific to that structure (as distinguished
from the structure in Fig.-3) reads as follows:

(Preamble) (Transition) 1. Apparatus for shaking articles,
which comprises

(@) a container for the articles;

(b) a base;
(Body of Claim) (Elements in (c) a plurality of parallel legs,
Subparagraph Form) each leg is connected pivotally at one

end to the container and at the other
end to the base to support the
container for oscillating movement
with respect to the base; and

(d) means for oscillating the
container on the legs to shake the

articles.

Note that the "elements" of the above claim are in italics for illustrative purposes
only. The introduction "I claim" is understood and is not normally written, except
just before the first claim in a patent application.

For comparison, the same claim in single paragraph form (section 2:8) reads:

1A. Apparatus for shaking articles which comprises a container for the articles, a
base, a plurality of parallel legs, each leg is connected pivotally at one end to the
container and at the other end to the base to support the container for oscillating
movement with respect to the base, and means for oscillating the container on the
legs to shake the articles.

EXAMPLE I: Shaker
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Note that Claim 1A is much more difficult to follow than the same claim in
subparagraph form.

Summary

Use the subparagraph or outline claim form, and watch formal problems,
punctuation, grammar, etc., as outlined in chapter 2.

?3:2 Preambles for Apparatus Claims



Preambles are discussed extensively above, in section 2:4.

Claim 1 illustrates one simple type of preamble, which is quite common and which
can easily be used for most mechanical combination claims. Generally, this type of
preamble follows the pattern: "Apparatus for performing a specified act or operation
on a particular article or workpiece, which comprises:"

The article to be worked on, the workpiece, need not be defined in detail, unless
such a description is important to the functioning of the apparatus or made
necessary by the prior art.

The word "apparatus" is frequently used by patent practitioners as a sort of generic
expression covering machines or other mechanical devices that perform operations
on workpieces; however, phrases such as "a machine," "a device," or "a circuit" may
be used where appropriate.

It should be apparent that the drafting of the body of the claim is simpler, and the
claim is easier to follow, when the specific operation to be performed and the
specific workpiece on which that operation is to be performed are clearly set out in
the preamble.

Further examples of this type of preamble follow:

Apparatus for coating the inside of a tubular workpiece with a liquid thermoplastic
resin

Apparatus for transferring articles from a first conveyor belt to a second conveyor
belt running parallel to the first but in the opposite direction

A device for simultaneously attaching axial leads to opposite ends of an electrical
component

A circuit for detecting discontinuities in the insulation of an insulated wire

In cases where the apparatus has a generic nhame, that may be used; for example:
A binary computer

A self-propelled lawn sprinkler

A carburetor

A shaker for articles [an equally acceptable preamble for Claim 1]



Use of a preamble referring to apparatus by its generic name in the preamble is
preferred because it may shorten the length of the preamble and it tells the reader
and the Patent and Trademark Office in what technology area the invention belongs.
Later searching for the patent by subject matter, for example, by a computer search,
is easier if a recognized generic nhame is used for the apparatus.

Other types of preambles are used for special situations (as discussed in chapter 7)
and in some chemical compound cases (chapter 6).

Occasionally, one sees a claim such as "In combination, [an A, a B, and a C]." One
use for this type of preamble is for inventions so broad that any attempt to name the
thing to be claimed would be too narrow. Of course, if Claim 1 on the shaker started
out only "In combination," that would be uselessly misleading since the claim itself
was intended to be limited to an apparatus for shaking articles. Therefore, there is
no reason to avoid using a normal preamble.

Another use for the preamble "In combination" is when a previously claimed
subcombination is joined with the remainder of a combination in a dependent claim,
dependent upon a preceding subcombination claim: "In combination, the means for
oscillating a container of Claim 2, and a container, the container is connected with
the oscillating means for . . ."

Also, the Manual and cases * have held that statements in the preamble may not be
disregarded in determining patentability. All of the claim is considered, including the
preamble. Usually, the preamble is or includes a statement of intended purpose.
Whether a preamble of intended purpose constitutes a limitation to the claim is a
matter determined on the facts of each case in view of the claimed invention as a
whole. 2 Thus, descriptive preambles can be quite helpful in obtaining allowance of
the claim. Sometimes a statement of intended purpose is included in the body of the
claim, as in a "whereby" clause (section 3:23), rather than in a preamble. There the
statement is considered a claim limitation. The Duva case is discussed in more detail
in section 6:7 on new use claims; preamble limitations.

Summary

Select a descriptive preamble describing the overall function of the machine to be
claimed, either a distinctive name, such as "power lawn mower," or a made-up
phrase, such as "apparatus for [performing a specified function]."

FOOTNOTES:

FFootnote 1. MPEP ?2111.02; In re Duva, 156 U.S.P.Q. (BNA) 90 (C.C.P.A. 1967);
Bell Communications Research, Inc. v. Vitalink Communications Corp., 55 F.3d 615,
34 U.S.P.Q.2d (BNA) 1816 (Fed. Cir. 1995). See section 2:4, supra.


http://www.lexis.com/research/retrieve?_m=cfb49e098fca0f290564dbc2b387812f&csvc=lt&cform=byCitation&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=345926adf9c0342b4d9714041ac1c803#n1#n1
http://www.lexis.com/research/retrieve?_m=cfb49e098fca0f290564dbc2b387812f&csvc=lt&cform=byCitation&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=345926adf9c0342b4d9714041ac1c803#n2#n2
http://www.lexis.com/research/retrieve?_m=cfb49e098fca0f290564dbc2b387812f&csvc=lt&cform=byCitation&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=345926adf9c0342b4d9714041ac1c803#r1#r1
http://www.lexis.com/research/buttonTFLink?_m=38e8e9839bdef9aebbc55948c21daa91&_xfercite=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5bLandis%20on%20Mechanics%20of%20Patent%20Claim%20Drafting%20%a7%203%3a2%5d%5d%3e%3c%2fcite%3e&_butType=3&_butStat=2&_butNum=3&_butInline=1&_butinfo=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5b156%20U.S.P.Q.%20%28BNA%29%2090%5d%5d%3e%3c%2fcite%3e&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=8f1107f067f729fda42aefa395821a6b
http://www.lexis.com/research/buttonTFLink?_m=38e8e9839bdef9aebbc55948c21daa91&_xfercite=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5bLandis%20on%20Mechanics%20of%20Patent%20Claim%20Drafting%20%a7%203%3a2%5d%5d%3e%3c%2fcite%3e&_butType=3&_butStat=2&_butNum=4&_butInline=1&_butinfo=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5b55%20F.3d%20615%5d%5d%3e%3c%2fcite%3e&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=23c9501a8566b0617fcdf03a91c98d67
http://www.lexis.com/research/buttonTFLink?_m=38e8e9839bdef9aebbc55948c21daa91&_xfercite=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5bLandis%20on%20Mechanics%20of%20Patent%20Claim%20Drafting%20%a7%203%3a2%5d%5d%3e%3c%2fcite%3e&_butType=3&_butStat=2&_butNum=4&_butInline=1&_butinfo=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5b55%20F.3d%20615%5d%5d%3e%3c%2fcite%3e&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=23c9501a8566b0617fcdf03a91c98d67
http://www.lexis.com/research/retrieve?_m=cfb49e098fca0f290564dbc2b387812f&csvc=lt&cform=byCitation&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=345926adf9c0342b4d9714041ac1c803

FFootnote 2. MPEP ?2111.02; In re Stencel, 4 U.S.P.Q.2d (BNA) 1071, 1073 (Fed.
Cir. 1987).

?3:3 Elements of Apparatus Claims

The "elements" of an apparatus claim are the main structural parts that together
make up the combination claimed. As illustrated in Claim 1, the complete
description of each element forms the subject matter of a separate clause, or
subparagraph, of the claim.

A workpiece is a thing that the invention uses or operates upon and perhaps
changes. The workpiece ("articles" in Claim 1) should be identified in the preamble
of the claim, but not made an element of the claimed combination. * The workpiece
appears in the body of the claim, as it interacts with a claim element.

One of the most important technical "rules" of form in drafting claims is that it is
never proper to introduce a new element of the claim in the middle of the clause
describing another element, or to describe an operation or action upon or by a new
element without its having been introduced. This is sometimes called "inferential
claiming." + Each new element in a product claim and each new step in a method
claim should be first introduced either as (a) the subject of its own clause ("a
container," "a base," etc. in Claim 1 above), or (b) a previously introduced and
named item or a step comprises it, has it or includes it, that is, its presence is
indicated by using a verb that describes the state of being (having, comprising,
including, being), as in "a container [subject] having (comprising, including, being,
etc.) [a word suggesting later element is a part of earlier one] a plurality of legs
[subjects]" rather than an action verb or a verb indicating something is being done
to or with the element, as "is connected" in Claim 1 above. Being the subject of its
own clause means that it is either stated in the clause that such an element or step
is present or the element or step is named at the beginning of the clause and
thereafter that element or step, which has been named now for the first time, does
something or has something done to it. It is important that a new item mentioned
for the first time in the claim not be first mentioned as an element operated upon or
cooperated with by a previous element described in the same clause. A clause can
have more than one element as a subject, but only as limited above.

Every new element must be introduced by "a" or "an" (the part of speech called an
indefinite article) or by no article at all, especially when the element is some means
for performing a function (element (d) in Claim 1 above), or the element is stated in
the plural (for example, "containers" or "container means"). Every subsequent
mention of the previously identified element must be preceded by the definite
article "the" or by "said." To repeat the same element, preceded by the indefinite
article "a" or "an," or preceded by no article at all for "means" or an element in the
plural, implies that a new element is being introduced in the clause. This causes
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undesired and inaccurate double inclusion of one element.

Although it may be quite natural, and good practice in the descriptive portion of the
specification, to state: "a container which is connected pivotally to a plurality of
parallel legs," it is improper in the claim. The legs are separate elements of the
combination, and thus should be positively set out and defined in the claim, as in
Claim 1.

Another example:

Wrong: A lever having a forked end pivoted on a pin mounted between the

furcations of the forked end.

Note, the pin is not part of the lever; it is a separate mechanical element.

Better: (a) a lever having a forked end; and

(b) a pivot pin mounted between the furcations of the forked end
Better Still:  (a) a lever having a forked end,

(b) the forked end comprising spaced apart furcations;

and (c) a pivot pin mounted between furcations

The only exception to the inferential claiming prohibition is where the indefinite
article "a" is used to introduce a workpiece. Because the workpiece is not an
element of the claim, but rather it is only worked upon by one of the claim elements,
it would not be introduced as the subject of its own clause.

A further example of improper inferential claiming is the clause "the motor being
connected with a shaft which is connected with the gear for driving the gear." In that
claim limitation, the shaft is inferentially claimed. It is not the subject of the clause.
If there is a subject, it is the motor or the gear. Also, the shaft is not being described
in a state of being with respect to the motor or the gear, but rather it is being
described in a state of action. Proper wording might be "a shaft connected with the
motor and with the gear for communicating driving motion from the motor to the
gear." This says the same thing, but does not inferentially claim the shaft. (Implicit
in this clause, of course, is that the motor and the gear were previously introduced
in the claim, since each is preceded in the clause by the definite article "the.")
Referring to the other exception, if the clause reads "the motor including a shaft
extending to the gear," that would not be inferential claiming. The shaft has been
first introduced in the claim in a state of being with respect to the motor, so that for
an inferential claiming analysis, the shaft is now properly in the claim. Thereafter,
and even in the same shaft introducing clause, the shaft can be active, and it is



described as cooperating with the gear. It is no longer inferential claiming once the
element with the indefinite article "a" has been properly introduced.

Four essential elements (italicized) were selected for the combination of Claim 1
(section 3:1.1, above):

(a) the container,

(b) the base,

(c) the legs, and

(d) the oscillating means.

Note that all of these parts are essential, within the framework of the scope of claim
desired, to accomplish the shaking of the articles, and that nothing more is needed.
If a narrower claim were desired, the motor, cam, and cam follower linkage

(together making up the oscillating means) could be made elements of the claim.

For the writing of broad claims, one concentrates on the minimum number of
elements essential to the invention. As stated in MPEP section 706.03(f): "A claim
can be rejected as incomplete if it omits essential elements, steps or necessary
structural cooperative relationship of elements. . . ." It is also wise, at least in the
broadest claims, to concentrate on what a potential infringer might sell, and leave
out such conventional elements as power supplies, water supply hoses, compressed
air sources, etc., which might not be sold as part of the combination.

There are usually four important things to tell about each element:

1. What is its name?

2. What are its constituent parts, if any, or distinctive features, that is, what
features are necessary for the purposes of this claim to distinguish this element
from any other element of the class?

3. How are it and its parts cooperatively associated with at least one other of the
other elements or parts to accomplish the desired result? Or, what is the necessary
connection and cooperation between the elements and parts?

4. Where pertinent, what does each element do and how does it do it?

5. Under (3) and (4), each element must be related structurally and/or in terms of
functional cooperation or both with at least one other element.



One analogy is to think of the elements as islands, the parts of elements as
peninsulas, and the statements of connection and cooperation as bridges. When the
claim is done, all islands must be connected by bridges. Thus one composes a claim
to a complete mechanical combination, or "machine."

Summary

Find the main elements or parts of the machine to be claimed. Make each element
the subject of one clause of the body of the claim. The claim must name the
elements and tell how they are related to each other either physically and/or
functionally and cooperatively to be the article or to do the job stated in the
preamble. The following sections focus on how to do all this.

FOOTNOTES:

FFootnote 3. Even if it were proper to make the workpiece an element of the
combination, one would rarely wish to do so, as it would unduly narrow the claim. A
machine manufacturer would rarely sell the workpiece along with the machine. Thus
he would not be a direct infringer [35 U.S.C. ?271(a)] of the claim.

*#Footnote 4. MPEP ?706.03(d).
?3:4 Workpiece or Environmental Element

Most claimed apparatus operate upon something or use something, or are operated
upon and/or used by something else. Similarly, most methods act on something or
involve something that is acted upon. That workpiece or environmental element
should be recited for a claim to be complete and make sense. Yet, it should not be
claimed in a manner suggesting that it is one of the elements of the invention
claimed.

Where the workpiece or environmental element is important in the claimed
structure, it might appear in the preamble of the claim, as for example, "A juicer for
squeezing citrus fruit, the juicer comprising . . ." or "A grinder for grinding rolls . . . ,"
or perhaps have the workpiece as a modifier of the claimed apparatus as "A roll
grinder comprising . . ."

Not every workpiece or environmental element used with a claimed apparatus or
method is a major element or is desirably included in the preamble. The preamble
"A juicer comprising . . ." does not require mention of the citrus fruit. The preamble
"A telescope comprising . . ." does not require mention of the objects observable to
be recited in the claim preamble.

But, no matter whether it is recited in the preamble, a workpiece or environmental
element typically is recited in the body of the claim with reference to the element of
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the claim that the workpiece cooperates with or acts upon or which acts upon the
workpiece.

In contrast to an element of the claim, the workpiece or environmental element is
introduced in the claim by words indicating that the workpiece is not one of the claim
elements. Therefore, it is not written as the subject of a clause of the claim. Rather,
the workpiece or environmental element is introduced inferentially in the claim,
which is contrary to what is done with a claim element. An element is inferentially
introduced in a claim if it first appears within the body of a claim clause as itself
acting or being acted upon, without first having been introduced either as the
subject of that clause or a preceding clause and without another element recited as
having or being that workpiece or environmental element. (By "having or being," I
mean reciting "the element comprising (being) (including) the workpiece.") For
example, in an apparatus claim, the workpiece might be introduced in a clause: "the
juicer including a crusher (an element of the claimed apparatus being introduced in
this clause) for acting on a piece of citrus fruit (the workpiece) . . ." or "a grinding
wheel acting on a roll (the workpiece is mentioned for the first time) supported in
the vicinity of the wheel for grinding the surface (workpiece) of the roll (second
mention of the workpiece). . . ." In these examples, the workpiece is first mentioned
in the middle of a clause having another element as its main subject and the
workpiece is introduced or for the first time mentioned using the indefinite article
"a," whereby it is being inferentially claimed. Each succeeding mention of the same
workpiece can be preceded by the definite article "the," but preferably not with the
definite article "said" because that word has typically been used for referring back to
a previous actual claim element.

Conventional and environmental elements present but not critical to the invention
being claimed should not be mentioned as claim elements. For claiming an
automobile, one would not claim environmental material that is present in the
engine, such as fuel, as a claim element. For a telescope, one would not recite the
celestial object being viewed as one of the claim elements, although its cooperation
with the lenses and the image collector certainly is important.

However, some elements in a full combination may have to be recited positively,
even if the claim drafter prefers they not be claim elements. Where a
subcombination of a complete combination is claimed in terms of cooperation
between elements of the subcombination and other elements of the combination
which the claim drafter would prefer not to positively claim, the other elements of
the combination may have to be positively recited claim elements to claim a
complete apparatus. For example, if a seat back has a novel element for connection
to a chair base, to claim the cooperation between the seat back and the base, it may
be necessary to claim the elements of the chair positively, so that the claim would
cover the chair with a seat back, and not merely the seat back. Claiming the
subcombination is preferred for broader scope coverage, but may not be possible



for proper claim preparation.

Conventional replaceable items that would not normally be made or sold by the
party who is making the claimed invention should also preferably not appear in the
claim, except perhaps by inference, as an environmental element, so as not to
restrict the scope of the claim. Examples of this are discussed in section 3:26 below.
An electrical system might include a power supply or an antenna. An automobile
includes tires, or a battery. Respective supplies are used for a particular apparatus,
such as fuel used to drive an engine, gas used to fill a balloon, thread in a sewing
machine, etc. These should not be claim elements at all, or if they appear, they
should be claimed inferentially as workpiece or environmental elements.

One would always rather catch a direct infringer under 35 U.S.C. ?271(a) than a
contributory one under 35 U.S.C. ?271(c). To catch the manufacturer for
infringement, you do not recite the element he would not include. If you write those
elements into the claims, the manufacturer becomes only a contributory infringer,
and only his customer, the retailer or the ultimate consumer, becomes the actual
infringer.

Summary

Inferentially claim workpieces and environmental elements and inferentially claim
elements not critical to the claimed combination which are not likely to be made

and/or sold by the patentee. Do not recite them as one of the claim elements. This
broadens the claim scope by not including elements not supplied by the patentee.

?3:5 Negative Limitations

In the past, negative limitations, telling what an element is not instead of what it is,
were generally considered improper except in unusual cases. However, MPEP
section 2173.05(i) states:

The current view of the courts is that there is nothing inherently ambiguous or
uncertain about a negative limitation.

There normally would be no problem that a negative limitation per se would make a
claim too broad, indefinite, etc.

Under this practice, such descriptions as "halogen other than fluorine" would
presumably be acceptable. Such expressions as "noncircular," "nonmagnetic" or
"colorless" have always been accepted because there is no other practical way to
state the concept. In view of the former antipathy, it is suggested the negative
statements still be avoided except where it seems the only way, or by far the
clearest way, to state the limitation. MPEP section 2173.05(i) provides as
acceptable examples: "not in excess of 10% structure" and "incapable of forming a
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dye with . . ."

In In re Duva, s a negative limitation, "absent sufficient CN [cyanide] ions to prevent
deposition . . . ," was held proper even if a positive expression could have been
employed, which was disputed. Further, it was held proper to claim a negative
limitation even at the "point of novelty," but there were other points of novelty.

Perhaps negative limitations, under the Duva case and MPEP section 706.03(d),
could be used in some cases to avoid the limiting language "consisting" or
"consisting essentially" (section 2:6, above). For example, if one's claim covered
the combination comprising A+B+C, and the examiner cited A+B+C with a large
amount of D, and if it were unobvious to eliminate D, the claim could perhaps be
amended to read "comprising A+B+C and absent sufficient D to . . . [hurt the
combination]," as in Duva, rather than switching to "consisting" or "consisting
essentially." Then the claim would cover A+B+C+E, where E is the absence of
excess D.

The negative claim limitation must have a basis in the original disclosure, that is, the
absence or negative character of the negatively claimed element must have been

originally disclosed. The mere absence of a positive recitation of an element is not a
basis for its exclusion in a claim. ¢

Summary

Avoid negative limitations except in unusual cases where you think they are the
clearest way to state the limitations. But in general, tell what an element is, not
what it is not.

FOOTNOTES:
#Footnote 5. In re Duva, 156 U.S.P.Q. (BNA) 90, 94 (C.C.P.A. 1967).

¥Footnote 6. MPEP ?2173.05(i).
?3:6 Support in Specification and Drawings

All terms and phrases used in the claims must find "clear support or antecedent
basis in the description so that the meaning of the terms in the claims may be
ascertainable by reference to the description. 7 A claim element without any support
in the specification, the claim itself or the prosecution history fails to guide the court
or anyone as to what one of ordinary skill in the art would interpret the claim to
require. 7t That is, the claims must clearly "read on" & the remainder of the
specification, with consistent terminology being used so that no ambiguities are
present.
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This rule traces from the statutory requirement that the claims "particularly point
out and distinctly claim": If it is not followed, the claim will be rejected under 35
U.S.C. ?112 of the statute as "indefinite" or "vague and indefinite." Thus, one must
be able to understand what the claim means, and how it is related to the example
described in the detailed description.

When the claims, specification, and drawings do not correspond, the claims can be
rejected. The claims should therefore be consistent with the disclosure. °

Generally, the best practice is to use the identical words of the claim somewhere in
the body of the specification to ensure this requirement is met. ** For example, if a
fastener is used in the machine, comprising a rivet in the specific example illustrated
in the application, but one wishes to claim it in some or all claims broadly as a
"fastener," the descriptive portion of the specification should so describe it: "a
fastener, such as a rivet 10. . . ." Thereafter it is proper merely to refer to it as "the
rivet 10." It would be poor practice to refer to a certain element as a lever
throughout the detailed description and then call it a bar in the claims. o

One frequently observed exception to the foregoing is the use of "means plus
function" language to define a claim element (see section 3:25). The specification
may give a name to the element and also define its function. The claim may instead
call the element "means" and describe the function stated in the specification or
clearly inherently performed thereby (specification: "hammer"; claim: "means for
hammering").

Rule 81(a) requires filing of a drawing with the application where necessary for the
understanding of the subject matter sought to be patented. Rule 83(a) provides that
"the drawing must show every feature of the invention specified in the claims." Thus,
for machines, articles of manufacture, or other inventions where an element is
capable of illustration in a drawing, it must be shown; however, symbols or labeled
boxes, etc., may be used if the element per se is conventional. Where an element is
not shown in a drawing, it cannot be recited in a claim. Where the element is shown
in the drawing and properly recited in the claim, the specification should describe or
at least indicate the presence of the element in the drawing, or should be amended
to add such description, in order that the specification, drawings, and claims be
consistent. =

Beware of adding or amending a claim after the application has been filed which
adds or relies upon new matter, that is, elements without support in the original
disclosure. 2

On prior Agent's Exams, examples of lack of support have included:

1. Parts or features in the claims not described at all in the description;
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2. Inconsistent descriptions of parts;
3. Misdescriptive wording in the claims;

4. Ambiguities, where it is not clear which of several elements in the description is
intended by a word in the claim.

For special problems in block diagram disclosures in electrical cases, see sections
3:26 and 4:9 (computer programs and software). The key test is whether "a person
skilled in the art could make and use the invention without undue experimentation."
3 In theory, that test applies equally well in all classes and types of
inventions--mechanical, electrical, chemical-- but the problems most frequently
arise in complex electronic circuits, particularly block diagram, means-type
disclosures, and most particularly, disclosures concerned with computer software.
But block diagrams can also cause "best mode problems" (under 35 U.S.C. ?112). «

Summary

Have clear and unambiguous support in the detailed description for all words and
phrases in the claim, so that anyone can understand how the claim reads on the
description. Also, all structures described in the claim must be illustrated in the
drawing, even old or conventional things.

FOOTNOTES:
FFootnote 7. Rule 75(d).

FFootnote 7.1. Honeywell Int'l, Inc. v. Int'l Trade Comm'n, 341 F.3d 1332, 68
U.S.P.Q.2d

(BNA) 1023 (Fed. Cir. 2003). See discussion in section 3:7, infra.

FFootnote 8. Patentese, meaning that each technical phrase in the claim must
literally describe a corresponding element or connection, etc., found in the
description. Frequently, the claim is literally read word by word and the
corresponding things found and checked off in the specification, or in the allegedly
infringing product or drawing of the product. Thus, one's client's claim "reads on" an
adverse party's product.

FFootnote 9. See Rule 117; MPEP ?2173.05(i).

FFootnote 10. See MPEP ?2173.05(a).

FFootnote 10.1. See Honeywell Int'l, Inc. v. Int'l Trade Comm’'n, 341 F.3d 1332, 68
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U.S.P.Q.2d (BNA) 1023 (Fed. Cir. 2003), where the court could not find support for
the term used either in the claim, the specification or the prosecution. The case is
discussed further in section 3:7, infra.

¥Footnote 11. MPEP ?706.03(n).
#Footnote 12. MPEP ?2173.05(a).
¥Footnote 13. In re Scarbrough, 182 U.S.P.Q. (BNA) 298 (C.C.P.A. 1974).

FFootnote 14. See Union Carbide Corp. v. Borg Warner Corp., 193 U.S.P.Q. (BNA) 1
(6th Cir. 1977) (box labeled "extruder" held not proper to disclosed best mode of
practicing process that would include step "extruding").

?3:7 Naming the Elements

It is good practice to analyze the structure and select the essential elements to be
claimed, with whatever scope is desired, before starting to write a claim. It is well
known that absence of any one claim element from an accused device, product or
method will avoid infringement of that claim. #* The fewer the number of different
elements included, the broader in scope is the claim and the less likely it is that a
copyist will be able to design an embodiment that will lack one of the claim elements.
But make the claim too broad by claiming too few of the elements, and there may be
insufficient limits to save the claim from invalidity. In SmithKline Beecham Corp. v.
Apotex Corp., 2 the claim was a simple "(1) crystalline paroxetine hydrochloride
hemihydrate." The district court incorrectly limited the claim to commercially
significant amounts, avoiding coverage of trace amounts. The Federal Circuit
reversed, found no such claim limitation, gave the claim its broad scope and held it
invalid for prior public use, but not under section 112, paragraph 2.

The elements must be assigned names, such as base, container, legs, and means
for oscillating in Claim 1 (section 3:1.1). The exact name selected for each element
is often not critical, as long as the claim drafter is not mistaken. Of course, if the
element is named narrowly, for example "slidably mounted," it may exclude a
similarly functioning element that the patentee believes is an equivalent, but which
the court finds not to be. 2

Correspondingly, be careful not to use a word that is too broad in scope, without
applicable limiting words. In In re Bigio, # the claim term in issue was "hair brush."
Without a specific limitation in the claim, the court said, the hair might be anywhere
on a person, not just on the top of the head, or even hair on an animal. In
SmithKline Beecham Corp. v. Apotex Corp., s the claim element "crystalline
paroxetine hydrochloride hemihydrate" was construed to encompass any such
compound and was not limited to only commercially significant amounts. Precision
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in language used is critical; it should be not too narrow and not broader than the
drafter intended. While applicant in theory has Humpty Dumpty's privilege of
making words mean what he wants them to mean, no term may be given a meaning
repugnant to its usual meaning. = A claim term takes its ordinary meaning *s* unless
the applicant for patent redefined the term in the intrinsic record, using words of
"manifest exclusion or restriction."

In Merck & Co. v. Teva Pharmaceuticals USA, Inc., *" the court rejected the
patentee's effort to redefine "about" as "exactly" by referring to a passage in the
specification. The court said that the patentee's attempted lexicography must
appear with reasonable clarity, deliberateness, and precision before it can affect a
claim. » The court in Merck found the statement in the patent to be ambiguous, so
the word was given its ordinary meaning of approximately, rather than exactly.

In different patents, their respective different intrinsic records can give the same
claim term different constructions. For example, "substantially uniform" was
construed differently in different cases, because of different definitions in the
specification or prosecution history and because the two patents were in completely
different arts, magnetic resonance imaging and a washing detergent. °

This rule is often stated as the "applicant may be his own lexicographer."” 2 But this
is still within limits. Of course, the words used must have "clear support or
antecedent basis" in the specification, or at least in the drawing, as mentioned in
section 3:6, above. It is very important to make all parts of the specification
consistent with the claims. When one wishes to impart a special meaning to a word
or phrase appearing in the claims, one should define that word or phrase in the
specification; for example, "As used in this description and in the appended claims,
the word "................ "means ..o, " However, do not use ridiculous
words such as "gizmo" or "widget."

The doctrine of claim differentiation also helps to define an element named in a
claim. In SunRace Roots Enter. Co. v. SRAM Corp., 2 the term "shift actuator"” in the
independent claim was given a broad scope, because the dependent claim defined a
cam means of which the shift actuator was comprised. Hence, the independent
claim was not restricted by having the element of the dependent claim read into the
independent claim. A prior claim element can be kept broader in scope by a later
dependent claim defining features or limitations on the previously claimed element.
This is how naming an element can be used to give the element broad scope.

A patentee may define elements in one claim with different levels of detail, some
more specific, some less so. The court or the examiner cannot rewrite or construe a

broadly claimed element narrowly. 22

Also, be sure that there is a corresponding structure in the specifications and
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drawings to every structure claimed. If no structure is disclosed corresponding to
one claimed, the claim is indefinite. In Honeywell International, Inc. v. International
Trade Commission 22t the Federal Circuit said:

After reviewing the entire record regarding claim construction, we . . . hold that the
claims are insolubly ambiguous and hence indefinite, with respect to a required
sample preparation method. As we discuss below, with respect to each proffered
construction, the claims, the written description, and the prosecution history fail to
give us, as the interpreter of the claim term, any guidance to what one of ordinary
skill in the art would interpret the claim to require. Moreover, because the sample
preparation method is critical to discerning . . .

If there is no disclosure of a claim term in any of the documents associated with the
application and none is known in the relevant art as demonstrable in published
documents or in some other manner, the claim term is indefinite. The unpublished
confidential documents of the applicant in Honeywell, which used the term, could
not be relied on.

If there is no disclosed structure for a claim element other than a person who
performs the function ("third monitoring means for monitoring the ECG signal"),
then the claim is indefinite, since it does not define elements of a machine. 23

Frequently in mechanical apparatus, there are various expressions that could be
used. For example, in Claim 1, the base could have been called "a support,” "a
mounting plate," or the like. The container might have been designated "a box" or
"a holder." The choices available frequently are descriptive names for an important
function or purpose of the element named.

In most cases, the inventor or a mechanical dictionary can supply the precise name
for a part in any specific embodiment. Appendix D contains a glossary of many
mechanical terms commonly used in patents. For the broader claims, a generic word
is usually needed. If no concrete generic hame is available, often a home-made
name indicating the function of the part may be used, such as "a rotary member" or
"a holder," together with as much description of the part and its function as is
necessary. Also "means" clauses are often used to describe an element broadly (see
section 3:25).

The claim writer must use care to avoid naming an element too narrowly. A "screw"
is not a "nail," while a "fastening element" is generic to those two, plus others. It is
preferable to have claim language that encompasses an accused device than to
have to ask a court to apply the doctrine of equivalents to an element claimed too
narrowly.

Claiming one disclosed embodiment while another embodiment is not expressly
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claimed may dedicate the other embodiment to the public, and the doctrine of
equivalents may not be available to bring the claim language to the unclaimed
embodiment. 2t In In re Johnson & Johnson Associates, Inc. v. R.E. Service Co.,
which established this disclosure dedication rule, the Federal Circuit held that a
claim to an aluminum substrate could not be expanded in scope by the doctrine of
equivalents to cover a steel substrate which had been disclosed but not claimed.
This is not applicable to using the doctrine of equivalents to cover another
embodiment which was not disclosed in the specification. Therefore if the steel
embodiment had not been disclosed, the aluminum embodiment might have been
expandable to cover the steel embodiment under the doctrine of equivalents. In PSC
Computer Prod., Inc. v. Foxconn International, Inc. >t the Federal Circuit found
dedication of plastic clip parts to the public when the specification disclosed plastic
or metal parts and the claims mentioned only metal parts. Thus, how the
specification is written has bearing on how the claim will be construed.

New terms may be adopted by an applicant and often are used for new technology.
If the claims, read in light of the specification, reasonably apprise those skilled in the
art of the utilization and scope of the invention and if the language is as precise as
the subject matter permits, section 112 is satisfied. =

Where practical, it is best to give two similar but different elements distinct names,
such as "a holding member" and "a support member" even when in common usage
those different elements might be identified by the same name. In other cases, this
is not possible, in which case designations such as "first" or "second" should be used:
"a first rotating member, . . . a second rotating member . . ." Be careful that "first"
and "second" are not given substantive meanings beyond distinguishing one of a
kind from another of the same kind. In 3M Innovative Properties Co. v. Avery
Dennison Corporation, 2=t the product claim recited: "at least one surface that has a
multiple embossed pattern having a first embossed pattern and a second embossed
pattern." The District Court read that as requiring that the embossment steps have
been done in sequence. The Federal Circuit rightly decided that two patterns were
being claimed, but their sequence was not because use of "first" and "second" to
modify a noun identifying an element is a common patent practitioner's convention
to distinguish between repeated instances of an element or a claim limitation. "First"
was misread again in "first pivot point." 252 "First" does not denote a spatial location
of the pivot point. It is a word that associates one element with another.
Alternatively, the distinguishing adjective may refer to another element with which
the named element is associated: "a base rotating member, . . . a connector
rotating member . . ." Thereafter the elements must be clearly and consistently
named throughout all of the claims.

Use the same name for the element consistently throughout every claim. Do not
change the noun. Do not change any adjectives. An adjective once used need not be
repeated upon each subsequent appearance of its noun. But if the adjective has a
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subsequent appearance, the word(s) used must remain the same. An item called a
"member," as in "connecting member," is always a "member," throughout all claims
dependent upon the same claim in which the element has been first named. In Ex
parte Oetiker, 2¢ the Board of Appeals and Interferences found a claim indefinite
because an element therein appeared to have been twice claimed, first as "a
pan-shaped depression means" and later as "a respective depression means." Not
only did the applicant change the name, he used the indefinite article "a" twice. In
a claim which does not depend from one naming an element, another name may be
used for the same element. For example, in one chain of claims, the element may be
the broader "surface," while in another chain of claims, the element may be the
narrower "anvil" of which the surface is only a part.

Within each claim chain, the name of the element may never change. The "member"
cannot sometimes be an "element," that is, it cannot be a "connecting element." An
"element" would be a different claimed structure. If elements are named to suggest
to the reader that two of them are present when in fact there is only one, this causes
double inclusion of the twice-named element and the resulting claim may be held to
be indefinite. =

Often, an element is described not only by the noun, for example, "member," but by
adjectives which modify the noun, as "connecting member" or "left side connecting
member." After any feature is first named completely with all its adjectives in a
claim, subsequent mentions of the feature in that claim or in subsequent dependent
claims in the claim chain, following the first naming of the element, must use the
same noun for that element, but may use fewer than all of the adjectives, thereafter
calling it "member" or "connecting member," without the other adjectives "left
side." The only limit on this freedom to drop adjectives is that there must be no
other element whose designation, when shortened either to the noun alone or to the
noun plus fewer than all of its adjectives, would be identified by the same words,
because that would cause confusion as to which element was meant. Further, in a
chain of claims following the one that first uses an adjective, the adjective cannot
change. It may be deleted, as just noted, but not changed. If it is "an upper
engaging member," it cannot later be "the upper holding member" or the "top
engaging member."

For clarity in claim writing, I recommend avoiding use of first, second, third, etc., as
the adjective which distinguishes one element from another. This usage is proper
and so long as the adjective is used consistently, it cannot be considered ambiguous.
However, sometimes a more descriptive adjective, descriptive, for example, as to
function or location or major characteristics (left side, elongate, etc.) might help the
claim reader determine which element is being identified. On the other hand, the
elements designated first, second, third, etc. may be identical in structure and
function and may be distinguishable only by a nondescriptive adjective, or maybe
using a descriptive adjective would, in the drafter's opinion, impermissibly narrow
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the scope of the recited element. Further, reciting only the adjectives first, second,
etc. is useful where there are two or more ways of arranging elements and the claim
writer wishes to encompass all of the ways, so that one location or arrangement
would be first and the other would be second, without specifying which is which.
Each element must always be described in such a distinctive manner as to clearly
distinguish it from other similar or identical elements, as covered in section 3:3,
above. Use the same terminology in the specification, as in the claims, even to at
least once identifying the claimed elements using their distinguishing adjective, that
is, first or second, base or connector, etc.

Summary

Select a clear name for each element, based on the detailed specification
description where given. Where a broad scope name is desired, functional names,
such as "a fastener" or "means for moving . . . ," should be used.

FOOTNOTES:

#Footnote 14.1. Novartis Pharms. Corp. v. Abbot Labs., 375 F.3d 1328, 71
U.S.P.Q.2d (BNA) 1650 (Fed. Cir. 2004); Freedman Seating Co. v. Am. Seating Co.,
420 F.3d 1350, 76 U.S.P.Q.2d (BNA) 1001 (Fed. Cir. 2005).

FFootnote 14.2. SmithKline Beecham Corp. v. Apotex Corp., 365 F.3d 1306, 70
U.S.P.Q.2d

(BNA) 1737 (Fed. Cir. 2004).

FFootnote 14.3. Freedman Seating Co. v. Am. Seating Co., 420 F.3d 1350, 76
U.S.P.Q.2d (BNA) 1001 (Fed. Cir. 2005).

¥Footnote 14.4. In re Bigio, 381 F.3d 1320, 72 U.S.P.Q.2d 1209 (Fed. Cir. 2004).

¥Footnote 14.5. SmithKline Beecham Corp. v. Apotex Corp., 403 F.3d 1331, 74
U.S.P.Q.2d (BNA) 1398 (Fed. Cir. 2005).

#Footnote 15. MPEP ?2173.05(b).

FFootnote 15.1. W.E. Hall Co. v. Atlanta Corrugating LLC, 370 F.3d 1343, 71
U.S.P.Q.2d (BNA) 1135 (Fed. Cir. 2004); Brookhill-Wilk 1 LLC v. Intuitive Surgical,
Inc., 334 F.3d 1294, 67 U.S.P.Q.2d (BNA) 1132 (Fed. Cir. 2003); Combined Sys.,
Inc. v. Defense Tech. Corp. of Am., 350 F.3d 1207, 68 U.S.P.Q.2d (BNA) 1933 (Fed.
Cir.

2003); Int'l Rectifier Corp. v. Ixys Corp., 361 F.3d 1363, 70 U.S.P.Q.2d (BNA) 1209
(Fed. Cir. 2004).


http://www.lexis.com/research/retrieve?_m=536073bd77704e719cecf9634c580f0d&csvc=lt&cform=byCitation&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=4cfda8b446f2c60fd4c9db2aa86fce84#r14.1#r14.1
http://www.lexis.com/research/buttonTFLink?_m=14fe865b7f34df5e9c46688eb47b0599&_xfercite=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5bLandis%20on%20Mechanics%20of%20Patent%20Claim%20Drafting%20%a7%203%3a7%5d%5d%3e%3c%2fcite%3e&_butType=3&_butStat=2&_butNum=25&_butInline=1&_butinfo=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5b375%20F.3d%201328%5d%5d%3e%3c%2fcite%3e&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=2b1a26fef1bf79f3d946d0379c3afb36
http://www.lexis.com/research/buttonTFLink?_m=14fe865b7f34df5e9c46688eb47b0599&_xfercite=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5bLandis%20on%20Mechanics%20of%20Patent%20Claim%20Drafting%20%a7%203%3a7%5d%5d%3e%3c%2fcite%3e&_butType=3&_butStat=2&_butNum=25&_butInline=1&_butinfo=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5b375%20F.3d%201328%5d%5d%3e%3c%2fcite%3e&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=2b1a26fef1bf79f3d946d0379c3afb36
http://www.lexis.com/research/buttonTFLink?_m=14fe865b7f34df5e9c46688eb47b0599&_xfercite=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5bLandis%20on%20Mechanics%20of%20Patent%20Claim%20Drafting%20%a7%203%3a7%5d%5d%3e%3c%2fcite%3e&_butType=3&_butStat=2&_butNum=26&_butInline=1&_butinfo=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5b420%20F.3d%201350%5d%5d%3e%3c%2fcite%3e&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=12da3eefbb5d1eb8709709e1c4e4280d
http://www.lexis.com/research/buttonTFLink?_m=14fe865b7f34df5e9c46688eb47b0599&_xfercite=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5bLandis%20on%20Mechanics%20of%20Patent%20Claim%20Drafting%20%a7%203%3a7%5d%5d%3e%3c%2fcite%3e&_butType=3&_butStat=2&_butNum=26&_butInline=1&_butinfo=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5b420%20F.3d%201350%5d%5d%3e%3c%2fcite%3e&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=12da3eefbb5d1eb8709709e1c4e4280d
http://www.lexis.com/research/retrieve?_m=536073bd77704e719cecf9634c580f0d&csvc=lt&cform=byCitation&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=4cfda8b446f2c60fd4c9db2aa86fce84#r14.2#r14.2
http://www.lexis.com/research/buttonTFLink?_m=14fe865b7f34df5e9c46688eb47b0599&_xfercite=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5bLandis%20on%20Mechanics%20of%20Patent%20Claim%20Drafting%20%a7%203%3a7%5d%5d%3e%3c%2fcite%3e&_butType=3&_butStat=2&_butNum=27&_butInline=1&_butinfo=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5b365%20F.3d%201306%2cat%2070%5d%5d%3e%3c%2fcite%3e&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=54a016c2bff21b80c5847eebd3d62ee3
http://www.lexis.com/research/retrieve?_m=536073bd77704e719cecf9634c580f0d&csvc=lt&cform=byCitation&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=4cfda8b446f2c60fd4c9db2aa86fce84#r14.3#r14.3
http://www.lexis.com/research/buttonTFLink?_m=14fe865b7f34df5e9c46688eb47b0599&_xfercite=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5bLandis%20on%20Mechanics%20of%20Patent%20Claim%20Drafting%20%a7%203%3a7%5d%5d%3e%3c%2fcite%3e&_butType=3&_butStat=2&_butNum=28&_butInline=1&_butinfo=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5b420%20F.3d%201350%5d%5d%3e%3c%2fcite%3e&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=e6d7c11d81b885608514e4b2f2b26f37
http://www.lexis.com/research/buttonTFLink?_m=14fe865b7f34df5e9c46688eb47b0599&_xfercite=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5bLandis%20on%20Mechanics%20of%20Patent%20Claim%20Drafting%20%a7%203%3a7%5d%5d%3e%3c%2fcite%3e&_butType=3&_butStat=2&_butNum=28&_butInline=1&_butinfo=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5b420%20F.3d%201350%5d%5d%3e%3c%2fcite%3e&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=e6d7c11d81b885608514e4b2f2b26f37
http://www.lexis.com/research/retrieve?_m=536073bd77704e719cecf9634c580f0d&csvc=lt&cform=byCitation&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=4cfda8b446f2c60fd4c9db2aa86fce84#r14.4#r14.4
http://www.lexis.com/research/buttonTFLink?_m=14fe865b7f34df5e9c46688eb47b0599&_xfercite=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5bLandis%20on%20Mechanics%20of%20Patent%20Claim%20Drafting%20%a7%203%3a7%5d%5d%3e%3c%2fcite%3e&_butType=3&_butStat=2&_butNum=29&_butInline=1&_butinfo=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5b381%20F.3d%201320%5d%5d%3e%3c%2fcite%3e&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=d5980508f2c44e3ce9374ee5f9c6425e
http://www.lexis.com/research/retrieve?_m=536073bd77704e719cecf9634c580f0d&csvc=lt&cform=byCitation&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=4cfda8b446f2c60fd4c9db2aa86fce84#r14.5#r14.5
http://www.lexis.com/research/buttonTFLink?_m=14fe865b7f34df5e9c46688eb47b0599&_xfercite=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5bLandis%20on%20Mechanics%20of%20Patent%20Claim%20Drafting%20%a7%203%3a7%5d%5d%3e%3c%2fcite%3e&_butType=3&_butStat=2&_butNum=30&_butInline=1&_butinfo=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5b403%20F.3d%201331%5d%5d%3e%3c%2fcite%3e&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=32124bd60ad7be0f61e71bb128b77a89
http://www.lexis.com/research/buttonTFLink?_m=14fe865b7f34df5e9c46688eb47b0599&_xfercite=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5bLandis%20on%20Mechanics%20of%20Patent%20Claim%20Drafting%20%a7%203%3a7%5d%5d%3e%3c%2fcite%3e&_butType=3&_butStat=2&_butNum=30&_butInline=1&_butinfo=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5b403%20F.3d%201331%5d%5d%3e%3c%2fcite%3e&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=32124bd60ad7be0f61e71bb128b77a89
http://www.lexis.com/research/retrieve?_m=536073bd77704e719cecf9634c580f0d&csvc=lt&cform=byCitation&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=4cfda8b446f2c60fd4c9db2aa86fce84#r15#r15
http://www.lexis.com/research/retrieve?_m=536073bd77704e719cecf9634c580f0d&csvc=lt&cform=byCitation&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=4cfda8b446f2c60fd4c9db2aa86fce84#r15.1#r15.1
http://www.lexis.com/research/buttonTFLink?_m=14fe865b7f34df5e9c46688eb47b0599&_xfercite=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5bLandis%20on%20Mechanics%20of%20Patent%20Claim%20Drafting%20%a7%203%3a7%5d%5d%3e%3c%2fcite%3e&_butType=3&_butStat=2&_butNum=31&_butInline=1&_butinfo=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5b370%20F.3d%201343%5d%5d%3e%3c%2fcite%3e&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=fdc4140b5d1e72961bcb55760cb0a7bb
http://www.lexis.com/research/buttonTFLink?_m=14fe865b7f34df5e9c46688eb47b0599&_xfercite=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5bLandis%20on%20Mechanics%20of%20Patent%20Claim%20Drafting%20%a7%203%3a7%5d%5d%3e%3c%2fcite%3e&_butType=3&_butStat=2&_butNum=31&_butInline=1&_butinfo=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5b370%20F.3d%201343%5d%5d%3e%3c%2fcite%3e&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=fdc4140b5d1e72961bcb55760cb0a7bb
http://www.lexis.com/research/buttonTFLink?_m=14fe865b7f34df5e9c46688eb47b0599&_xfercite=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5bLandis%20on%20Mechanics%20of%20Patent%20Claim%20Drafting%20%a7%203%3a7%5d%5d%3e%3c%2fcite%3e&_butType=3&_butStat=2&_butNum=32&_butInline=1&_butinfo=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5b334%20F.3d%201294%5d%5d%3e%3c%2fcite%3e&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=ba286362f4b59e5ece94359467c2fc70
http://www.lexis.com/research/buttonTFLink?_m=14fe865b7f34df5e9c46688eb47b0599&_xfercite=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5bLandis%20on%20Mechanics%20of%20Patent%20Claim%20Drafting%20%a7%203%3a7%5d%5d%3e%3c%2fcite%3e&_butType=3&_butStat=2&_butNum=32&_butInline=1&_butinfo=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5b334%20F.3d%201294%5d%5d%3e%3c%2fcite%3e&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=ba286362f4b59e5ece94359467c2fc70
http://www.lexis.com/research/buttonTFLink?_m=14fe865b7f34df5e9c46688eb47b0599&_xfercite=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5bLandis%20on%20Mechanics%20of%20Patent%20Claim%20Drafting%20%a7%203%3a7%5d%5d%3e%3c%2fcite%3e&_butType=3&_butStat=2&_butNum=33&_butInline=1&_butinfo=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5b350%20F.3d%201207%5d%5d%3e%3c%2fcite%3e&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=dd48d455b20e0b63f42d3dde617cff04
http://www.lexis.com/research/buttonTFLink?_m=14fe865b7f34df5e9c46688eb47b0599&_xfercite=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5bLandis%20on%20Mechanics%20of%20Patent%20Claim%20Drafting%20%a7%203%3a7%5d%5d%3e%3c%2fcite%3e&_butType=3&_butStat=2&_butNum=33&_butInline=1&_butinfo=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5b350%20F.3d%201207%5d%5d%3e%3c%2fcite%3e&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=dd48d455b20e0b63f42d3dde617cff04
http://www.lexis.com/research/buttonTFLink?_m=14fe865b7f34df5e9c46688eb47b0599&_xfercite=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5bLandis%20on%20Mechanics%20of%20Patent%20Claim%20Drafting%20%a7%203%3a7%5d%5d%3e%3c%2fcite%3e&_butType=3&_butStat=2&_butNum=34&_butInline=1&_butinfo=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5b361%20F.3d%201363%5d%5d%3e%3c%2fcite%3e&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=e54c58461d651811e72460f7e3d366c5
http://www.lexis.com/research/buttonTFLink?_m=14fe865b7f34df5e9c46688eb47b0599&_xfercite=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5bLandis%20on%20Mechanics%20of%20Patent%20Claim%20Drafting%20%a7%203%3a7%5d%5d%3e%3c%2fcite%3e&_butType=3&_butStat=2&_butNum=34&_butInline=1&_butinfo=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5b361%20F.3d%201363%5d%5d%3e%3c%2fcite%3e&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=e54c58461d651811e72460f7e3d366c5
http://www.lexis.com/research/retrieve?_m=536073bd77704e719cecf9634c580f0d&csvc=lt&cform=byCitation&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=4cfda8b446f2c60fd4c9db2aa86fce84
http://www.lexis.com/research/retrieve?_m=536073bd77704e719cecf9634c580f0d&csvc=lt&cform=byCitation&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=4cfda8b446f2c60fd4c9db2aa86fce84
http://www.lexis.com/research/retrieve?_m=536073bd77704e719cecf9634c580f0d&csvc=lt&cform=byCitation&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=4cfda8b446f2c60fd4c9db2aa86fce84
http://www.lexis.com/research/retrieve?_m=536073bd77704e719cecf9634c580f0d&csvc=lt&cform=byCitation&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=4cfda8b446f2c60fd4c9db2aa86fce84
http://www.lexis.com/research/retrieve?_m=536073bd77704e719cecf9634c580f0d&csvc=lt&cform=byCitation&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=4cfda8b446f2c60fd4c9db2aa86fce84
http://www.lexis.com/research/retrieve?_m=536073bd77704e719cecf9634c580f0d&csvc=lt&cform=byCitation&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=4cfda8b446f2c60fd4c9db2aa86fce84
http://www.lexis.com/research/retrieve?_m=536073bd77704e719cecf9634c580f0d&csvc=lt&cform=byCitation&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=4cfda8b446f2c60fd4c9db2aa86fce84

¥Footnote 16. Teleflex, Inc. v. Ficosa N. Am. Corp., 299 F.3d 1313, 63 U.S.P.Q.2d
(BNA) 1374 (Fed. Cir. 2002). In Irdeto Access, Inc. v. Echostar Satellite Corp., 383
F.3d 1295, 72 U.S.P.Q.2d (BNA) 1678 (Fed. Cir. 2004), the court construed "group"
as described in the specification, as there is no accepted definition in this art or in a
dictionary.

#Footnote 17. Merck & Co. v. Teva Pharms. USA, Inc., 395 F.3d 1364, 73
U.S.P.Q.2d (BNA) 1641 (Fed. Cir. 2005).

#Footnote 18. In re Paulsen, 30 F.3d 1475, 31 U.S.P.Q.2d (BNA) 1671 (Fed. Cir.
1994).

¥Footnote 19. Medrad, Inc. v. MRI Devices Corp., 401 F.3d 1313, 74 U.S.P.Q.2d
(BNA) 1184 (Fed. Cir. 2005).

#Footnote 20. MPEP ?2173.01; Lear Siegler, Inc. v. Aerogrip Corp., 221 U.S.P.Q.
(BNA) 1025, 1031 (Fed. Cir. 1984); W.L. Gore Assocs. v. Garlock, Inc., 220 U.S.P.Q.
(BNA) 303, 316 (Fed. Cir. 1983). W.E. Hall Co. v. Atlanta Corrugating LLC, 370 F.3d
1343, 71 U.S.P.Q.2d (BNA) 1135 (Fed. Cir. 2004); Combined Sys., Inc. v. Defense
Tech. Corp. of Am., 350 F.3d 1207, 68 U.S.P.Q.2d (BNA) 1933 (Fed. Cir. 2003); 3M
Innovative Props. Co. v. Avery Dennison Corp., 350 F.3d 1365, 69 U.S.P.Q.2d (BNA)
1050 (Fed. Cir. 2003); Vitronics Corp. v. Conceptronic, Inc., 90 F.3d 1576, 39
U.S.P.Q.2d (BNA) 1573 (Fed. Cir. 1996).

#Footnote 21. SunRace Roots Enter. Co. v. SRAM Corp., 336 F.3d 1298, 67
U.S.P.Q.2d (BNA) 1438 (Fed. Cir. 2003).

#Footnote 22. Resonate, Inc. v. Alteon Websystems, Inc., 338 F.3d 1360, 67
U.S.P.Q.2d (BNA) 1771 (Fed. Cir. 2003).

FFootnote 22.1. Honeywell Int'l, Inc. v. Int'l Trade Comm'n, 341 F.3d 1322, 68
U.S.P.Q.2d

(BNA) 1023 (Fed. Cir. 2003).

#Footnote 23. Cardiac Pacemakers, Inc. v. St. Jude Med., Inc., 296 F.3d 1106, 63
U.S.P.Q.2d (BNA) 1725, 1732-33 (Fed. Cir. 2002).

¥Footnote 23.1. Toro Corp. v. White Consol. Indus., Inc., 383 F.3d 1326, 72
U.S.P.Q.2d (BNA) 1449 (Fed. Cir. 2004).

#Footnote 24. In re Johnson & Johnson Assocs., Inc. v. R.E. Serv. Co., 285 F.3d
1046, 62
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U.S.P.Q.2d (BNA) 1225 (Fed. Cir. 2002).

#Footnote 24.1. PSC Computer Prod., Inc. v. Foxconn Int'l, Inc., 355 F.3d 1353, 69
U.S.P.Q.2d 1460 (Fed. Cir. 2004).

#Footnote 25. MPEP ?2173.05(a); In re Burke, Inc., 786 F. Supp. 1537, 22
U.S.P.Q.2d (BNA) 1368, 1372 (C.D. Cal. 1992).

#Footnote 25.1. 3M Innovative Props. Co. v. Avery Dennison Corp., 350 F.3d 1365,
69 U.S.P.Q.2d

(BNA) 1050 (Fed. Cir. 2003).

FFootnote 25.2. Free Motion Fitness, Inc. v. Cybex Int'l, Inc., 2005 U.S. App. LEXIS
19886, ... F.3d ..., ... U.S.P.Q.2d (BNA) ... (Fed. Cir. Sept. 16, 2005).

FFootnote 26. Ex parte Oetiker, 23 U.S.P.Q.2d (BNA) 1651, 1655 (Board of Patent
Appeals and Interferences 1992).

¥Footnote 27. MPEP ?2173.05(0). See section 3:9, infra.
?3:7A Plain Meaning of Claim Terms

When an element or a limitation in a claim is construed, it is to be given its plain or
ordinary meaning. A schism developed in the Federal Circuit as to the sources to
which one looks for defining that plain meaning. While all judges agreed that the
plain meaning was to be used, individual judges had differing views as to the
sources to which one looked to find the plain meaning and the priority of one source
over another.

The words used in a claim are to be interpreted in light of the intrinsic record of the
patent, which includes the written description, drawings, and prosecution history. 272
But the Federal Circuit has said that "in the absence of an express intent to impart
a novel meaning to the claim terms, the words are presumed to take on the ordinary
and customary meanings attributed to them by those of ordinary skill in the art." 2711
If, as a claim writer, you want an unambiguous meaning for all claim terms, provide
a clear intrinsic record during application preparation and subsequent prosecution.
Clearly define any element or limitation thereof which may be relevant later when
the claim language may be construed by another person.

Where was one to find to find that ordinary and customary meaning?

The typical view was stated in Combined Systems, Inc. v. Defense Technology
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Corporation of America, 22 wherein the Federal Circuit found support for its claim
construction in the written description and drawings of the patent and found that the
district court had not placed too much weight on dictionary definitions for its claim
construction. The Federal Circuit said that had the district court relied exclusively on
the dictionary or allowed the dictionary definitions to overcome the clear language
in the patent itself, its methodology would have been wrong. For construing a claim
term, one may not select from a dictionary a common meaning that flies in the face
of the patent disclosure. A court may use what was then considered extrinsic
evidence, such as dictionaries and treatises, to educate itself about the technology
and the state of the art, as noted in Markman v. Westview Instrument, Inc., 2= and
the court is free to use dictionaries and treatises to understand the technology and
to define claim terms, 27+ so long as the dictionary definition does not contradict any
definition found in or ascertained by a reading of the patent document. 27s

A dictionary definition was often viewed as less useful than the patent document in
establishing the ordinary meaning of words used in a claim because patent claims
should be construed from the point of view of a person of skill in the art who likely
would not begin an examination of a patent claim by looking through a dictionary. 27¢

But a three-judge panel of the Federal Circuit cast doubt on which sources one
considers and their order of priority in construing the ordinary and customary
meaning of a claim term. In Texas Digital Systems, Inc. v. Telegenix, Inc., 27 the
Federal Circuit panel stated that dictionaries, encyclopedias, and treatises may be
the most meaningful information sources to judges in understanding technology
and terminology because "such references are unbiased reflections of common
understanding not influenced by expert testimony or events subsequent to the
fixing of the intrinsic record by the grant of the patent, not colored by the motives of
the parties and not inspired by litigation." Texas Digital makes clear that dictionaries
should be consulted in every case and early in the claim construction process.
Subsequent cases followed this precedent.

If the patentee did not act as his own lexicographer within the specification or other
parts of the intrinsic record, the court must rely on the plain and ordinary meaning
of the claim term. 27# If the patentee appears to have used a term in a claim in an
ambiguous or inconsistent manner, a departure from the plain meaning of the term
is not justified. 27° In one case, the Federal Circuit referred to the Oxford English
Dictionary for providing definition for the term "open," a nontechnical term. 27 In
another case, Nystrom v. TREX, the court used the American Heritage Dictionary to
interpret "convex." 2711 But Nystrom was reversed in 2005, following the Federal
Circuit's en banc decision in Phillips v. AWH Corp. 27

In International Rectifier Corp. v. IXYS Corp., 2*** the Federal Circuit said that a
"polygonal" shape has an ordinary and customary meaning, without contradiction
by the words in the specification, as a closed plane figure bounded by straight lines,
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thereby excluding rounded corners. The court also used a dictionary to construe
"annular," and considered this dictionary passage to be part of the "intrinsic" record.
But because the patentee had applied his own meaning to "annular" in the
specification, the patentee acted as his own lexicographer, which trumped the
ordinary and customary meaning the claim term "annular" would otherwise have
had.

Novartis v. Eon 2724 illustrated a problem with reliance upon a dictionary. The term
"hydrosol," which appeared in a claim, was not defined in the patent specification.
The patentee argued unsuccessfully for a particular dictionary definition of
"hydrosol." The majority of the court limited the term "hydrosol." The dissenter
noted that the majority's construction of the claim element required the use of a
particular dictionary and did not follow other dictionaries. Where there is no clear
definition in the specification and no clear surrender of claim scope, as was the case
in Novartis, the court was required to select a limiting definition from several
available. A conventional dictionary is directed toward brevity, rather than detailed
specifics, and is likely to give broader scope to the claim term. A patentee is more
likely to assert that dictionary's definition, as it could in Novartis and did in Phillips
v. AWH Corporation. 272> On the other hand, a technical dictionary or treatise is more
likely to be specific and narrower in scope, and more likely to be asserted by an
accused infringer for construing a claim term. The obvious recommendation is that,
at the time of drafting the patent, the drafter should provide definitions for terms in
the claims or at least definitions in the specification for terms used in the claims so
that construction of a claim element from the intrinsic record of the patent
specification is enabled, precluding a need to refer to extrinsic sources.

If a dictionary is to be used in construing a claim element, what type of dictionary is
acceptable? In Vandelande Industries Nederland B.V. v. International Trade
Commission, 272¢ the court admonished the accused infringer for relying on a general
usage dictionary, Merriam Webster's Collegiate Dictionary (10th ed. 1998), for claim
interpretation, when a technical dictionary existed that demonstrated that one
skilled in the art would attach a special meaning to a claim term. The court said that
if one skilled in the art would note that the claim term has the same meaning as a
common usage, that is helpful in claim construction. However, where evidence like
expert testimony or technical dictionaries demonstrates that persons skilled in the
art would attach a special meaning or no meaning apart from the specification, a
general usage dictionary is irrelevant as it cannot overcome credible art-specific
evidence of the meaning of the term or its lack of meaning. The court in Bilstad v.
Wakalopulos 2717 found definitions from several dictionaries and the specification to
be consistent and made its construction. But such consistency will not always be
found, and primacy of one standard is needed.

The schism in the Federal Circuit was illustrated by C.R. Bard, Inc., Inc. v. U.S.
Surgical Corp., 27*# wherein the three-judge panel held that dictionary definitions do
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not override clear evidence in the intrinsic record of a specification. The court noted
that the intrinsic record is the primary source for determining claim meaning and
that numerous Federal Circuit cases held that extrinsic evidence, even when it is
relevant, would not support a conclusion that contradicts the intrinsic evidence. The
court distinguished Texas Digital by stating that in some cases the court has held
that, except for the claims themselves, the intrinsic record should be consulted only
after the ordinary and customary meaning of the claim term is determined,
emphasizing the use of technical and general usage dictionaries in determining the
ordinary meaning. In those cases, the inventor's description of the invention is
relevant only if it provides clear lexicography or describes the ordinary meaning.
The court then stated that these cases do not stand for the proposition that the
dictionary definitions trump the intrinsic record with regard to claim construction.
The court said this was consistent with Texas Digital, which used the dictionary only
with respect to some of the claim elements. Then the court discounted the
dictionary definitions which were offered to the court and instead referred to the
intrinsic evidence of the specification. The court went on to limit a claim term "the
surface of said hollow plug [b] conformable to irregularities in the tissue or muscle
wall . . ." as requiring that the surface of the plug be pleated, relying on the
specification which defines the inventive plug as having or including a pleated
surface. (This case is also relevant to section 3:7B, concerning importing the
specification into the claims.)

The Federal Circuit panels were troubled by the schism, as shown in Astrazeneca AB
Mutual Pharmaceutical Co. 2 In construing the word "solubilizer" in all of the
claims, the opinion acknowledged the split. One approach involved reliance upon
the intrinsic evidence of the specification, including the written description, as the
primary source for claim element construction, whereas the extrinsic evidence was
useful only if it shed light on the relevant art. The court pointed out that this was the
accepted law for years. The court then noted a second approach, that of Texas
Digital--that the intrinsic record, except for the claims, should be consulted only
after the ordinary and customary meaning of the claims terms to persons skilled in
the art is determined. Dictionary definitions thus would be referred to first, unless
the patentee acted as his own lexicographer.

The parties asked for different approaches, with the patentee seeking the broader
construction of treatises and dictionaries. The court refused to decide on the correct
approach, but said it was awaiting the rehearing in Phillips v. AWH Corporation.

The Federal Circuit chose Phillips to resolve the question of which resources one
refers to when construing a claim element.

In a first opinion by the Federal Circuit in Phillips, 272 the panel construed the claim
term "baffle" as limited to baffles that are not at a ninety-degree angle, because the
panel found that such an angle would not achieve the purpose of the invention. The
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panel construed the element as that narrower definition of the word "baffle," despite
the existence of a broad dictionary definition of the word "baffle." This was contrary
to the decision of the earlier panel in Texas Digital. Because the Federal Circuit was
established to provide uniformity in application of patent law, to end this schism on
selection of the manner of construing a claim term and to prevent the standard for
construction being dependent upon which judges were randomly assigned to the
panel deciding a particular appeal, the court held an en banc rehearing of the Phillips
appeal, and on July 12, 2005, issued its precedent en banc which ended the schism
by defining the intrinsic record to be used in construing a claim term. 272 The court's
decision and opinion in Phillips assigned only a secondary role to dictionaries,
learned treatises, and similar preexisting materials not part of the patent or its
prosecution history. Extrinsic evidence, such as expert testimony, has a secondary
or even tertiary role in claim construction.

In dismissing reliance upon dictionaries, the court said that "the main problem with
elevating the dictionary to such prominence is that it focuses the inquiry on the
abstract meaning of words rather than on the meaning of claim terms within the
context of the patent. . . ." The use of the dictionary may extend patent protection
beyond what should properly be afforded by the inventor's patent.

When one is construing a claim term, the intrinsic evidence includes three elements:

(1) the words of the patent claim itself, which defines the metes and bounds of what
is patented;

(2) the specification, which provides background on the claimed invention and
possibly the state of the art and the use of the invention, and a description of the
element in the claim (as the inventor may be his own lexicographer); and

(3) the prosecution history of the patent application in the Patent and Trademark
Office, wherein the applicant, through his attorney, may have given definition to
certain elements or may have surrendered scope of coverage or possibly broader
scope meaning of terms in a claim during the prosecution in order to obtain
allowance of the claim over prior art or in view of a requirement to clarify or give
better definition to a claim term--that is, prosecution history estoppel.

The court turns to extrinsic evidence, such as dictionaries, learned treatises, or even
expert evidence when the primary sources of interpretation are insufficient. The
precedents that followed and relied upon Texas Digital followed an incorrect
standard and might have been decided differently if the panels had followed the
Phillips standard.

In reaction to Phillips, in Nystrom v. TREX Co., the Federal Circuit reversed its
pre-Phillips claim construction of the word "board." In an initial opinion prior to
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Phillips, "board" was not limited to its ordinary meaning of pieces of material cut
from logs, because dictionary definitions supported a broader meaning, the court
citing Texas Digital. 272> That earlier opinion was withdrawn after Phillips, and the
court now said that claims are viewed in light of the intrinsic record, and therefore
must be read in view of the specification of which they are a part. #2¢ Dictionaries
and treatises may help in determining a meaning, but undue reliance on such
extrinsic evidence may change the meaning of the claim term. Both the specification
and the prosecution history described "board" as wood decking materials cut from a
log, a less expansive definition than the word previously was construed to have. The
intrinsic record relying on the specification can lead to an unusual result. The
intrinsic record was held to include a prior art reference listed on the face of the
patent. 2724 The Court cites earlier precedents that "prior art cited in a patent or cited
in the prosecution history of the patent constitutes intrinsic evidence." 272

In this author's view, prior art references are not part of the intrinsic record, since
that record relates to text written by or to which the applicant or his attorney

reacted or had the opportunity to react. That would not include the reference itself
but only statements by the examiner or applicant concerning the reference. Perhaps
the decision in Phillips defining the intrinsic record will exclude prior art therefrom.

Summary

To construe a claim element, its plain meaning is ascertained from the intrinsic
record of the claims, the specification, and the prosecution history. Extrinsic
evidence, like dictionaries and treatises, is secondary, and expert testimony may be
tertiary.

FOOTNOTES:

FFootnote 27.1. Howmedica Osteonics Corp. v. Tranquil Prospects Ltd., 401 F.3d
1367, 74 U.S.P.Q.2d (BNA) 1680 (Fed. Cir. 2005), wherein the court found
"transverse sectional dimension" definite by referring to its description in the
specification; ASM Am., Inc. v. Genus, Inc., 401 F.3d 1340, 746 U.S.P.Q.2d (BNA)
1211 (Fed. Cir. 2005), wherein the court construed the terms "reaction space" and
"evacuation" by referring to the patent specification.

FFootnote 27.1.1. Brookhill-Wilk 1 LLC v. Intuitive Surgical, Inc., 334 F.3d 1294, 67
U.S.P.Q.2d (BNA) 1132 (Fed. Cir. 2003). See Renishaw PLC v. Marposs SpA, 158 F.3d
1248, 48 U.S.P.Q.2d (BNA) 1117 (1998).

FFootnote 27.2. Combined Sys., Inc. v. Defense Tech. Corp. of Am., 350 F.3d 1209,
68 U.S.P.Q.2d (BNA) 1933 (Fed. Cir. 2003).

FFootnote 27.3. Markman v. Westview Instrument, Inc., 52 F.3d 967, 34 U.S.P.Q.2d
(BNA) 1321 (Fed. Cir. 1995).
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FFootnote 27.4. Nellicor Puritan Bennett, Inc. v. Masimo Corp., 402 F.3d, 1364, 74
U.S.P.Q.2d (BNA) 1351 (Fed. Cir. 2005) (in addition to considering the specification
of the patent, the court referred to a definition of "filter" in a standard dictionary of
electrical engineering and electronics).

FFootnote 27.5. Vitronics Corp. v. Conceptronic, Inc., 90 F.3d 1576, 39 U.S.P.Q.2d
(BNA) 1573 (Fed. Cir. 1996).

FFootnote 27.6. Gen. Creation LLC v. Leap-Frog Enters, Inc., 232 F. Supp. 2d 661,
66 U.S.P.Q.2d (BNA) 1753 (W.D.Va. 2002).

¥Footnote 27.7. Tex. Digital Sys., Inc. v. Telegenix, Inc., 308 F.3d 1193, 64
U.S.P.Q.2d (BNA) 1821 (Fed. Cir. 2002).

¥Footnote 27.8. Vitronics Corp. v. Conceptronic, Inc., 90 F.3d 1576, 39 U.S.P.Q.2d
(BNA) 1573

(Fed. Cir. 1996).

FFootnote 27.9. W.E. Hall Co. v. Atlanta Corrugating LLC, 370 F.3d 1343, 71
U.S.P.Q.2d (BNA) 1135 (Fed. Cir. 2004).

#Footnote 27.10. Id.

FFootnote 27.11. Nystrom v. TREX Co., 339 F.3d 1347, 67 U.S.P.Q.2d (BNA) 1858
(Fed. Cir. 2003).

FFootnote 27.12. Phillips v. AWH Corp., 415 F.3d 1303, 75 U.S.P.Q.2d 1321 (Fed. Cir.
2005) (en banc).

FFootnote 27.13. Int'l Rectifier Corp. v. IXYS Corp., 351 F.3d 1363, 70 U.S.P.Q.2d
(BNA) 1209 (Fed. Cir. 2004).

FFootnote 27.14. Novartis v. Eon, 363 F.3d 1306, 70 U.S.P.Q.2d (BNA) 1438 (Fed.
Cir. 2004).

FFootnote 27.15. Phillips v. AWH Corp., 415 F.3d 1303, 75 U.S.P.Q.2d (BNA) 1321
(Fed. Cir. 2005) (en banc).
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(Fed. Cir. 2004).

¥Footnote 27.18. C.R. Bard, Inc. v. U.S. Surgical Corp., 399 F.3d 1277, 73
U.S.P.Q.2d (BNA) 1011 (Fed. Cir. 2004).

#Footnote 27.19. Astrazeneca AB v. Mutual Pharm. Co., 384 F.3d 1333, 72
U.S.P.Q.2d (BNA) 1726 (Fed. Cir. 2004).

FFootnote 27.20. Phillips v. AWH Corp., 363 F.3d 1207, 70 U.S.P.Q.2d (BNA) 1417,
rev'd, 374 F.3d 1105, 71 U.S.P.Q.2d (BNA) 1241 (Fed. Cir. 2004).

FFootnote 27.21. Phillips v. AWH Corp., 415 F.3d 1303, 75 U.S.P.Q.2d (BNA) 1321
(Fed. Cir. 2005).

FFootnote 27.22. Nystrom v. TREX Co., 339 F.3d 1347, 67 U.S.P.Q.2d (BNA) 1858
(Fed. Cir. 2003).

FFootnote 27.23. Nystrom v. TREX Co., 2005 U.S. App. LEXIS 19748, ... F.3d ...., ...
U.S.P.Q.2d (BNA) ... (Fed. Cir. Sept. 14, 2005).

¥Footnote 27.24. V-Formation, Inc. v. Benetton Group SpA, 401 F.3d 1307, 74
U.S.P.Q.2d (BNA) 1042 (Fed. Cir. 2005).

FFootnote 27.25. Kumar v. Ovonic Battery Co., 351 F.3d 1364, 1368, 69 U.S.P.Q.2d
(BNA) 1220 (Fed. Cir. 2003); Tate Access Floors, Inc. v. Interface Architectural Res.,
Inc., 279

F.3d 1357, 1371-72, n.4, 61 U.S.P.Q.2d (BNA) (Fed. Cir. 2002); and others.
?3:7B Importing the Specification into the Claims

Except where the patentee has chosen to be his own lexicographer and has given a
specific meaning to a term or element of a claim, a patent claim is not necessarily
limited to a preferred embodiment of the claimed invention that is disclosed in the
patent. 272 But where a patent specification provides its own definition for a term
that is essential in the patent claim, and that definition is inconsistent with the
ordinary meaning of that term, the patentee's definition is binding. #2” Although a
specification may state that a particular element is a "required" feature of a
preferred embodiment of the invention, the court construing the claim may still give
the claim term its full range of ordinary meaning as understood by persons skilled in
the relevant art and need not limit the claim to the description in the preferred
embodiment. 272¢ [n Gemstar-TV Guide International, Inc. v. International Trade
Commission, the Federal Circuit interpreted the word "interrupt" in the claims and
noted that the specification of the patent gave the term "interrupt" a special
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definition, saying that the patentee had chosen to be his own lexicographer. The
court rejected both proffered dictionary definitions and even the prosecution history
in favor of the definition in the specification.

The scope of an element in a claim is not limited to an apparatus or method having
a particular feature merely because all of the embodiments described in the
specification share that feature. 272° In Liebel-Flarsheim Co. v. Medrad Inc., the
court found the claim to be sufficiently broad to encompass features not described
in the specification. Since there was no ambiguity in the claims, no disclaimer of
certain devices in the specification or prosecution history, and no other support for
restricted scope in the prosecution history, the invention was not limited to
particular types of syringes with pressure jackets, merely because those jackets
were common to all embodiments described. The court should interpret the claims
in view of the specification without unnecessarily importing limitations from the
specification into the claim. The court will not limit a claim to the disclosed preferred
embodiment if the written description does not show a clear disavowal of the plain
meaning of the claim term. 27

However, where the specification makes clear that the invention is narrower than
the claims imply, then the claim language must be construed to include the
embodiments in the specification.

In Alloc Inc. v. International Trade Commission, 272t the court noted that the patent
claims did not expressly require play between two panels but found that the
specification teaches that the invention as a whole, not merely a preferred
embodiment thereof, provided for play, and therefore in order to find infringement,
the court construed the claims to require that play bepresent in the accused panel
structure. The court relied upon both the specification's emphasis on the need for
play and also the attorneys' discussion of this feature to overcome prior art. The
patentee objected to importation of the specification into the claims, but was
overruled. Other cases are to similar effect. 2722

Federal Circuit panels have repeatedly imported limitations from the specification
into the claims based on the emphasis on those feature in the specification. 2723 In
Irdeto Access Inc. v. Echostar Satellite Corp., 27*+ the court found uses of a disputed
term in the specification to be the basis for defining the element in the claim. Other
cases import a limited specification definition of a claim term into the claim. 27=s
Where there is no accepted meaning of a term in the art, the claim term is
interpreted as broadly as the patent itself provides.

Claim language should not be limited to the preferred embodiment in the
specification, 272¢ including the patent drawings. 27" As the court noted, claims of a
patent may be limited to a preferred embodiment only by the express declaration of
the patentee, either in the specification or in the prosecution history. Similarly to
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Alloc Inc. v. International Trade Commission, 22 the Federal Circuit limited a
product to a certain weight percentage of a material recited in the specification
because the written description repeatedly referred to that preferred embodiment
as the invention. 272°

It appears that there may be a dichotomy in the cases, some saying that one
imports the specification and some not. But an effort is made by the court to
determine whether the specification states that the specified way is the only way, or
whether instead that way is preferred but there are alternatives, or whether the
prosecution history expressly or impliedly says the same. This may be the way to
harmonize what appear to be two contradictory sets of holdings.

Previously, the Abstract of the Disclosure or of the Invention, which appears on the
cover page of the patent and is not included within the body of the specification itself,
was not considered part of the disclosure for purposes of construing claims. The
Federal Circuit found no legal principle concerning reference to the abstract as
intrinsic evidence for construing the claim language. 27+« However, in Hill-Rom Co.,
2741 the Federal Circuit upheld the district court's definition of the term "cushion" as
requiring support and comfort. The court referred to the abstract of the patent,
which emphasized the comfort and support that would be provided. The patentee,
Hill-Rom, had argued that the court was not permitted to use the abstract to
construe claim scope under then 37 C.F.R. ?1.72(b). The Federal Circuit disagreed,
saying that the cited rule governs patent examiners and not the process by which
the courts construe claims.

The Patent and Trademark Office has recently amended 37 C.F.R. ?1.72(b) to
eliminate the prohibition forbidding use of the abstract for construing patent claims.
This rule change was made to be consistent with the Federal Circuit's decision in
Hill-Rom Co. Specification drafters must be aware of this change. Neither the
specification nor the abstract should state or imply that anything recited therein is
compulsory when it is intended or hoped that an element so described will have
broad scope when the claim is eventually construed. A tendency to include details
from a preferred embodiment in the abstract may result in a construction of a claim
having an element mentioned in the abstract being narrowed beyond what was
contemplated.

Summary

The preferred embodiment in the specification is not a restriction on the scope of a
claim element, unless the specification makes clear that the claim element is so
limited or the limitation on its scope arose during the prosecution. Note also, the

abstract is considered part of the specification for this purpose.

FOOTNOTES:
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FFootnote 27.26. Transmatic, Inc. v. Gulton Indus., Inc., 53 F.3d 1270, 1277, 35
U.S.P.Q.2d (BNA) 1035 (Fed. Cir. 1995); Arlington Indus., Inc. v. Bridgeport Fittings,
Inc., 345 F.3d 1318, 68 U.S.P.Q.2d (BNA) 1439 (Fed. Cir. 2003); Gart v. Logitech,
Inc., 254 F.3d 1334, 59 U.S.P.Q.2d (BNA) 1290 (Fed. Cir. 2001).

In In re Am. Acad. of Sci. Tech. Ctr,, 367 F.3d 1359, 70 U.S.P.Q.2d (BNA) 1827 (Fed.
Cir. 2004), the Federal Circuit declined to read a limitation of the preferred
embodiment into the claim as had been suggested by the patentee, because the
court found that the specification identified the item as preferred embodiment, just
one of a variety of conventional procedures. The broader construction of the claim
language was accepted.

FFootnote 27.27. Boss Control, Inc. v. Bombardier, Inc., 410 F.3d 1372, 75
U.S.P.Q.2d (BNA)1038 (Fed. Cir. 2005).

FFootnote 27.28. Gemstar-TV Guide Int'l, Inc. v. Int'l| Trade Comm'n, 383 F.3d 1352,
72 U.S.P.Q.2d (BNA) 1609 (Fed. Cir. 2004).

FFootnote 27.29. Liebel-Flarsheim Co. v. Medrad, Inc., 358 F.3d 898, 69 U.S.P.Q.2d
(BNA)1801 (Fed. Cir. 2004).

FFootnote 27.30. Innova/Pure Water, Inc. v. Safari Water Filtration Sys., Inc., 381
F.3d 1111, 72 U.S.P.Q.2d (BNA) 1001 (Fed. Cir. 2004); Home Diagnostics, Inc. v.
LifeScan, Inc., 381 F.3d 1352, 72 U.S.P.Q.2d (BNA) 1276 (Fed. Cir. 2004).

¥Footnote 27.31. Alloc, Inc. v. Int'l Trade Comm'n, 342 F.3d 1361, 68 U.S.P.Q.2d
(BNA) 1161 (Fed. Cir. 2003).

FFootnote 27.32. SciMed Life Sys., Inc. v. Advanced Cardiovascular Sys., Inc., 242
F.3d 1337, 58 U.S.P.Q.2d (BNA) 1059 (Fed. Cir. 2001) (holding that a lumen in a
balloon catheter was limited to coaxial lumens because the specification only
described that structure and said it was in all embodiments, which was construed as
an affected disclaimer of other versions); Multi-Tech Sys., Inc. v. Microsoft Corp.,
357 F.3d

1340, 69 U.S.P.Q.2d (BNA) 1815 (Fed. Cir.); cert. denied, 125 S. Ct. 61 (2004).

¥Footnote 27.33. C.R. Bard, Inc. v. U.S. Surgical Corp., 399 F.3d 1277, 73
U.S.P.Q.2d (BNA) 1011 (Fed. Cir. 2004).

FFootnote 27.34. Irdeto Access, Inc. v. Echostar Satellite Corp., 383 F.3d 1295, 72
U.S.P.Q.2d (BNA) 1678 (Fed. Cir. 2004).

FFootnote 27.35. Novartis Pharms. Corp. v. Eon Labs Mfg., Inc., 363 F.3d 1306, 70
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U.S.P.Q.2d (BNA)1438 (Fed. Cir. 2004), wherein the Federal Circuit concludes that
statements in the specification and prosecution history support an adoption of a
more limited definition because the statements were helpful in choosing between
competing dictionary definitions. Multi-Tech Sys., Inc. v. Microsoft Corp., 357 F.3d
1340, 69 U.S.P.Q.2d (BNA) 1815 (Fed. Cir.), cert. denied, 125 S. Ct. 61 (2004).

#Footnote 27.36. Playtex, Prods., Inc. v. Procter & Gamble Co., 400 F.3d 901, 73
U.S.P.Q.2d (BNA) 2010 (Fed. Cir. 2005); and several earlier cases there cited for the
same proposition; Home Diagnostics, Inc. v. LifeScan, Inc., 381 F.3d 1352, 72
U.S.P.Q.2d (BNA) 1276 (Fed. Cir. 2004) (finding no disavowal in the specification or

in the prosecution history).

FFootnote 27.37. Playtex, Inc. v. Procter & Gamble Co., 400 F.3d 901, 73 U.S.P.Q.2d
(BNA) 2010 (Fed. Cir. 2005).

FFootnote 27.38. Alloc, Inc. v. Int'l Trade Comm'n, 342 F.3d 1361, 68 U.S.P.Q.2d
(BNA) 1161 (Fed. Cir. 2003).

¥Footnote 27.39. Rhoda Chimie v. PPG Indus., Inc., 402 F.3d 1371, 74 U.S.P.Q.2d
(BNA) 1321 (Fed Cir. 2005).

FFootnote 27.40. See Moleculon Research Corp. v. CBS, Inc., 793 F.2d 1261, 229
U.S.P.Q. (BNA) 805 (Fed. Cir. 1986), which the Hill-Rom court cited as an example

of referring to the Abstract in construing a claim.

FFootnote 27.41. Hill-Rom Co. v. Kinetic Concepts, Inc., 209 F.3d 1337, 54
U.S.P.Q.2d (BNA) 1437 (Fed. Cir. 2000).

?3:8 Singular and Plural Elements

The number of elements of a given type, if more than one, should also be stated
where the number is material to the claim:

A pair of arms . . .

Three springs . . .

A plurality of rods . . . (used for an indefinite humber, two or more). [The word
"multiplicity" is often used also, but this may tend to connote a fairly large number,
such as "a sieve having a multiplicity of perforations."]

At least five fingers . . . (used where there must be at least five but more would do).

The minimum (or as appropriate, maximum) number of elements necessary for the
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combination to function properly should be recited. The minimum number then
covers a larger number where, as is customary, the word "comprising" is used 2742
(section 2:5, above). The term "a pair" will cover two or any number greater than
two, but it will not cover only one. Where one or more will function, then one merely
claims either "a" or "an" element (singular) and this covers one or more than one.
sHowever, if the transition word following the claim preamble or the transition
preceding "a" or "an" is closed-ended, like "consisting of" or "composed of," then "a"
or "an" may be construed as closed-ended also, excluding the "one or more"
broader construction accepted if the transition is open-ended, like "comprising." 2s*
However, the context of a disclosed and/or claimed embodiment may make the
court interpret "a" following the transition word "comprising" to mean a single or
only one of the elements and exclude more than one of the elements. 2 In Abtox,
the court relied on the subsequent appearance of "said" before the element as
evidence that only one such element was claimed. (In this author's view, that
improperly restricts the claim with a "comprising" transition word and is contrary to
the usual understanding of "a" and "said" in a claim.) A more correct view is stated
in Elkay Mfg. Co. v. Ebco Mfg. Co., * wherein "a" or "an" suggests "one," but can also
mean "one or more than one" or "at least one," depending on the context in which
the article is used, ** when the claim has the open-ended transition, such as
"comprising." 2 As the claims used the open term "comprising" in their transition
phrases, the claims were not necessarily limited to a single feed tube or a single flow
path, even though the preferred embodiment showed a single feed tube and a single

flow path. =

The claim writer should take care in reciting plural elements and then referring to
those elements in singular form, as that creates a needless ambiguity in the claim.

34

In the unusual Markush grouping, "a" referring to a member of the group, "a" Lewis
acid inhibitor referred to only one member of the Markush grouping, not several of
them, because the Markush grouping was close-ended. =

Optionally, one sees "at least one .......... " or "at least two .......... ," or "at most
three .......... ," which are also correct. "At least one" means either one of the
elements or more than one of them. =*

However, unless the "at least one" clause unambiguously means fewer than all in
the particular claim, it can require one among all of the groups of elements recited.
In Superguide Corporation v. Direct TV Enterprises, Inc., ** the phrase was "at least
one of the desired program start time, the desired program end time, the desired
program service, and the desired program type" (emphasis added). The Federal
Circuit said "and" in this element meant that one from each of the four categories of
criteria was required to satisfy the claim element. Had the patentee used "or" rather
than "and," the construction of the claim element would have been that only one
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category was required. Note that the choice of conjunction becomes critical. In this
case, neither the specification nor the prosecution history provided a suggestion
that "or" might have been meant. Only in a properly drafted Markush Group should
"and" be used if fewer than all of the items or categories are to be designated for
inclusion in the claim elements joined by "and." ¢2

When claiming a combination, where more than one of a certain element is included
in the combination (for example, conveyor means), the term "at least two" means
the minimum number of a particular element required. *” This interpretation gives
effect to the recitation of the two distinct elements in the claimed structure.
Therefore, all claims would require two or more of the conveyor structure. Since
laymen are eventually considering claim language, that is, a judge or a jury, the
latter option may now be preferable, since the nuanced meaning of "comprising"
may not be so easily understood as "at least two . . . ," when a claim is meant to
cover any number greater than one of a particular element. An alternative
statement "one or more" would ordinarily be considered improper under the rule
against alternative claiming discussed in section 3:13, below. However, one case
allowed a claim including "a spline or splines."

Practitioners use the term "plurality." It means two or more, * up to infinity. s
Because "plurality" can mean as few as two, even when there are more of the
elements in question, the "plurality" can be fewer than all of the elements in
question, but not less than two. For example, "every field" means all of the fields,
while "each of a plurality of fields" can encompass all or fewer than all the fields, and
therefore mean "each of at least two fields." 2

When there is a maximum number of a particular element in a claimed combination,
the maximum is recited, for example, "at most three."

An open-ended numerical range is normally definite under 35 U.S.C. ?112 unless it
covers an apparently impossible situation. Particularly in chemical cases, where a
composition including a range of one element could exceed 100% of the total
quantity of ingredients, that claim with the open range is indefinite.

Where the quantity of a particular element is not material to the claim, there is no
benefit to reciting that there are a plurality of that element. Recite "a finger" and
leave it at that, or "at least one finger," if the plurality of fingers is obviously present.

Some practitioners advocate naming the element and then following that with the
word "means," such as "finger means." The latter phrasing is indefinite as to
number and yet encompasses any number. However, once the word "means" is used
in naming a claim element, it may be treated as a means-plus-function element
under 35 U.S.C. ?112, paragraph 6 (see section 3:25). Case precedents, discussed
below in the section on means clauses, may narrow the scope of means limitations,
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as compared with other limitations, whereby "finger means" may be more restricted
in scope than

"at least one finger," when a claim is interpreted for application to a possible
infringement.

In an earlier claim, a single one of an element may be claimed. A later dependent
claim may recite a plurality of those same elements, without redefining the features
of the element, and the parent claim provides antecedent support for the dependent
claim. “« For example, Claim 1 at section 3:1.1 above might have claimed "aleg .. ."
or "at least one leg," while Claim 2 could then recite "a plurality of the legs" or "at
least two of the legs."

Summary

State the minimum number of similar elements needed where more than one is
necessary to the claim. If any number more than one will do, use the phrase "a
plurality."

FOOTNOTES:

#Footnote 27.42. N. Am. Vaccine, Inc. v. Am. Cyanamid Co., 7 F.3d 1571, 8
U.S.P.Q.2d 1333 (Fed. Cir. 1993), where "a" meant only one because the transition
was not "comprising" (or the like word).

FFootnote 28. Abtox, Inc. v. Exitron Corp., 43 U.S.P.Q.2d (BNA) 1545, 1548 (Fed.
Cir. 1997), modified on other grounds, 46 U.S.P.Q.2d (BNA) 1735 (Fed. Cir. 1997);
Scanner Tech. Corp. v. ICOS Vision Sys. Corp., 365 F.3d 1299, 70 U.S.P.Q.2d (BNA)
1900 (Fed. Cir. 2004); KCJ Corp. v. Kinetic Concepts, Inc., 223 F.3d 1354, 55
U.S.P.Q.2d 1835 (Fed. Cir. 2000); Free Motion Fitness, Inc. v. Cybex Int'l, Inc., 2005
U.S. App. LEXIS 19886, ... F.3d ..., ... U.S.P.Q.2d (BNA) ... (Fed. Cir. Sept. 16, 2005).

FFootnote 28.1. Scanner Tech. Corp. v. ICOS Vision Sys. Corp., 365 F.3d 1299, 70
U.S.P.Q.2d (BNA) 1900 (Fed. Cir. 2004).

#Footnote 29. Id.

FFootnote 30. Elkay Mfg. Co. v. Ebco Mfg. Co., 52 U.S.P.Q.2d (BNA) 1109 (Fed. Cir.
1999).

#Footnote 31. TM Patents L.P. v. Int'l Bus. Mach. Corp., 72 F. Supp. 2d 370, 53
U.S.P.Q.2d (BNA) 1093, 1101 (S.D.N.Y. 1999); KCJ Corp. v. Kinetic Concepts, Inc.,
223 F.3d 1351, 55 U.S.P.Q.2d (BNA) 1835, 1839 (Fed. Cir. 2000).

FFootnote 32. Crystal Semiconductor Corp. v. TriTech Microelectronics Int'l, Inc.,
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246 F.3d 1336, 1347, 57 U.S.P.Q.2d (BNA) 1953, 1958 (Fed. Cir. 2001).

FFootnote 33. In Innovad, Inc. v. Microsoft Corp., 260 F.3d 1326, 59 U.S.P.Q.2d
(BNA) 1676, 1680-81 (Fed. Cir. 2001), "a single bi-state switch" where the main
transition word after the preamble was "comprising" did not preclude the presence
of other switches, even other bi-state switches, for other purposes than the stated
purpose for the single bi-state switch.

FFootnote 34. Superior Fireplace Co. v. Majestic Prods. Co., 270 F.3d 1358, 60
U.S.P.Q.2d (BNA) 1668 (Fed. Cir. 2001).

FFootnote 35. Abbott Labs. v. Baxter Pharm. Prods., Inc., 334 F.3d 1274, 67
U.S.P.Q.2d (BNA) 1191 (Fed. Cir. 2003). See KCJ Corp. v. Kinetic Concepts, Inc., 223
F.3d 1351, 55 U.S.P.Q.2d (BNA) 1835 (Fed. Cir. 2000).

FFootnote 36. Rhine v. Casio, Inc., 183 F.3d 1342, 51 U.S.P.Q.2d (BNA) 1377 (Fed.
Cir. 1999).

FFootnote 36.1. Superguide Corp. v. DirecTV Enters., Inc., 358 F.3d 870, 69
U.S.P.Q.2d (BNA)

1865 (Fed. Cir. 2004).
FFootnote 36.2. See section 6:2, infra, "Markush" Expressions.

FFootnote 37. Lantech, Inc. v. Keip Mach. Co., 27 U.S.P.Q.2d (BNA) 1906 (W.D. Mich.
1993), rev'd in part, remanded, 32 F.3d 542, 31 U.S.P.Q.2d (BNA) 1666 (Fed. Cir.
1994), and vacating, summary judgment granted, 1995 U.S. Dist. LEXIS 11636
(W.D. Mich. 1995).

¥Footnote 38. In re Pavlecka, 138 U.S.P.Q. (BNA) 118 (C.C.P.A. 1963).

FFootnote 39. York Prods., Inc. v. Cent. Tractor Farm & Family Ctr., 99 F.3d 1568, 40
U.S.P.Q.2d (BNA) 1619 (Fed. Cir. 1996). Plurality does not require three or more.
Dayco Prods., Inc. v. Total Containment, Inc., 258 F.3d 1317, 59 U.S.P.Q.2d (BNA)
1489 (Fed. Cir. 2001); Resquet.com Inc. v. Lansa, Inc., 346 F.3d 1374, 68
U.S.P.Q.2d (BNA) 1619 (Fed. Cir. 2003); Bilstad v. Wakalopulos, 386 F.3d 1116, 72
U.S.P.Q.2d (BNA) 1785 (Fed. Cir. 2004).

FFootnote 39.1. Bilstad v. Wakalopulos, 386 F.3d 1116, 72 U.S.P.Q.2d (BNA) 1785
(Fed. Cir. 2004).

FFootnote 39.2. Resquet.com Inc. v. Lansa, Inc., 346 F.3d 1374, 68 U.S.P.Q.2d
(BNA) 1619 (Fed.
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Cir. 2003).

FFootnote 40. Ex parte Moelands, 36 U.S.P.Q.2d (BNA) 1474, 1475 (Board of Patent
Appeals and Interferences 1987).

?3:9 Double Inclusion of Elements

One should be careful that precisely the same element is not included in the claim
twice under two different names. + This is an error known as "double inclusion." 2 In
non-chemical cases, the claim is rendered indefinite, and it may not be indefinite
only in Markush groups, as discussed below.

Sometimes the problem arises in writing dependent claims (see section 2:9, above),
where one might inadvertently add as an apparently new element something
already in the parent claim or in one of several earlier claims in a chain of dependent
claims. This is likely to occur in a complicated structure with many elements.

Sometimes the double recitation occurs because an element is recited broadly in an
earlier claim and then mentioned in greater detail using a different name in a later
claim. For example, Claim 1 (section 3:1.1, above) calls for "means for oscillating
the container." If Claim 2 recited "A combination as recited in Claim 1, further
comprising a motor, . . ." it would be improper since the motor is part of the means
for oscillating in Claim 1. Instead, refer back to the recited element: "A combination
as recited in Claim 1, wherein the oscillating means comprises a motor . . ." If two
differently named elements of a claim each contain some or much common
structure, but not entirely common structure, it is not double inclusion to give those
elements different names so long as at least some structure is different.

Sometimes the double recitation occurs because the same element is mentioned a
second time in the same claim or in a series of claims introduced by the indefinite
n n

article "a" or "an," rather than by a definite article "the" or "said," which refers the
reader back to the first appearance of the element in the claim or series of claims.

44

MPEP section 2173.05(0) describes the unique situation in a Markush group (section
6:2) wherein there may be some overlapping in the members of the group. A group
including "halogens" and "chloro" appears to overlap where alternatives are recited
("or"). But decisions reported in the MPEP section suggest opposite outcomes on the
indefiniteness issue.

Summary

Do not put the same element in the claim twice under two different names. Watch
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dependent claims so as not to add as a further element something already included
in a previous claim from which the new claim depends.

FOOTNOTES:
FFootnote 41. See section 3:7, supra, about a consistent name for each element.

FFootnote 42. MPEP ?2173.05(0).

FFootnote 43. See further comments on this, with respect to "means" clauses, in
section 3:25.

FFootnote 44. See section 3:3, supra, relating to how to avoid inferential claiming of
elements.

?3:10 Use of Reference Numerals in Claims

Reference numerals corresponding to the specific elements or parts shown in the
drawings may be used in claims. This practice, common in some foreign countries,
4 has been very rare in the United States. MPEP section 608.01(m) provides for this
practice on an optional and nonlimiting basis:

Reference characters corresponding to elements recited in the detailed description
and the drawings may be used in conjunction with the recitation of the same
element or group of elements in the claims. The reference characters, however,
should be enclosed within parentheses so as to avoid confusion with other numbers
or characters which may appear in the claims. The use of reference characters is to
be considered as having no effect on the scope of the claims.

Although this technique may seem helpful in interpreting claims as long as the claim
scope is not limited by the parenthetical numerals, it is almost never used at present,
and many attorneys probably consider the practice unsafe. For example, when the
claim is being interpreted for equivalents by a court, the court may still limit the
scope of claim breadth due to the presence of numbers referring to drawings of an
embodiment, despite the Manual's recommending (for examiners but not for judges)
that the reference characters have no effect.

Summary

Do not use reference characters from the drawings in claims, but it is not wrong to
do so (if placed in parentheses).

FOOTNOTES:
FFootnote 45. For example, some countries may require numerals throughout the
claim and other countries may require numerals only in the body of the claim after
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the preamble and transition. In the latter countries, the preamble includes material
known in the art and numerals are not there required.

FFootnote 46. See also MPEP ?2173.05(s).
?3:11 Antecedents; Indefiniteness

MPEP section 2173.05(e) describes how one claims new elements or refers back to
elements already named. The first time an element or part is mentioned, it should
not be preceded by a definite article ("the") or by "said." Instead the indefinite
article ("a" or "an") should be used, as in Claim 1: "a container," "a base," etc. 4" This
practice merely follows normal rules of grammar. Plural elements are not preceded
by articles, as there is no plural indefinite article. Thus "containers." Sometimes an
element is preceded by a numerical adjective when it is introduced in a claim, as
"two containers." A "means for" clause requires no article: "means for

oscillating . . ." Note that none of these uses a definite article. When each previously
identified element or part is referred to again, the definite article should be used, as
"the container," "the base," or "the oscillating means" in Claim 1; or "the two
containers," or simply "the two containers." 4

If the definite article is not used for each subsequent appearance of the element and
if an indefinite article is used, this will suggest to the reader that a new element is
being identified, rather than the previously named element, and this will cause
improper double inclusion of the element. 4

The word "said" is used by many practitioners rather than "the" to refer back to
previously recited elements, sometimes to a previously recited anything. This
practice is unobjectionable, although perhaps overly legalistic. If "saids" or "thes"
are used, one should be consistent in the usage and not alternate between those
words in repetitions of the same element or among different elements. (However,
one often sees alternation between "said" and "the" within a claim without any
apparent reason, and there is usually no objection as to this form by an Examiner at
the Patent Office.) One common style is to use "said" only for the elements
themselves, and "the" for everything else. The expression "the said" which one
sometimes sees is a patent redundancy and should be avoided.

When referring back to an element, it must be perfectly clear which element. The
claim must be consistent within itself. For example, if two different levers or gears
have been individually described in the claim, it is improper to refer back to "said
lever" or "said gear"; s° refer to "said first gear," "said drive gear," etc., and
correspondingly to the lever.

Similarly, if a motor has been recited, do not refer back to "said drive means," that
is, never change the name that was first given to an element.
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In another example, the claim recited "a handle" and then something connected to
"a handle"; thus it was not clear whether the first handle was meant or a different
one. Such descriptions are "indefinite." It is also improper to describe additional
details of an element when referring back to that element as an antecedent; for
example, if "a gear" has been recited, it would be improper to refer to "said plastic
gear." This is also called an "indirect limitation." To introduce the "plastic" nature of
the gear, use a describing clause, "the gear is plastic" or "the gear is comprised of
plastic."”

MPEP section 2173.05(e) states that inherent components of elements have
antecedent basis in the recitation of the components themselves. An example cited
is "the outer surface of said sphere." The sphere inherently has an outer surface so
one need not specifically recite that surface as an element. Other examples exist: A
rod has ends, a pivot bearing has a pivot axis. But it is not always clear as to what
is inherent. Does an engine always have a drive shaft? Does a bicycle always have
wheels? Can we say these are inherent features that need not be introduced first as
claim elements, for example, the engine having a drive shaft or the bicycle having
wheels? Perhaps it is preferred for certain definiteness that any feature of a claimed
element, no matter how likely to be inherent, should be positively recited if required
in a claim, for example, the sphere having an outer surface, the bicycle having
wheels. Examiners at the U.S. Patent and Trademark Office have often been
requiring antecedents for every element introduced with "the" or "said." Providing
antecedents always is thus preferable.

Claim limitations are often of such length that an attempt to refer back to an earlier
mentioned element may introduce an ambiguity: "a handle connected to the gear,
which is supported on the axis to pivot about it." To what does "which" and "it" refer,
the handle, the gear, or the axis? Better would be "a handle connected to the gear,
the handle is supported on the axis to pivot about the gear"--no ambiguity there. Do
not hesitate to repeat the name of an element each time it appears in a clause (the
handle). Avoid using indefinite words to refer back (which or that) or pronouns that
do not mention the name of the element (it) unless there can be no doubt which
element is being indicated. Wherever there is a second element between a first
mentioned element and a later word referring back, as occurred in the above
handle/gear/axis example, use of an indefinite reference back should be avoided, as
ambiguity is virtually unavoidable.

In dependent claims also, one must be careful to avoid confusion between elements
in any parent claims (or claims) and elements added by the dependent claim.

All such rejections or objections on matters of claim form are based upon claim
"indefiniteness" of the claim and trace from 35 U.S.C. ?112, that is, the subject
matter has not been "particularly pointed out and distinctly claimed," meaning that
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the examiner cannot tell what the claim covers. 5t In In re Miller, s2 the court held
that an "indefiniteness" rejection must be based on section 112, = and held that the
Patent and Trademark Office could not reject the claim under section 103
(obviousness) by ignoring the allegedly indefinite words. ¢ The Miller court said: "All
words in a claim must be considered in judging the patentability of that claim
against the prior art."

This question arises in many contexts, such as preamble limitations (section 6:7),
mental steps (section 4:9), functional language (section 3:22), printed matter
(section 8:6), and others.

Ex parte Schaefer 5 holds that:

Omission of some elements of the device [the complete device described in the
specification, through the use of the preamble "comprising"--Section 7] makes the
claim broad, but not vague, indefinite or misdescriptive.

In other words, the court and Board are saying to the examiner: "reject broad
claims on prior art, if you can find any, but not under section 112 as 'indefinite,’ etc.
Section 112 applies only where you cannot understand what the claim covers." s¢
However, a claim that omits essentials can be rejected as incomplete under section
112. MPEP section 2173.05(l) recites:

A claim can be rejected as incomplete if it omits essential elements, steps or
necessary structural cooperative relationship of elements, such omission amounting
to a gap between the elements, steps or necessary structural connections. . . .
Greater latitude is permissible with respect to the definition in a claim of matters not
essential to novelty or operability than with respect to matters essential thereto.

Summary

Use "a" or "an" the first time you mention an element or part in a claim, where
grammatical rules dictate. Use "the" or "said" after that, when referring again to the
same element or part. Make sure the claim is consistent with itself, that each "the"
or "said" element has one and only one clear antecedent in the claim, and that
consistent, definite phraseology is used throughout the claim. In general, make
sure the claim is definite and clearly understandable as to what it covers and how it
reads on the detailed description and drawing.

FOOTNOTES:

FFootnote 47. See Abtox, Inc. v. Exitron Corp., 43 U.S.P.Q.2d (BNA) 1545, 1548
(Fed. Cir. 1997), modified on other grounds, 46 U.S.P.Q.2d (BNA) 1735 (Fed. Cir.
1997).
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FFootnote 48. See section 3:3, supra, relating to inferential claiming.

FFootnote 49. MPEP ?2173.05(e); Ex parte Oetiker, 23 U.S.P.Q.2d (BNA) 1651,
1655 (Board of Patent Appeals and Interferences 1992).

¥Footnote 50. In Superior Fireplace Co. v. Majestic Prods. Co., 270 F.3d 1358, 60
U.S.P.Q.2d (BNA) 1668 (Fed. Cir. 2001), the claim first introduced "rear walls" and
the next limitation referred to "the rear wall." The latter limitation is in the singular,
the former is in the plural, and the claim is ambiguous.

FFootnote 51. See MPEP ?706.03(d); In re Venezia, 189 U.S.P.Q. (BNA) 149, 151
(C.C.P.A. 1976).

FFootnote 52. In re Miller, 169 U.S.P.Q. (BNA) 597, 600 (C.C.P.A. 1971).
¥Footnote 53. MPEP ?706.02.
¥Footnote 54. Citing In re Wilson, 165 U.S.P.Q. (BNA) 494 (C.C.P.A. 1970).

FFootnote 55. Ex parte Schaefer, 171 U.S.P.Q. (BNA) 110 (Board of Patent Appeals
and Interferences 1970).

FFootnote 56. See also "incomplete" claims, section 8:7, infra.

?3:12 Relative Terminology

Comparative words are also indefinite, that is, they are unbased comparisons,
unless those words have been clearly defined in the disclosure or specification
and/or the basis of the comparison, what is being compared, is stated and/or one of
ordinary skill in the art, in view of the prior art and the status of the art, would be
apprised of the scope of the claim. 57 Typically, a comparative word expresses a
measure or magnitude, but has no meaning in a claim unless expressly defined in
the specification: ". . . a predetermined distance of under three meters. . . ." Usually,
those comparative words can mean virtually anything. If a distance is
"predetermined" or a quantity is "sufficient," how much or how great are these
amounts? It is best not to use such terms at all in the claims. "A claim may be
rendered indefinite by reference to an object that is variable." s The Manual section
provides examples decided by the Board of Appeals.

In Norton Co. v. Bendix Corp., = a claim was held invalid for indefiniteness for
inclusion of the phrases "closely spaced" and "substantial distance." Apparently,
these features or relationships were important to novelty, and the specification did
not define them. The testimony showed that a potential infringer could not tell, nor
could the patentee, just what infringed and what did not. e°


http://www.lexis.com/research/retrieve?_m=3761b605084cbcfb81dd8085118a07ef&csvc=lt&cform=byCitation&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=d36ca4439165e8fdd5c6d48517862d78#r48#r48
http://www.lexis.com/research/retrieve?_m=3761b605084cbcfb81dd8085118a07ef&csvc=lt&cform=byCitation&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=d36ca4439165e8fdd5c6d48517862d78#r49#r49
http://www.lexis.com/research/buttonTFLink?_m=22458c146dc877f0090c636f5056d441&_xfercite=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5bLandis%20on%20Mechanics%20of%20Patent%20Claim%20Drafting%20%a7%203%3a11%5d%5d%3e%3c%2fcite%3e&_butType=3&_butStat=2&_butNum=14&_butInline=1&_butinfo=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5b23%20U.S.P.Q.2D%20%28BNA%29%201651%2cat%201655%5d%5d%3e%3c%2fcite%3e&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=45122c5ea8978fef750dc2e2a1926d78
http://www.lexis.com/research/buttonTFLink?_m=22458c146dc877f0090c636f5056d441&_xfercite=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5bLandis%20on%20Mechanics%20of%20Patent%20Claim%20Drafting%20%a7%203%3a11%5d%5d%3e%3c%2fcite%3e&_butType=3&_butStat=2&_butNum=14&_butInline=1&_butinfo=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5b23%20U.S.P.Q.2D%20%28BNA%29%201651%2cat%201655%5d%5d%3e%3c%2fcite%3e&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=45122c5ea8978fef750dc2e2a1926d78
http://www.lexis.com/research/retrieve?_m=3761b605084cbcfb81dd8085118a07ef&csvc=lt&cform=byCitation&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=d36ca4439165e8fdd5c6d48517862d78#r50#r50
http://www.lexis.com/research/buttonTFLink?_m=22458c146dc877f0090c636f5056d441&_xfercite=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5bLandis%20on%20Mechanics%20of%20Patent%20Claim%20Drafting%20%a7%203%3a11%5d%5d%3e%3c%2fcite%3e&_butType=3&_butStat=2&_butNum=15&_butInline=1&_butinfo=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5b270%20F.3d%201358%5d%5d%3e%3c%2fcite%3e&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=7149ee8d349629f4319bcd4271cc4185
http://www.lexis.com/research/buttonTFLink?_m=22458c146dc877f0090c636f5056d441&_xfercite=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5bLandis%20on%20Mechanics%20of%20Patent%20Claim%20Drafting%20%a7%203%3a11%5d%5d%3e%3c%2fcite%3e&_butType=3&_butStat=2&_butNum=15&_butInline=1&_butinfo=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5b270%20F.3d%201358%5d%5d%3e%3c%2fcite%3e&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=7149ee8d349629f4319bcd4271cc4185
http://www.lexis.com/research/retrieve?_m=3761b605084cbcfb81dd8085118a07ef&csvc=lt&cform=byCitation&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=d36ca4439165e8fdd5c6d48517862d78#r51#r51
http://www.lexis.com/research/buttonTFLink?_m=22458c146dc877f0090c636f5056d441&_xfercite=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5bLandis%20on%20Mechanics%20of%20Patent%20Claim%20Drafting%20%a7%203%3a11%5d%5d%3e%3c%2fcite%3e&_butType=3&_butStat=2&_butNum=16&_butInline=1&_butinfo=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5b189%20U.S.P.Q.%20%28BNA%29%20149%2cat%20151%5d%5d%3e%3c%2fcite%3e&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=724fd99e077370cb17e7ae8e6c82f5a8
http://www.lexis.com/research/buttonTFLink?_m=22458c146dc877f0090c636f5056d441&_xfercite=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5bLandis%20on%20Mechanics%20of%20Patent%20Claim%20Drafting%20%a7%203%3a11%5d%5d%3e%3c%2fcite%3e&_butType=3&_butStat=2&_butNum=16&_butInline=1&_butinfo=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5b189%20U.S.P.Q.%20%28BNA%29%20149%2cat%20151%5d%5d%3e%3c%2fcite%3e&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=724fd99e077370cb17e7ae8e6c82f5a8
http://www.lexis.com/research/retrieve?_m=3761b605084cbcfb81dd8085118a07ef&csvc=lt&cform=byCitation&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=d36ca4439165e8fdd5c6d48517862d78#r52#r52
http://www.lexis.com/research/buttonTFLink?_m=22458c146dc877f0090c636f5056d441&_xfercite=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5bLandis%20on%20Mechanics%20of%20Patent%20Claim%20Drafting%20%a7%203%3a11%5d%5d%3e%3c%2fcite%3e&_butType=3&_butStat=2&_butNum=17&_butInline=1&_butinfo=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5b169%20U.S.P.Q.%20%28BNA%29%20597%2cat%20600%5d%5d%3e%3c%2fcite%3e&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=7ff969d37e4ba50998ca5d5c96ad224d
http://www.lexis.com/research/retrieve?_m=3761b605084cbcfb81dd8085118a07ef&csvc=lt&cform=byCitation&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=d36ca4439165e8fdd5c6d48517862d78#r53#r53
http://www.lexis.com/research/retrieve?_m=3761b605084cbcfb81dd8085118a07ef&csvc=lt&cform=byCitation&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=d36ca4439165e8fdd5c6d48517862d78#r54#r54
http://www.lexis.com/research/buttonTFLink?_m=22458c146dc877f0090c636f5056d441&_xfercite=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5bLandis%20on%20Mechanics%20of%20Patent%20Claim%20Drafting%20%a7%203%3a11%5d%5d%3e%3c%2fcite%3e&_butType=3&_butStat=2&_butNum=18&_butInline=1&_butinfo=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5b165%20U.S.P.Q.%20%28BNA%29%20494%5d%5d%3e%3c%2fcite%3e&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=379f77d89ca242c4e27047e109be95af
http://www.lexis.com/research/retrieve?_m=3761b605084cbcfb81dd8085118a07ef&csvc=lt&cform=byCitation&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=d36ca4439165e8fdd5c6d48517862d78#r55#r55
http://www.lexis.com/research/buttonTFLink?_m=22458c146dc877f0090c636f5056d441&_xfercite=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5bLandis%20on%20Mechanics%20of%20Patent%20Claim%20Drafting%20%a7%203%3a11%5d%5d%3e%3c%2fcite%3e&_butType=3&_butStat=2&_butNum=19&_butInline=1&_butinfo=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5b171%20U.S.P.Q.%20%28BNA%29%20110%5d%5d%3e%3c%2fcite%3e&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=6371b33eee1bbafc7522b9de603cdbe0
http://www.lexis.com/research/retrieve?_m=3761b605084cbcfb81dd8085118a07ef&csvc=lt&cform=byCitation&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=d36ca4439165e8fdd5c6d48517862d78#r56#r56
http://www.lexis.com/research/retrieve?_m=3490dd6f3ccd252aa1727e98908b86e1&csvc=lt&cform=byCitation&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=25de32bbda1d0cc8d91570b5df307191#n57#n57
http://www.lexis.com/research/retrieve?_m=3490dd6f3ccd252aa1727e98908b86e1&csvc=lt&cform=byCitation&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=25de32bbda1d0cc8d91570b5df307191#n58#n58
http://www.lexis.com/research/retrieve?_m=3490dd6f3ccd252aa1727e98908b86e1&csvc=lt&cform=byCitation&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=25de32bbda1d0cc8d91570b5df307191#n59#n59
http://www.lexis.com/research/retrieve?_m=3490dd6f3ccd252aa1727e98908b86e1&csvc=lt&cform=byCitation&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=25de32bbda1d0cc8d91570b5df307191#n60#n60
http://www.lexis.com/research/retrieve?_m=3761b605084cbcfb81dd8085118a07ef&csvc=lt&cform=byCitation&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=d36ca4439165e8fdd5c6d48517862d78
http://www.lexis.com/research/retrieve?_m=3761b605084cbcfb81dd8085118a07ef&csvc=lt&cform=byCitation&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=d36ca4439165e8fdd5c6d48517862d78
http://www.lexis.com/research/retrieve?_m=3761b605084cbcfb81dd8085118a07ef&csvc=lt&cform=byCitation&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=d36ca4439165e8fdd5c6d48517862d78
http://www.lexis.com/research/retrieve?_m=3761b605084cbcfb81dd8085118a07ef&csvc=lt&cform=byCitation&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=d36ca4439165e8fdd5c6d48517862d78
http://www.lexis.com/research/retrieve?_m=3761b605084cbcfb81dd8085118a07ef&csvc=lt&cform=byCitation&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=d36ca4439165e8fdd5c6d48517862d78
http://www.lexis.com/research/retrieve?_m=3761b605084cbcfb81dd8085118a07ef&csvc=lt&cform=byCitation&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=d36ca4439165e8fdd5c6d48517862d78
http://www.lexis.com/research/retrieve?_m=3761b605084cbcfb81dd8085118a07ef&csvc=lt&cform=byCitation&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=d36ca4439165e8fdd5c6d48517862d78
http://www.lexis.com/research/retrieve?_m=3761b605084cbcfb81dd8085118a07ef&csvc=lt&cform=byCitation&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=d36ca4439165e8fdd5c6d48517862d78

Not only words like "more" or "less" or the like are comparative. In In re Cruciferous
Sprouts Litigation, ¢* the words were "rich in glucosinolates" and "high Phase 2
enzyme-inducing potential." The words "rich" and "high" are comparative. They
were not indefinite, as the specification explained them. But they were also not
limited in scope to the values stated in the specification, and instead those terms,
which had ordinary meanings, were given what the court said are their ordinary
meanings. ©

In Minnesota Mining & Mfg. Co. v. Chemque, Inc., ¢ the claim term "effective
amount" was defined by the court with reference to the arguments found in the
prosecution history.

On the other hand, if the comparative word is not clearly defined in the specification,
but is instead compared with something else and the relationship between them is
in the claim element, then the claim element may not be indefinite. s For example,
if the container of Claim 1 in section 3:1.1 were capable of being filled with a
"predetermined" quantity of articles, that would not say how many and the
limitation would be indefinite if patentability hinged on that capability. But if the
predetermined quantity were defined as less than the quantity the legs could
support, then for the critical aspect of that predetermined quantity, there is
adequate definition. The claim, or one dependent on it, might recite: "the plurality of
legs being adapted to support up to a predetermined quantity of the articles; the
container being shaped to contain up to fewer than the predetermined quantity of
the articles." Whatever is a "predetermined" quantity, its meaning as a comparative
term is explained. Numerous other words suggesting magnitude can be definite in a
claim if used comparatively: "more than the minimum . . . ," "shorter than the
preset value . . ." MPEP section 2173.05(b) provides an example of an acceptable
comparative, wherein something was "dimensioned as to be insertable through the
space between the doorframe . . . and one of the seats." The comparative here had
a measurable standard. ¢

MPEP section 2173.05(b) also discusses precedents relating to other comparative
words, "about": yes and no; "essentially": definite; "similar": indefinite;
"substantially": usually definite (and often used in claims); "type" when added to a
definite expression made it indefinite. Also held indefinite were: "relatively"; "on the
order of"; "or like material"; "comparable"; "superior." s Definiteness requires it be
explained in the specification, be compared with something else specifically, or be a

term known to one of skill in the art. But "relatively" has also been held definite. ¢

In EMI Group North America Inc. v. Intel Corp., ¢ a "relatively thicker layer of oxide"
was not indefinite because the court found the applicant for patent had used that
term to distinguish from prior art during application prosecution and the court was
able to use the same distinction to find noninfringement of the claim.
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However, if patentability of the claim will not depend on the actual or comparative
magnitude of the element described with a comparative term, then the claim will not
be indefinite. It is not useful to claim that the container is fillable with a
predetermined quantity of articles, as one does not know how many are in that
predetermined quantity. But, it is not harmful, because patentability is not premised
on that quantity.

The cases on indefiniteness can be confusing and may turn on specific facts adduced
at trial, long after the claim was written and patented.

Summary

Avoid use of comparative words, unless defined in the specification or the critical
aspect of the comparison is also claimed.

FOOTNOTES:
FFootnote 57. MPEP ?2173.05(b).

FFootnote 58. Id.

FFootnote 59. Norton Co. v. Bendix Corp., 171 U.S.P.Q. (BNA) 449 (2d Cir. 1971).
FFootnote 60. See Ex parte Oetiker, 23 U.S.P.Q.2d (BNA) 1651, 1654-56, 1658-60
(Board of Patent Appeals and Interferences 1992), for phrases held not to define

relationships, discussed in 3:16, infra.

FFootnote 61. In re Cruciferous Sprout Litig., 301 F.3d 1343, 64 U.S.P.Q.2d (BNA)
1202 (Fed. Cir. 2002).

FFootnote 62. See Innovad, Inc.v. Microsoft Corp., 260 F.3d 1326, 59 U.S.P.Q.2d
(BNA) 1676, 1680 (Fed. Cir. 2001).

¥Footnote 63. Minn. Mining & Mfg. Co. v. Chemque, Inc., 303 F.3d 1294, 64
U.S.P.Q.2d (BNA)

1270, 1276 (Fed. Cir. 2002).

FFootnote 64. Cf. Moore U.S.A., Inc. v. Standard Register Co., 229 F.3d 1091, 56
U.S.P.Q.2d (BNA) 1225, 1238-39 (Fed. Cir. 2000).

FFootnote 65. In Innovad, Inc. v. Microsoft Corp., 260 F.3d 1326, 59 U.S.P.Q.2d
(BNA) 1676, 1680 (Fed. Cir. 2001), the court upheld the term "small volume" as
meaning smaller than prior art telephone dialers. The court found no definition of
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"small" in this specification, but found a relationship between the "small volume"
and its purpose, without relationship to any specific size. (Here, a perhaps
insufficient disclosure of a claim that included an unbased comparison was saved by
a court's detailed analysis. Had the actual relationship desired been claimed, the
issue would not have arisen.)

FFootnote 66. Ex parte Oetiker, 23 U.S.P.Q.2d (BNA) 1651, 1655, 1658-60 (Board
of Patent Appeals and Interferences 1992).

FFootnote 67. Allergan Sales, Inc. v. Pharmacia & UpJohn, Inc., 42 U.S.P.Q.2d (BNA)
1560 (S.D. Cal. 1997).

FFootnote 68. EMI Group N. Am., Inc. v. Intel Corp., 157 F.3d 887, 48 U.S.P.Q.2d
(BNA) 1181

(Fed. Cir. 1998), cert. denied, 119 S. Ct. 1756 (1999).
?3:13 Alternative Expressions

Alternative expressions are not per se indefinite. Instead, they are permitted if they
present no ambiguity with respect to the question of scope or clarity of the claims.
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Use of "or" to state an alternative is acceptable under 35 U.S.C. ?112, second
paragraph. In re Gaubert ™ found acceptable "made entirely or in part of" and "iron,
steel or any other magnetic material." In Kustom Signals, Inc. v. Applied Concepts,
Inc. 2 the patent claimed searching for the strongest or the fastest signal in radar
processing. The court held that the alternative expressions "or" or "either" excluded
a device that did both without operator selection of one alternative. The dissent said
that the "or" expression should be construed as "one or another or both," but the
majority held otherwise.

The primary example of an acceptable alternative is a Markush group (section 6:2).

If you do not intend to claim a Markush group, but want to express alternatives, it
must be done carefully or the alternatives will be treated effectively as a Markush
group and, for example, prior art as to one member of the group may anticipate the
entire group. In Brown v. Air Products and Chemicals, Inc., ™ the patent claimed
setting year data in a computer clock in "at least one of two-digit, three-digit, or
four-digit representations." The patentee intended that the apparatus be able to
perform all three alternatives. But the language used did not encompass all three,
because it was merely stated alternatively in a Markush group. If the patentee
meant the capability was as to all three alternatives, that should have been said,
that is, without "at least" and here, too, without "or."
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It is ordinarily improper to use alternative expressions for a single element or part
in a claim. Thus, it is improper to state: "a spring or a weight for urging the carriage
against the stop [assuming the carriage and stop had been defined]." In effect, that
would be two claims. Also, it is indefinite in that the reader does not know which one,
the spring or the weight, infringes the claim, based on the claim language. Some
case precedents suggest alternative language may sometimes be acceptable:
"made entirely or in part of . . ." ™ But better practice says to avoid that.

The way to avoid alternative expressions is to find or invent some expression that is
generic to both embodiments or species, such as "means for biasing" in the above
example. (See section 6:2 on Markush expressions for a limited exception in certain
types of chemical cases where an element is selectable from a list of similar ones.)

Old section MPEP section 706.03(d) appeared to permit some limited use of
alternative expressions:

Alternative expressions such as "brake or locking device" may make a claim
indefinite if the limitation covers two different elements. If two equivalent parts are
referred to such as "rods or bars," the alternative expression may be considered
proper.

Since the precise boundaries of equivalent parts often are not clear, and since
alternatives were previously considered improper per se, it is suggested that this
device not be used. Note the Pavlecka case s sanctioning "a spline or splines."

Similarly, attempted alternative or hedged expressions (for example, "a drive
means, such as a motor," or "a holder, preferably a perforated box") are considered
improper. 7 "Description of examples or preferences is properly set forth in the
specification rather than the claims." 77 These expressions are alternative and really
an attempt to present two different claims--one broad, one narrower--at the same
time. If it is not clear whether the claimed narrower range is a claim limitation, it is
improper. 2 The MPEP gives examples: "R is halogen, for example, chlorine";
"material such as rock wool or asbestos"; "hydrocarbons such, for example, as the
vapor"; "normal conditions, such as while in the container." 7 But note, while
"material such as rock wool or asbestos" is improper for it is not limiting, "rock wool
or asbestos" would be a proper alternative. Each claim must cover a single
combination with an ascertainable scope, not several combinations of different
scope.

The solution, of course, is to use the broader term for the first claim and, if
important, the narrower term or alternative structure in other claims.

In In re Wolfrum & Gold, # the court expressly held that a Markush claim (section
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6:2) to "patentably distinct" species A and B could not be rejected under 35
U.S.C. ?112. = The claim in question was very definitely an alternative claim to
groups of compounds A or B, but the court held that section 112 would not support
such a rejection, because it was clear what the applicant intended to claim, and that
is all section 112 requires. Note, there would never be any indefiniteness problem
per se in an alternative claim: applicant would clearly intend to claim combination A
or combination B, assuming each alternative was clearly defined.

In In re Haas, # the court held that such claims could not be rejected under 35
U.S.C. 7101, defining the statutory classes of patentable subject matter. &

It is not clear what other statutory clause might support a rejection of an alternative
claim, and if all rejections of claims must be based on specific sections of the statute,
the Wolfrum case might open up claim drafting practices to any and all definite
forms of alternative claims (for example, "a spring or a weight for biasing"). There
would be no question as to what the applicant regards as the invention, the spring
or the weight. By extension, one might be allowed to claim a lawn sprinkler or a
popcorn popper, totally different inventions, assuming each was defined clearly, so
far as section 112 is concerned. But these products are so independent that they
could not appear in one claim.

Even under a doctrine permitting express alternatives, such alternative expressions
as "a spring or the like" might be barred because it would not be definite what "or
the like" might be.

"Optionally," as in "containing A, B and optionally C" is not considered indefinite as
there is no ambiguity as to the alternatives covered in the claim. & If the list of
potential alternatives can vary, leading to ambiguity, the claim is indefinite under
section 112, paragraph 2. This is quite a change, in the view of an experienced
practitioner. But it illustrates how far MPEP section 2173.05(h) goes in permitting
alternatives.

Summary

Avoid alternative expressions, particularly names of parts. Make what claims cover
definite.

FOOTNOTES:
#Footnote 69. MPEP ?2173.05(h).

#Footnote 70. MPEP ?2173.05(h)II.

¥Footnote 71. In re Gaubert, 524 F.2d 1222, 187 U.S.P.Q. (BNA) 664 (C.C.P.A.
1975).
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FFootnote 72. Kustom Signals, Inc. v. Applied Concepts, Inc., 264 F.3d 1326, 604
U.S.P.Q.2d (BNA) 1135 (Fed. Cir. 2001).

FFootnote 73. Brown v. Air Prods. & Chems., Inc., 229 F.3d 1120, 56 U.S.P.Q.2d
(BNA) 1456 (Fed. Cir. 2001); Brown v. 3M, 265 F.3d 1349, 60 U.S.P.Q.2d (BNA)
1375 (Fed. Cir. 2001).

#Footnote 74. MPEP ?2173.05(h).

#Footnote 75. In re Pavlecka, 138 U.S.P.Q. (BNA) 118 (C.C.P.A. 1963).
#Footnote 76. MPEP ?2173.05(d).

¥Footnote 77. Id.

¥Footnote 78. Id.

FFootnote 79. Id.

#Footnote 80. In re Wolfrum & Gold, 179 U.S.P.Q. (BNA) 620 (C.C.P.A. 1973).
¥Footnote 81. See further discussion of Wolfrum in section 8:8, infra.)
#Footnote 82. In re Haas, 179 U.S.P.Q. (BNA) 623 (C.C.P.A. 1973).

FFootnote 83. See discussion of that Haas in section 6:2.

FFootnote 84. MPEP ?2173.05(h)III. Ex parte Cordova, 10 U.S.P.Q.2d (BNA) 1949
(Board of Patent Appeals and Interferences 1989); Ex parte Wu, 10 U.S.P.Q.2d
(BNA) 2031

(Board of Patent Appeals and Interferences 1989).

?3:14 Parts or Features of Elements

It is necessary to describe everything about each element that is pertinent to a
claim of the scope to be drafted. & That is, where material to the claim, one must
describe such features as

(1) the constituent parts of the element and how they are related;

(2) details of construction such as apertures, rounded ends, etc.;
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(3) the size, shape, and geometry of the element or any of its parts; and
(4) the materials of construction used.

If the orientation of an element (horizontal, vertical) or its location (above or below
some other element) is important, that should be stated.

The foregoing list is illustrative, not exclusive. The rule is to describe everything
about the element that is necessary to the claim and no more. Of course, the claim
drafter must distinguish between the elements of the claim and the parts of the
elements; sometimes an item of structure may be made either a separate element
or a part of an element, depending on how the elements are defined. In case of
doubt, make the item a separate element.

One problem comes with unbased comparatives, such as "thick," "heavy," "small."
These will frequently be considered vague and indefinite by the examiner. # The
remedy here usually is to relate the property to some other element or to an
external standard, such as "smaller than the ............. " or "having a specific gravity
greater than one." In this area, there is a "rule of reason," and such qualifiers as
"resilient," "flexible," etc., are usually accepted without question.

If many features of elements are essential to the claim, they should be described in
some logical order, usually a matter of choice, using subordinate clauses as
necessary. But watch out for grammar, particularly verb tenses, and make sure the
claim continues to read as a proper sentence (section 2:2, above). One example of
a description of a moderately complex element follows:

.. . acarriage on which the bending fingers and the article holder are mounted, the
carriage being mounted in the guideway of the base for sliding movement between
the first and second stops, the carriage having a transverse guide slot in its upper
surface in which the article holder is mounted for relative sliding movement toward
and away from the bending fingers, . . . [Note the "the bending fingers," etc., would
have been described in previous clauses.]

As much detail is stated as is necessary, in the easiest way possible.

It is ordinarily best to describe all of the salient features of each element in the
clause pertaining to that element, even though the purpose for a feature of the
element does not appear until later in the claim. This is preferred over reciting
features of one element at different points throughout the claim. It is easier to
develop a mental picture of an element, and when there is a drawing, to see all of
the features of the element at one time in the drawing, when the claim recites all of
the features of that element before moving on to describe another element.
However, this is not mandatory, and sometimes other techniques make the claim
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easier to understand and should be used.

Similarly, it is usually best to tell how an element moves or cooperates with other
elements at the point where all of the background has been described, rather than
waiting until the end of the claim.

The paragraphing of a claim is useful for this describing of the salient features, since
a paragraph can recite all of the features of an element before moving on to the next
element in the next paragraph.

It should be noted that Claim 1 (section 3:1.1) does not include any features of
elements, as this was not necessary to describe the simple shaker claimed. However,
assume that the shaker is a popcorn popper and is to be so claimed, and that the
holes in the container (Example I, Fig.-1) are important and must be defined.

Clause (@) of Claim 1 might read:

A container for receiving kernels of corn to be popped, the container having a
perforated bottom with apertures smaller in size than the kernels;

Other examples of expressions defining features of elements:

a disc of resilient material having a peripheral groove . . .

a relay having two windings . . .

a level having a forked end and a rounded end . . . [If only the forked end is
important to the combination being claimed, do not mention the rounded end.]

a gear of electrically insulating material . . .

If an element by definition inherently includes a certain feature, that feature need
not be recited and it is proper to refer, without previous mention, to such features as:

"the end of the lever . . ."; "the periphery of the disc . . ."; "the tines of the fork . . ."
In case of doubt about inherent inclusion, positively describe the feature or part.

Summary

Select those parts or features of each element that are essential to the combination
being claimed. Then describe them in a logical order, preferably following the main
description of the element and in the same clause of the claim. How many features
need to be described and how broadly each should be recited is a matter of the claim
scope (based largely on the prior art and the need to avoid an incomplete structure
missing an essential component), but the principles are the same as used in



selecting the elements and naming them.

FOOTNOTES:
FFootnote 85. See sections 3:11 and 8:7 for discussions on incomplete claims.

FFootnote 86. See MPEP ?2173.05(b). This was discussed in section 3:12, supra.
?3:15 Claiming Holes

In past practice, in a claim where a hole was to be described, it was not recited
positively. That is, instead of stating "a hole, groove, aperture, recess, slot, etc., in
the lever," one claimed "the lever having a hole, groove, etc." The object was
claimed, and then the feature of significance was recited, the hole, etc. Thereafter,
one could refer to "the hole" or "said hole." This can also lead to an odd inquiry as to
whether a particular feature is a claimed "hole." For example, is "a chamber in the
lever" claiming a hole? Other words denoting empty space (gap, space, opening,
hollow, etc.) might be subject to the same rejection. This "rule" may seem to make
little sense, but it is another founded in antiquity like the single sentence rule.
Perhaps someone thought that a hole, etc., is nothing--and people should not claim
nothing. The author has seen objections to claiming holes, received from Examiners
even in recently prosecuted patent applications.

Another approach to describing holes is an expression such as "the level having
portions defining a hole, groove, etc." The hole is thus defined in terms of the
structure that forms it.

However, that previous prohibition against claiming holes has not been honored,
and the author has only very rarely seen a rejection of a claim for claiming a "hole,"
or an equivalent. One case ® held that it was proper to claim a hole and its function
as a means for performing a function, specifically "means for providing fluid
communication between . . . [two members]."

Summary

You may claim holes positively and make them claim elements. Better practice is to
claim "a [member] having a hole, groove, slot, aperture, etc."

FOOTNOTES:
FFootnote 87. In re Newton, 163 U.S.P.Q. (BNA) 34 (C.C.P.A. 1969).

?3:16 Words of Approximation--"Substantially" et al.

There is scarcely a magnitude or quantity, a condition, or a comparison (in this
section, simply called a term) that does not benefit from some softening at its edge
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when recited in a patent claim. A claim limitation that includes such a term often can
be satisfied by a slight difference between the prior art or accused element, on the
one hand, and the claimed element on the other hand. & Patent practitioners use
words of approximation as adjectives or adverbs for claim terms--words like
"substantial," "substantially," "generally," "approximately," "about," "almost,"
"essentially," and the like. 2# The Federal Circuit defined "substantially" as having its
ordinary meaning of "largely but not wholly that which is specified," ® and again
defined "substantially" as a term of degree that should not be interpreted as having
a strict numerical limitation, implying "approximate" rather than "perfect." e

"About" has also been held to not be per se indefinite, because the term is
dependent on the particular case and the patent disclosure. «

MPEP section 2173.05(b) discusses various relative terminology to say what is or is
not definite as to "about" (should be defined in the specification, prosecution history,
or prior art as related to the claim element); "essentially" (defined in specification
was a definite term); "similar" (not defined in specification, indefinite);
"substantially" (definite if defined in specification); "type" (makes a definite term
indefinite); "relatively" and "of the order of" (indefinite if not defined in
specification); "or the like" (indefinite); "comparable" (indefinite); "superior" as to
characteristic or property (indefinite). Guidance for any such term must be found, or
it is indefinite.

So long as the claim element being modified does not require a precise edge or
dividing line (the speed of sound is not substantially anything, it is precisely 333
meters per second at sea level), the patentee is better served by giving the claim
element some degree of imprecision or fuzziness at its edge or limit.

If a claim limit were to recite 6 inches, or 6 cms, or 6 degrees, or 6 pieces, or a pH
of 6, etc., would 5 of the same units meet the claim limit literally, or would 5.8 of
those units meet it literally? The simple answer is "no," because the number of units
is below 6. The claim limitation would not be literally satisfied. The Doctrine of
Equivalents was developed to deal with this situation. But application of that
Doctrine imposes considerable extra testing and comparisons, both during
examination of the claim in the Patent Office (In re Donaldson) °* and during an
infringement trial (Hilton Davis Chem. Co. v. Warner-Jenkinson Co., Inc.), *2 to find
equivalence and for application of the doctrine of prosecution history estoppel, as
discussed in section 3:25 below.

However, add the modifier "substantially" or "approximately," etc., before the
number 6, and, unless the precision of 6 is critical, the claim limit will likely be met
literally by 5.8 units and, under the particular circumstances, possibly by 5 units. ¢
Proof of literal infringement of a claim limitation and of the claim which includes it is
possible without also or alternatively having to prove equivalence.
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Every time a claim limitation is written, whenever the claim term of magnitude,
quantity, condition, or comparison need not be precise, and where that claim term
would not inherently always be present in the combination (something is always to
the left or the right of something else, and usually is not substantially to the left of
it), then that limitation should include a word of approximation.

Terms that define one out of two or more limits or restrictions in a narrow range, for
example, terms such as "at least," "at most," "more than," "less than," "over,"
"under," etc., are not words of approximation since they define the end point of their
particular limit quite sharply. Those limits, too, can be softened by modification with
a word of approximation, for example, "substantially at least," etc.

However, when a word of approximation is used, it must be definite as used. Either
the specification explains ¢+ that term or provides a standard, or one sees a definition
in the prosecution history = or one of ordinary skill in the art, in view of the prior art
and the status of the art will understand the term. ° If not, that effort made to
"soften" the sharp edge of a term may render the claim indefinite, an undesirable
outcome. This undesired result occurred in Ex parte Oetiker °” as to "major portion,"
"at least nearly flat," "non-reinforced condition," "relatively small," "generally
parallel," "of the order of 5 mm," "relatively large," "relatively shallow," and
"substantial part." Throughout, the court noted there were no passages in the
specification to serve as a standard or guideline for ascertaining the scope of each
limitation, nor any evidence that one skilled in the art would know the scope of each
limitation. ¢ Of course, if the court can ascertain the ordinary meaning of a term,
like "closely adjacent" ¢ or "about," *** then the term is not indefinite. In Anchor Wall
Systems, Inc. v. Rockwood Retaining Walls, Inc., *°2 the court found "a bottom face
generally parallel to the top face" definite as words of approximation are commonly
used in claims like "approach each other," "close to," "substantially equal" and
"closely approximate." Therefore, exact parallelism was not necessary to satisfy
"generally parallel." This is a more recent precedent and in the Federal Circuit and
more correctly states applicable law today. Similarly, "substantially flattened" did
not require either a perfectly flat surface or one that is flat within a manufacturing
tolerance, based on the intrinsic record. °>* There was no need to limit the term to
the flatness in the preferred embodiment. "Substantial" implies "approximate,"
rather than "perfect."

If the specification does not define the "substantial" claim element, a court may
have to construe it later and may do so in a manner that makes at least one party
dissatisfied. w0

Compare Exxon Research & Engineering Co. v. United States, *°* wherein the Federal
Circuit referred to the specification to interpret "to increase substantially” and found
a definition there of an increase of at least 30%, which the court interpreted as to
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increase substantially.
Make sure your specification supports your words of approximation.

FOOTNOTES:
¥ Footnote 87.1. Liquid Dynamics Corp. v. Vaughan Co., 355 F.3d 1361, 69
U.S.P.Q.2d (BNA) 1595 (Fed. Cir. 2004).

FFootnote 88. Anchor Wall Sys., Inc. v. Rockwood Retaining Walls, Inc., 340 F.3d
1298, 67

U.S.P.Q.2d (BNA) 1865 (Fed. Cir. 2003). A claim reciting that the claimed method
"does not substantially inhibit the activity of the antimicrobial agent" is not invalid
for indefiniteness. Bausch & Lomb, Inc. v. Alcon Labs., Inc., 79 F. Supp. 2d 252, 53
U.S.P.Q.2d (BNA) 1682 (W.D.N.Y. 1999). The word "substantially" gives some
definitional leeway. Seattle Box Co. v. Indus. Crating & Packing, Inc., 731 F.2d 818,
829 (Fed. Cir. 1984). The word avoids undue limits to the word that "substantially"
modifies. C.E. Equip. Co. v. United States, 13

U.S.P.Q.2d (BNA) 1363 (Ct. Cl. 1989). See Alcon Labs., Inc. v. Allergan, Inc., 17
U.S.P.Q.2d (BNA) 1365, 1369 (N.D. Tex. 1990); In re Hauserman, Inc., 15
U.S.P.Q.2d (BNA) 1157, 1158 (1989); Deering Precision Instruments LLC v. Vector
Distrib. Sys., Inc., 347 F.3d 1314, 68 U.S.P.Q.2d (BNA) 1716 (Fed. Cir. 2003); cert.
denied, 124 S. Ct. 1426 (2004). "About" is similar to "approximately." Syntex, Inc.
v. Paragon Optical, Inc., 7 U.S.P.Q.2d (BNA) 1001, 1038 (D. Ariz.

1987). Epcon Gas Sys., Inc. v. Bauer Compressors, Inc., 279 F.3d 1022, 61
U.S.P.Q.2d (BNA) 1470 (Fed. Cir. 2002); Glaxo Group Ltd. v. Ranbaxy Pharms.,

Inc., 262 F.3d 1333, 59 U.S.P.Q.2d (BNA) 1950 (Fed. Cir. 2001) ("essentially" means
"fundamentally"); On-Line Techs., Inc. v. Bodenseewerk Perkin-Elmer GmbH, 386
F.3d 1133, 73 U.S.P.Q.2d (BNA) 1116 (Fed. Cir. 2004) ("substantially spherical"
encompasses a toroidal shape). But see section 3:12, supra.

FFootnote 89. Ecolab, Inc. v. Envirochem, Inc., 264 F.3d 1358, 60 U.S.P.Q.2d (BNA)
1173 (Fed. Cir. 2001). See also Verve, LLC v. Crane Cams, Inc., 311 F.3d 1116, 65
U.S.P.Q.2d (BNA) 1051 (Fed. Cir. 2002); Anchor Wall Sys., Inc. v. Rockwood
Retaining Walls, Inc., 340 F.3d 1298 (Fed. Cir. 2003); Vanderlande Indus. Nederland
BV v. Int'l Trade Comm'n, 366 F.3d 1311, 70 U.S.P.Q.2d (BNA) 1696 (Fed. Cir. 2004).

#Footnote 89.1. Playtex Prods., Inc. v. Procter & Gamble Co. 400 F.3d 901, 73
U.S.P.Q.2d (BNA) 2010 (Fed. Cir. 2005).
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FFootnote 90. Chem. Separation Tech., Inc. v. United States, 51 Fed Cl. 771, 63
U.S.P.Q.2d (BNA) 1114, 1123 (Fed. Cl. 2002) (see cases in note 4).

¥Footnote 91. In re Donaldson Co., 16 F.3d 1189 (Fed. Cir. 1994).

FFootnote 92. Hilton Davis Chem. Co. v. Warner-Jenkinson Co., Inc., 62 F.3d 1512,
35 U.S.P.Q.2d (BNA) 1641 (Fed. Cir. 1995), rev'd on other grounds, 117 S. Ct. 1040,
41 U.S.P.Q.2d (BNA) 1865 (1997).

FFootnote 93. In Hilton Davis, the court spent considerable time discussing whether
a pH of 5 was the equivalent of a claimed pH range of 6 to 9 and performed the
detailed equivalence analysis.

FFootnote 94. Zoltek Corp. v. United States, 48 Fed. Cl. 290, 57 U.S.P.Q.2d (BNA)
1257, 1265 (Fed. Cl. 2000) ("about 1,300 degrees C." was claimed, and the
specification explained that was a temperature at which a particular change was
complete). See Glaxo Group Ltd. v. Ranbaxy Pharms., Inc., 262 F.3d 1333, 59
U.S.P.Q.2d (BNA) 1950 (Fed. Cir. 2001) ("essentially free from crystalline material"
had restrictive limits applied from a dictionary and from the patent specification); BJ]
Servs. Co. v. Halliburton Energy Servs., Inc., 338 F.3d 1368, 67 U.S.P.Q.2d (BNA)
1692 (Fed. Cir. 2003), cert. denied, 124 S. Ct. 1878 (2004); Chem. Separation Tech.,
Inc. v. United States, 51 Fed. CI. 771, 63 U.S.P.Q.2d (BNA) 1114, 1123 (Fed. Cl.
2002). In AK Steel Corp. v. Sollac & Ugine, 344 F.3d 1234, 68 U.S.P.Q.2d (BNA)

1280 (Fed. Cir. 2003) the claim said "the coating metal consisting essentially of
aluminum," the patentee argued that the claim element was broad enough to cover
aluminum coating baths containing up to 10% silicon impurity. But the court
interpreted it to cover only up to about 0.5% silicon. The court found support for
that view in a statement in the specification. "Essentially" and the like are
dangerous unless defined as the patentee wants. See Merck & Co. v. Teva Pharms.
USA, Inc., 395 F.3d 1364, 73 U.S.P.Q.2d (BNA) 1641 (Fed. Cir. 2005).

FFootnote 95. Viskase Corp. v. Am. Nat'l Can Co., 261 F.3d 1316, 59 U.S.P.Q.2d
(BNA) 1823

(Fed. Cir. 2001).

FFootnote 96. Id. In Viskase, the claim read "below about 0.91 g/cm>3." The
district court used the standard scientific convention of rounding from the next
decimal place, and interpreted the range as between 0.905 and 0.914. The Federal
Circuit reviewed the prosecution history and narrowed the scope to 0.91, as that
had been required to distinguish from prior art. In Verve, LLC v. Crane Cams, Inc.,
311 F3d 1116, 65 U.S.P.Q. (BNA) 1051 (Fed. Cir. 2002), "substantially constant wall
thickness" was held definite, even though the specification did not define it, because
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the term would be understood by persons skilled in the art, i.e., extrinsic evidence.
In BJ Servs. Co. v. Halliburton Energy Servs., Inc., 338 F.3d 1368, 67 U.S.P.Q.2d
(BNA) 1692 (Fed. Cir. 2003), cert. denied, 124 S. Ct. 1878 (2004) "about 0.06" was
not invalid for indefiniteness because one skilled in the art would understand that
"about" encompasses the range of experimental error that occurs in a measurement.
Also, the specification defined the operational result of the claimed concentration
level.

¥Footnote 97. Ex parte Oetiker, 23 U.S.P.Q.2d (BNA) 1651, 1654-56, 1658-60
(Board of Patent Appeals and Interferences 1992).

¥Footnote 98. Verve, LLC v. Crane Cams, Inc., 145 F. Supp. 2d 862, 60 U.S.P.Q.2d
(BNA) 1219 (E.D. Mich. 2001). See Deering Precision Instruments LLC v. Vector
Distrib. Sys., Inc., 347 F.3d 1314, 68 U.S.P.Q.2d (BNA) 1716 (Fed. Cir. 2003),
wherein the court acknowledged that "substantially" was ambiguous since it could
mean significantly, considerably, largely or essentially. In dictionaries, the court
then looked at the intrinsic record, the specification. Although there was no explicit
definition of "substantially" in the specification, the description there sufficiently
provided context for "substantially." On-Line Techs., Inc. v. Bodenseewerk
Perkin-Elmer GmbH, 386 F.3d 1133, 73 U.S.P.Q.2d (BNA) 1116 (Fed. Cir. 2004),
wherein the court found support in the specification for construing "substantially
spherical" to include for ovoidal or donut shaped.

FFootnote 99. Chem. Separation Tech., Inc. v. United States, 51 Fed. Cl. 771, 63
U.S.P.Q.2d (BNA) 1114, 1123 (Fed. Cl. 2002).

¥ Footnote 99.1. Merck & Co. v. Teva Pharms. USA, Inc., 395 F.3d 1364, 73
U.S.P.Q.2d (BNA) 1641 (Fed. Cir. 2005).

FFootnote 99.2. Anchor Wall Sys., Inc. v. Rockwood Retaining Walls, Inc., 340 F.3d
1298, 67 U.S.P.Q.2d (BNA) 1865 (Fed. Cir. 2003); see Liquid Dynamics Corp. v.
Vaughan Co., 355 F.3d 1361, 69 U.S.P.Q.2d (BNA) 1595 (Fed. Cir. 2004) approving
"substantial" as a meaningful modifier implying approximate, rather than perfect.

FFootnote 99.3. Playtex Prods., Inc. v. Procter & Gamble Co., 400 F.3d 901, 73
U.S.P.Q.2d (BNA) 2010 (Fed. Cir. 2005); Cardis Corp. v. Medtronic AVE, Inc., 339
F.3d 1352, 1361, 67 U.S.P.Q.2d (BNA) 1876 (Fed. Cir. 2003).

FFootnote 100. See Ecolab, Inc. v. Envirochem, Inc., 264 F.3d 1358, 60 U.S.P.Q.2d
(BNA) 1173 (Fed. Cir. 2001).

FFootnote 101. Exxon Research & Eng'g Co. v. United States, 265 F.3d 1371, 60
U.S.P.Q.2d (BNA) 1272 (Fed. Cir. 2001).
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?3:17 Numerical Ranges and Amounts

MPEP section 2173.05(c) states that specific numerical ranges in a claim are not
indefinite.

Combining a narrow range into a broader range in a single claim is often indefinite:
"20 mm to 50 mm, and preferably 30 mm to 40 mm," or "a predetermined quantity,
for example X," both recitals are examples. Use two claims, either both related back
to a common parent or the narrower range claim dependent upon the broader range
claim. Just do not place both ranges into one claim.

Be careful with open-ended ranges, such as "at least 20% sodium," and then in the
same claim a recitation of other elements that together total over 100%, which
would make the claim indefinite. But a range with only one specified end is not
indefinite. Ranges might have terminal ends that together exceed the possible, for
example, the upper end of ranges of several components exceed 100 percent. For
example: 10%-20% of X plus 10%-50% of Y, plus 10%-40% of Z. Even if the top
end of one of the ranges is present, a lower part of the other ranges may be present,
so that the total present is 100%.

"An effective amount" is not indefinite if defined in the disclosure (specification), if
not otherwise uncertain as to just what is that amount. Similarly, "stem cells" "in an
amount sufficient to effect hemapoletic reconstitution of a human adult" is not
indefinite merely because it does not state an exact quantity. o2

Similarly, examples of a claim element following another usually broader scope
element are indefinite: "halogen, for example, chlorine," "material such as X," or
"material, for example, X." MPEP section 2173.05(d) makes examples in one claim
indefinite. To include the contents of an example in a claim, make the example the
subject of another claim dependent upon the same parent claim or make it
dependent upon the claim with the broader scope element.

Claims may include ranges of numbers of units, like temperature quantities,
percentages, etc. Those specific claim elements may be expanded under the
doctrine of equivalents, if there is no prosecution history estoppel. 2 Also, as noted
in section 3:16 hereof, both numerical ranges and numerical amounts may be
"softened" at the ends with a word of approximation, such as about, approximately,
almost, substantially, etc.

However, in the case when a claimed numerical range overlaps (at least in part) a
prior art range, the claimed range must show unexpected results over the entire

claimed range, not over only part of that range. s

FOOTNOTES:
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FFootnote 101.1. Pharmastem Therapeutics, Inc. v. ViaCell, Inc., 2004 U.S. Dist.
LEXIS 18638, ... F. Supp. 2d ..., ... U.S.P.Q.2d (BNA) ... (D. Del. Sept. 15, 2004).

FFootnote 102. See R.F. Del., Inc., v. Pac. Keystone Techs., Inc., 326 F.3d 1255, 66
U.S.P.Q. (BNA) 1593, 1598 (Fed. Cir. 2003).

#Footnote 103. In re Petersen, 315 F.3d 1325, 65 U.S.P.Q. 1379 (Fed. Cir. 2003).
?3:18 Order of Elements

The elements of the claim should be presented in some logical order. Often, there
are several orders that make sense, and any one may be selected. The order used
in Claim 1 (section 3:1.1) is a "functional" order, starting with the element that first
has contact with the workpiece (the container) and proceeding along functional lines
to describe the remaining elements.

Another order that is often used is a "structural" order, starting first with the base,
or the source of power, and proceeding along structural lines to describe the
remaining elements. In structural order, Claim 1 would read:

1B. Apparatus for shaking articles, which comprises:
(a) a base;

(b) a plurality of parallel legs, each of which is connected pivotally at one end to the
base;

(c) a container for the articles connected pivotally to the other ends of the legs, so
that the legs support the container for oscillating movement with respect to the
base; and

(d) means for oscillating the container on the legs to shake the articles.

It should be noted that exactly the same structure and movements have been
described, only more words are required. The structural order is very common, and
is a fairly easy order to follow. It may be used always, or preferably, whenever no
more logical order occurs to the claim drafter.

With long mechanical drives, and various electrical circuits, it is often preferable to
start with the motor or power source and work toward the end of the drive or circuit,
describing the elements significant to various motions or functions that must be

performed by that apparatus, and describing them in the sequence in which one

proceeds through the apparatus from one element to the next. In the claim, follow
the action through the apparatus. Starting at the drive, for example, move through
the apparatus, stopping to claim each element essential to performing the ultimate
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operation which the claimed apparatus performs. It is equally proper, and
sometimes convenient, to start at the output and work backwards.

In many types of apparatus, a number of elements act simultaneously or in parallel.
Following either the functional or structural approaches, deal with one of the
elements in the proper sequence, then deal with the other elements or elements
acting simultaneously, and thereafter continue the claim with other elements in
sequence. When the claim writer selects one of the simultaneous or parallel action
elements to recite, claim it completely and then follow the action from that element
to the end point. Then return to the other simultaneous or parallel action element
and claim it and then follow the action from that element to its end point.

It should be noted that Claim 1 would be illogical and difficult to follow if one
attempted to start with the legs or with the means for oscillating.

Summary
Describe the elements in some logical order, either along the series of actions

performed by the claimed apparatus or by the sequential arrangement of its
elements in the apparatus.

?3:19 Tying the Elements Together

It is very important that the essential cooperation between each element of the
claim and the other elements with which it cooperates be specified. "A claim can be
rejected as incomplete if it omits essential elements, steps or necessary structural
cooperative relationship of elements, such omission amounting to a gap between
the elements. . . ." ¢+ When complete, the claim must define the direct or indirect
cooperation of each element with every other element of the combination. If no such
cooperation is stated, the claim will usually be rejected for that reason alone; for
example, as being drawn to "a mere catalog of elements" or, more graphically, as
"reading on so many parts lying in a box." This is sometimes called an
"aggregation," s but what is really meant in such a rejection is that the combination
is aggregative as claimed. A real "aggregation" relates to a defect in the structure
(the parts do not cooperate) rather than any problem in claim drafting. °¢ The claim
must be to an assembled, operable combination, not to a mere parts list such as one
might find in the corner of a production drawing. But see In re Venezia, 7 allowing
a special form of claim to a kit of unassembled parts. The words of connection,
cooperation, etc.,, may well be regarded as the glue that must hold the claims
together.

This rule follows from court decisions construing the word "machine" in 35
U.S.C. ?101, setting out the classes of things that can be patented, as explained in
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section 1:3 above: machines can be; parts in a box cannot (unless the invention is
the unconnected parts, as in a kit).

Of course, if one part were novel, it could be patented by itself, but not in
aggregation with other parts. A "machine" is an assembled, operative combination
of parts or machine elements in place ready to do a job.

Example--Claim 1 drafted as an aggregation or catalog of elements:

Apparatus for shaking articles, which comprises: a container, a base, a plurality of
legs, and means for oscillating the container.

A proper claim includes and starts with a parts list, as above, involving the selection
and naming of the elements, as described in above in sections 3:3 through 3:18;
but it must also tie the elements together so as to make up a complete, operable
machine. See the Adams case and others cited in section 8:5 on aggregation to the
effect that the necessary cooperation need not be "direct mechanical
interconnection”; the elements may function independently "so long as the over-all
result has utility and is unobvious."

Although it is difficult to set out ground rules for writing machine claims in vacuo, a
good general rule might be that each element or part of an element must be recited
as physically connected, or as related functionally, or both, to at least one other
element or part, and all elements must tie together in a unit through one or more
such individual connections between elements. Thus, one might have five elements,
A to E, connected many ways, such as

A—B—C

D



In this example, it is necessary to connect the group D-E to the previous group
A-B-C, such as by connecting D to B as well as to E. There are often many
connections, such as

A—B-

\\

D—E

Do not leave even one element or part hanging in the air with no apparent
connection to anything else, and no apparent function in the combination. For
example, do not describe "a lever having a forked end," and then fail to recite either
something connected to the lever or the forked end and/ or something operating on
either of them or either of them operating on something else. Further, if there is no
recited purpose or function for the forked end, do not recite it. It is better to err on
the side of stating too much connection and cooperation between elements, rather
than running the risk of defining an unintegrated or incomplete structure. Think of
the elements as islands, the parts of elements as peninsulas, and statements of
structural or functional connection or cooperation as bridges; then, make sure when
the claim is done that each island and peninsula is connected directly or indirectly to
every other island or peninsula by bridges.

One trick in making sure the elements are tied together is to draw a diagrammatic
sketch, or "stick picture," of what the claim states, and only that. Make the picture



as different from the specific example in the drawings as the words permit. The
picture should depict more clearly than words if some element, feature, or "glue" is
missing, ¢ if necessary features have been omitted, if unnecessary features are
included, etc.

For example, consider the following stick picture of Claim 1 (section 3:1.1) to the
shaker:

EXAMPLE II:

Shaker Sketch

This crude sketch diagrams one simple example of the elements of Claim 1 and
shows how they are connected.

Summary

Tie the elements together in the claim; claim machines, not parts. Do not leave even
one element with no connection to another, or with no apparent purpose in the
claimed combination. If it has no purpose in the combination claimed, it can
probably be left out.

FOOTNOTES:
FFootnote 104. MPEP ?2173.05(l).
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#Footnote 105. MPEP ?2173.05(k).

FFootnote 106. See section 8:5, infra.

#Footnote 107. In re Venezia, 189 U.S.P.Q. (BNA) 149 (C.C.P.A. 1976).
FFootnote 108. The Patent and Trademark Office also suggests that the examiners
do this in making their search. See MPEP ?904.01(a), (b), and (c) in appendix C3.
They must search for undisclosed structures that the claim also covers. Most
apparatus claims cover many, usually an infinite number of, possible structures.
?3:20 Structural Connection

A structural connection between the elements (a), (b), and (c) of Claim 1 is found in
the expression "each of which is connected pivotally. . . ." This ties the first three
elements together mechanically.

A "means" clause automatically carries its own inherent structural and operational
connection with whatever element is the object of the means clause. *° Thus, it is
implicit in the recitation "means for oscillating the container" that some part of such
means must engage the container or something connected to the container to
accomplish the function. ° This need not be stated expressly, such as "means
engaging the container for oscillating. . . ."

Some examples of structural connection statements:

a turntable on which the barrel is mounted;

a rotary cam fixed to one end of said shaft;

a cam follower engaging said cam . . .

a capacitor electrically connected to the emitter of said transistor . . .

a coil spring positioned between said clutch plate and said base . . .

means for mounting the bending fingers on the base for lateral movement with
respect to the first and second clamps . . . [Note the means-for clauses inherently
contain and define the necessary physical connections, particularly conventional
connections, such as mounting, guiding, fastening, etc.]

a worm gear in mesh with the drive gear . . .

Normally, statements of physical or mechanical connection are fairly easy to write.
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A problem, as with elements or parts of elements, is how broadly to claim the
connection, and this, of course, depends largely on the prior art. In most apparatus
cases, the precise manner--or structure--of a connection is not critical to novelty or
unobviousness, in which case relatively broad words are used to state the
connection, such as "connected to" or "mounted on" rather than "fixed to" or "bolted
to," etc. Very often, means clauses (section 3:25) are used for conventional
mountings, connections, etc., in both machine and electrical circuit cases (section
3:26). But the restrictions on the breadth of means clauses causes the author to
recommend avoiding means clauses where naming an element. Using another noun
than "means" and describing its function relative to another element can be done
while maintaining sufficient claim breadth.

If the claim elements lack a recited cooperation of structure and/or function, they
may be an indefinite aggregation of elements. ** Hence, recite the cooperation in
the claim.

Summary

Connect the claim elements structurally, as required to make up a complete and
operable combination. Use relatively broad words of connection where the prior art
permits.

FOOTNOTES:
FFootnote 109. See section 3:24, infra.

#Footnote 110. 35 U.S.C. ?112, [para] 6.
¥Footnote 111. MPEP ?2173.05(k).
?3:21 Functional or Operational Expressions

A functional limitation attempts to define something by what it does rather than by
what it is, that is, its structure or ingredients. Functional language does not render
a claim improper. 2

In addition to the structural cooperation, it is good practice also to specify the
functional or operational cooperation between the elements, where this can be done
without unduly limiting the claim. When this is done, the claim not only tells what
the parts are and how they are mechanically interconnected or associated, it tells
how they function together and operate on the workpiece to accomplish the result
stated in the preamble. =z "Operatively connected" and "associated" =1 are but two
of the myriad examples that might be cited of functional or operational expressions
that are considered structural and proper in a claim. The way in which claimed
elements cooperate is frequently claimed and properly structural, 2 not improper
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function and not converting the claim element somehow to a product by process
element. A functional limitation is evaluated like any other for what it fairly conveys
to a person of ordinary skill in the art. Like any claim element, the functional
element should not be too restricted, as that could cause a finding of
noninfringement. 132

Functional or operational connectives in Claim 1 are such expressions as "for the
articles" in clause (@), "to support the container for oscillating movement with
respect to the base" in clause (c), and "to shake the articles" in clause (d). Examples

in MPEP section 2173.05(g) include: "incapable of forming a dye within . . .";
"members adapted to be positioned. . . ."

Try to make each independent claim a complete, self-contained unit,
comprehensible by itself. The connectives enable that.

The reader may have heard statements disparaging functional expressions, and
may wonder if they should be avoided altogether. The answer is--definitely no!
When properly used, statements of function or operation are usually welcomed by
the Patent and Trademark Office. When not used to excess or to introduce
unnecessary limitations into the claim, they make the claim more definite and easy
to understand without having to refer to the specification.

Most problems with so-called functional statements arise when an attempt is made
to predicate patentability on a purely functional statement, or to present extremely
broad claims.

There is never any objection to functional statements that merely set forth the
movements, actions, or results that necessarily follow from the structure previously
recited. Thus, in Claim 1, the capability of the container for oscillating movement
follows once the double pivoted mounting of the container on the base has been
stated. No magic words are necessary for functional statements. Such expressions
as "so that," "for," "in order to" are typical. However, as paragraph 6 of section 112
of the statute says, means for accomplishing a function are structure claims, use of
the preposition "for," as in [an article] "for" [accomplishing a function], is least likely
to be an objectionable functional statement. The words "whereby" and "thereby"
are often used, but have assumed stylized meanings described in section 3:23. Also,
"means for" accomplishing a function clauses are very commonly used (section
3:25).

Some examples of straightforward, noncontroversial functional or cooperative
statements:

a container for the articles . . . ["for" is very commonly used] to support the
container for oscillating movement . . .
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a turntable [element] on which the barrel [workpiece] is mounted [structural
connection] for rotation therewith [cooperation or function] . . .

means for reciprocating the strand guide so that it moves . . . [in a stated way].
[means clauses are very common in stating cooperative relations (section 3:22)]

a pulse counter responsive to each pulse of current . . . for counting . . .

There are many different forms for this. Some special forms will be covered in the
following sections and further examples. As usual, and as with virtually every word
in the claim, the scope should be checked carefully. Make sure every word is really
needed, particularly in the broader claims.

Watch vague and indefinite statements of cooperation, particularly the phrase
"adapted to," which is likely to be objected to by the examiner as "insufficient
structure to support functional statement." MPEP section 2173.05(g) cites "adapted
to" favorably by listing a precedent. ** One precedent says "adapted for" is not a
limitation **s and one says it is a limitation. ¢ But "adapted to" clauses were
expressly sanctioned by the court. »7 Alternatively, use a "means for" clause under
the guidelines in section 3:25, below. In Ex parte Roggenburk, & the Board held
that a functional expression, "sealingly engaging," was an improper function
statement, but that a "means for" clause of exactly the same scope would have
been all right.

Summary

Relate the claim elements functionally to each other. That is, tell how the parts
move or cooperate with each other to accomplish the overall result stated in the
preamble. Tell the following things where applicable about each element:

a. What is it? (name, sections 3:3 and 3:7; and parts, section 3:14);

b. Where is it? (physical cooperation or location, sections 3:29- 3:20);

c. What does it do? (sections 3:20-3:25.1); and

d. How does it do what it does? (sections 3:21-3:25.1).

Beware, however, of functional statements that make the claim overly broad
(sections 3:22, 3:23, 3:25) or violate other rules, as by being vague and indefinite

(section 3:11).

FOOTNOTES:
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FFootnote 112. MPEP ?2173.05(g); In re Swinehart & Sfiligoj, 439 F.2d 210, 169
U.S.P.Q. (BNA) 226 (C.C.P.A. 1971).

FFootnote 113. In re Swinehart & Sfiligoj.

¥Footnote 113.1. Innova/Pure Water, Inc. v. Safari Water Filtration Sys., 381 F.3d
1111, 72 U.S.P.Q.2d (BNA) 1001 (Fed. Cir. 2004).

FFootnote 113.2. See Freedman Seating Co. v. Am. Seating Co., 420 F.3d 1350, 76
U.S.P.Q.2d (BNA) 1001 (Fed. Cir. 2005).

#Footnote 113.3. Id.

¥Footnote 114. In re Venezia, 530 F.2d 956, 189 U.S.P.Q. (BNA) 149 (C.C.P.A.
1976).

FFootnote 115. In re Hutchinson, 69 U.S.P.Q. (BNA) 138 (C.C.P.A. 1946).
¥Footnote 116. In re Laud & Rogers, 151 U.S.P.Q. (BNA) 621 (C.C.P.A. 1966).
¥Footnote 117. In re Venezia.

FFootnote 118. Ex parte Roggenburk, 172 U.S.P.Q. (BNA) 82 (Board of Patent
Appeals and

Interferences 1970).
?3:22 Claiming Desired Results; Overly Broad Functional Statements

MPEP section 2173.05(g) defines and also permits functional statements in a claim:
A functional limitation is an attempt to define something by what it does, rather than
by what it is (e.g., as evidenced by its specific structure or specific ingredients).
There is nothing inherently wrong with defining some part of an invention in
functional terms. Functional language does not, in and of itself, render a claim
improper. In re Swinehart, 439 F.2d 210, 169 U.S.P.Q. (BNA) 226 (C.C.P.A. 1971).

A functional limitation must be evaluated and considered, just like any other
limitation of the claim, for what it fairly conveys to a person of ordinary skill in the
pertinent art in the context in which it is used. A functional limitation is often used
in association with an element ingredient, or step of a process to define a particular
capability or purpose that is served by the recited element, ingredient or step.

The main problem with so-called functional statements comes when one attempts
to use them to present ultrabroad claims. One example of this is when one is trying
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to claim a desirable end result broadly detached from the specific mechanisms or
steps for achieving that result. An example »** that had been cited by the Patent and
Trademark Office is a claim reading: "A woolen cloth having a tendency to wear
rough rather than smooth," meaning that it will not become shiny as a result of wear!
This tells what the cloth does, the desirable end result, but not how the result is
accomplished (decreasing the animal grease content and adding silk threads). The
court held, "This claim . . . describes, imperfectly and too broadly. . . . Itis also
functional, describing a result only and not a process." This type of claim may be
variously rejected as being "functional," "too broad," or "nonstatutory" (it does not
"particularly point out and distinctly claim" under 35 U.S.C. ?112).

It may be unfortunate that the phrase "functional" is sometimes used for this type
of rejection, which really concerns overclaiming and not anything wrong with the
functional statement itself. For example, if the claim to the woolen cloth had first
described its physical structure or novel properties, or even the process of
manufacture, particularly if the physical structure could not be defined or the
process is significant, > there would have been no objection to the functional
statement about "wearing rough" following afterward. In fact, that statement would
have been most helpful to understanding the claim and, most likely, in showing
nonobviousness.

Another example: in Knapp v. Morss, *»* the Supreme Court stated:

The use and purpose sought to be accomplished by the Hall patent was the radial

expansion of the dress form, but it is well settled by the authorities that the end or
purpose sought to be accomplished by the device is not the subject of a patent. The
invention covered thereby must consist of hew and useful means of obtaining that
end. In other words, the subject of a patent is the device or mechanical means by
which the desired result is to be secured.

Thus, the problem is not with functional statements per se, but with claiming too
broadly. In particular, in mechanical claims, the examiner will usually argue that the
recited structure itself must contain novelty over the prior act. Unquestionably,
functional recitations help to sell the claim in many cases once novel structure has
been described.

MPEP section 2173.05(q) now specifically deals with "use" claims, that is, the use of
the invention without reciting structure. The claim: "A process for using monoclonal
antibodies of claim 4 to isolate and purify . . . interferon" was held indefinite for

reciting a use without any active positive steps of how the use is practiced. 2> A use
can be patented in a new use claim if the new use is nonobvious (see section 6:7).

Probably the classic case in claiming too broadly, and claiming only desired results,
is O'Reilly v. Marse *>* on the printing telegraph. Morse's Claim 8 covered
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. . . the use of the motive power of the electric or galvanic current, which I call
electro-magnetism, however developed, for making or printing intelligible
characters, letters, or signs, at any distances. . ..

This was held invalid by the Supreme Court; one cannot merely claim the desired
end result to be accomplished, divorced from the means for accomplishing the
result.

A more recent example of this doctrine, decided by the Board of Appeals, is Ex parte
Slub. ¢ In the Slub case, the expression "a liquefiable substance having a
liquefication temperature from about 40[degrees]C. to about 300[degrees]C. and
being compatible with the ingredient in the powdered detergent composition"
(broadly stated in the claim as "a powdered detergent composition") was rejected
as "too broad," "functional," and also "vague and indefinite," citing cases.

While this was a process claim involving a key functional description of a
composition of matter used in making a nhew composition of two elements, the
principles of the case apply to any kind of claim: that is, any kind of technology and
any class of claim. The board held this bad for several reasons:

1. Improper to recite compounds by what they do rather than what they are (cf.
C.C.P.A. cases cited later in this section);

2. Reads on inoperative species--materials that would not work in the composition,
such as low-melting metals (see section 6:1); and

3. Claim not supported by the disclosure, since only ten limited examples of
compounds were given.

A good example of the difference between claiming a function added to a system
and claiming merely the desired end result is given by Donald R. Johnson in The Art
of Drafting Patent Claims:

I will illustrate by referring to the precipitation of solid wax from an organic solution.
This precipitation of the wax is accomplished by cooling the solution in a heat
exchanger. However, a problem is involved in the deposition of solid wax on the
heat exchanger surfaces and in some cases the plugging up of the apparatus.

What the inventor conceived as a solution to the problem was an incorporation into
the system of a surface active agent which would form a film on the heat exchanger
surface and prevent the deposition of wax. The inventive concept here was in the

form of a function to be added to the system. . ..
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However, the prior art situation in this case did not show the use of any surfactant
in the particular system claimed. The art did show a surfactant in a related system,
in which solid wax was precipitated from a liquid by cooling, but in which there were
two immiscible liquid phases, and in which the surfactant and the solid wax were
concentrated at the interface between the two liquid phases. In this circumstance it
was, of course, necessary for the inventor to distinguish the system to which the
surfactant was added from that disclosed in the art. Once this was done, it was
possible to claim the surfactant generally, as one capable of forming a film on the
heat exchange surface.

This illustrates a proper case of functional claiming. It also illustrates a case where
the inventive concept is initially in terms of a function to be added to the system.
This is a strong argument in favor of defining the added material functionally.
However, it is necessary to distinguish between a function of this sort and the
ultimate desired effect. In this case the ultimate desired effect was preventing the
deposition of wax, and it certainly could not be claimed in this fashion, i.e., as simply
a means for preventing such deposition.

Within these general rules of ultrabroad or indefinite claims, claiming only end
results or desired principles, the law is not very clear as to just what kinds of broad
functional statements can be permitted (patentable), and what cannot. 2
Examiners tend to reject broad "functional" claims for any of several reasons.
General "catchword" rejections, such as "too broad," "unduly functional," "not fairly
based on the disclosure," etc., will no longer suffice.

In In re Echerd, ** the court held that "there is nothing inherently wrong in defining
something by what it does rather than what it is." The key limitations in question
were:

having sufficient flexibility and wet strength to permit . . .

and
having sufficient adhesive characteristics to firmly bond . . .

There are several cases to the same effect. 22 The Court of Appeals for the Federal
Circuit has been holding that no limitation or wording anywhere in the claim can be
ignored in determining patentability. 2 In the Echerd case, *° as was typical of a
great many cases in the past, the Patent and Trademark Office rejected a claim as
anticipated by prior art, or as obvious, where all of the specific structure claimed
was old and the novelty resided solely in a functional (or otherwise objectionable)
statement, such as negative limitations (section 3:5), or mental steps (section 4:9).
The Federal Circuit is now holding such rejections improper as not consistent with
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the statute. =

In the Ludtke case, =2 the claim was directed to a parachute canopy comprising old
elements A and B, with:

. said plurality of lines [B] providing a radial separation between each of said
panels [A] upon deployment [of the parachute] creating a region of high porosity
between each of the said panels such that the critical velocity . . . will be less than

. . whereby said parachute will sequentially open and thus gradually deaccelerate.

[Note the claim form uses almost all of the functional expressions known (except
"means for") one after the other (in paraphrase):]

[said B]

providing . . . [a stated physical relationship, in operation],

creating . . . [a physical property]

such that . . . [a functional relationship is achieved]
whereby . . . [an effect happens]
and thus . . . [a desired end is achieved].

This may be a classic in functional language.

The court held that there was nothing wrong with the functional language, citing the
Swinehart case, *** but affirmed a different (anticipation) rejection that applicants
had not proven that the same functions did not happen in a prior art reference. Thus,
even with broad functional language acceptable under these cases, the claim must
still pass other tests, particularly prior art tests, and one must be prepared to prove
that the new functions are novel in view of the prior art; that is, not inherently
present in the prior art. =4

In In re Halleck, s a chemical-new-use type of case, the phrase "an effective
amount of [compound X] for [performing a desired function]" was held proper. ¢

In the Kockum Industries case, * cited in section 3:25, the court held that
functional expressions were proper at the point of novelty, so long as the
specification was clear as to what the words meant and how the function was
achieved.
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Summary

Beware of overly broad functional statements, particularly those claiming only
desired results. In practice, scrutinize the claim language and the prior art carefully,
as many kinds of functional statements may not be permissible under recent
Federal Circuit cases, particularly defining an element or feature by what it does
rather than by what it is.

FOOTNOTES:

FFootnote 119. From In re Fuller, 388 Off. Gaz. Pat. Office 279, 35 F.2d 62 (C.C.P.A.
1929).

#Footnote 120. See section 5:2, infra, on product-by-process claims.

#Footnote 121. Knapp v. Morss, 150 U.S. 221, 227 (1893).

FFootnote 122. Ex parte Erlich, 3 U.S.P.Q.2d (BNA) 1011 (Board of Patent Appeals
and Interferences 1986). See Ex parte Dunki, 153 U.S.P.Q. (BNA) 678 (Board of
Patent

Appeals and Interferences 1967).

#Footnote 123. O'Reilly v. Morse, 56 U.S. (15 How.) 62, 86 (1853).

FFootnote 124. Ex parte Slub, 157 U.S.P.Q. (BNA) 172 (Board of Patent Appeals
and Interferences 1967).

FFootnote 125. The Art of Drafting Patent Claims 111-12 (J. Jackson & G. Morris eds.
1966). This excellent book was an edited transcript of a PLI seminar on claim
drafting in 1962, representing the combined effort of twenty-nine skilled patent
attorneys. It is out of print.

FFootnote 126. See MPEP ?2173.05(q).

¥Footnote 127. In re Echerd & Watters, 176 U.S.P.Q. (BNA) 321 (C.C.P.A. 1973).

FFootnote 128. In re Hallman, 210 U.S.P.Q. (BNA) 609, 611 (C.C.P.A. 1981); Inre
Ludtke & Sloan, 169 U.S.P.Q. (BNA) 563 (C.C.P.A. 1971); In re Swinehart & Sfiligoj,
169 U.S.P.Q. (BNA) 226 (C.C.P.A. 1971); In re Fuetterer, 138 U.S.P.Q. (BNA) 217

(C.C.P.A. 1963).

FFootnote 129. In re Stencel, 828 F.2d 751 (Fed. Cir. 1987).
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FFootnote 130. In re Echerd & Watters, 176 U.S.P.Q. (BNA) 321 (C.C.P.A. 1973).
#Footnote 131. See In re Stencel, 828 F.2d 751 (Fed. Cir. 1987).

FFootnote 132. In re Ludtke & Sloan.

FFootnote 133. In re Swinehart & Sfiligoj, 169 U.S.P.Q. (BNA) 226 (C.C.P.A. 1971).

FFootnote 134. See also section 8:8, vague and indefinite claims, and discussion of
In re Wolfrum & Gold, 177 U.S.P.Q. (BNA) 481 (5th Cir. 1973).

¥Footnote 135. In re Halleck, 164 U.S.P.Q. (BNA) 647 (C.C.P.A. 1970).
FFootnote 136. See new use claims, section 6:7.

¥Footnote 137. Kockum Indus., Inc. v. Salem Equip., Inc., 175 U.S.P.Q. (BNA) 81
(9th Cir. 1972) (discussed in section 3:25).

FFootnote 138. See discussion of "functional at the point of novelty" rejections in
section 3:25, on means claims.

?3:23 "Whereby" Clauses

"Whereby" and "thereby" clauses have come in for quite a bit of judicial construction.
They are entirely unobjectionable when properly used, and are really quite helpful.
A whereby clause is proper when it merely describes a function, operation, or result
that necessarily follows from the previously recited structure or method. On the
other hand, the whereby clause is given no weight if it expresses only a necessary
result of the previously described structure or method. ** Therefore, equate
"whereby" with "it follows from the foregoing that . . ."

Words other than "whereby" may be used for the same purpose. In Griffin v. Bertina,
140 3 "wherein" clause was given a limiting effect and treated as a claim element
because it related back to and clarified what the claim required. The court rejected
the patentee's argument that the clause starting "wherein" merely stated the
inherent result of performing the series of steps claimed.

Use of such clauses should be avoided if the function does not necessarily follow, as
in such a case, the claim drafter is reciting a new structural or cooperative
relationship. Some cases have held that the function stated in a whereby clause
cannot be considered to determine patentability of the claim. »* Those cases and
their view of "whereby" clauses have been rejected, so that the better view is that
the "whereby" clause is part of the structure or method. 2 But because the
usefulness of "whereby" clauses as structural has been doubted, avoid them for
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claiming a new structure or method limitation.

A useful test for whereby clauses is to delete the clause and substitute a period;
then ask, does the claim still have structural novelty and adequate cooperation
among elements? If so, the clause is probably good. If needed, the claim should be
amended to add structural elements that are antecedents to the "whereby" clause.
Since the "whereby" clause likely will state some objective of the invention, the fact
that no element is present which would serve as an antecedent to the "whereby"
clause should raise a question as to the sufficiency of the structural limitations of the
claim.

A "whereby" clause that merely states the result of the limitations in the claim adds
nothing to the patentability or substance of the claim. 2 But, it may help the reader
understand the claimed structure, sums it up and makes the claim more readable.
Use the clause as appears appropriate. On the other hand, when a "whereby" clause
states a condition that is material to patentability, it cannot be ignored to change
the invention. 21 In this case, the "interactive element" is described in the
specification and the prosecution history as integral to the invention.

Writing claims where the description of elements of the claims includes a statement
of their function or cooperation with other elements may make a "whereby" clause
unnecessary, because all of the functions that might be recited in the "whereby"
clause have already been recited in the descriptions of operations performed by
various claim elements. However, sometimes descriptions of the functions of
individual elements do not show how they fit together and function as a complete
structure, and only a "whereby" clause does that.

One example of a whereby clause, used in connection with the popcorn popper
discussed in section 3:14, above:

A container for the articles, having apertured walls, the apertures of which are
smaller in size than the articles to be shaken whereby the articles are retained in the
container as they are shaken;

The retaining function necessarily follows, whereby the clause is proper. Contrast
the foregoing clause with the following: "An apertured container for the articles
whereby the articles are retained in the container as they are shaken." Even though
the same whereby clause has been used, it is now improper because it attempts to
define a structural relationship in purely functional terms, that is, a statement of
desired result without reciting structure for performing the function.

Whereby clauses, and other functional clauses, can be used (or avoided) equally
well in method claims; see Claim 6 in section 4:8 for an example of a "method
whereby."
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The Patent and Trademark Office should not object to "structure implying
wherebys." One sees them fairly often in issued patents. A structure implying
"whereby" clause was allowed in In re Venezia.

In another example of an improper use of a whereby clause, the invention involved
the discovery that a metal article would stick to a sheet of a particular resin, if
pressed against the sheet, by a vacuum effect not clearly understood. The claim
recited: "Placing the article against the sheet of . . . (X resin) whereby the article
adheres . . ." Note "whereby the article adheres . . ." Note that "whereby" implies
the manner of placing, which implies pressing or some similar positive step. "Placing
the article against the sheet . . . in such manner that . . ." would be an equivalent
functional expression. The latter expression might conceivably be objected to as too
broad or functional, but at worst it would be no more objectionable on that score
than the same type of expression via a whereby clause.

This "rule" seems entirely a matter of form not substance, based on an arbitrary
definition of the word "whereby."

The same claim scope as obtained by a "whereby" clause can usually be obtained by
a claim drafter using such other expressions as "for" or "means for," which have the
sanction of the sixth paragraph of 35 U.S.C. ?112. Referring to the previous
example, the "whereby" clause may be replaced with a no problem clause:

A container . . . articles to be shaken for retaining the articles in the container as
they are shaken;

But, beware of the stricter scope applied by the courts to means plus function
limitations, as discussed in section 3:25.

Since avoiding the use of a "whereby" clause for a substantive limitation is so easy,
there is no point in generating controversy where none is needed.

Summary

Either avoid whereby clauses completely, or make sure the function stated as the
object of the whereby clause necessarily follows from the previously recited
structure in the claim. Other words and particularly "means for" limitations will do
the same job, and do it as well or better in most instances.

FOOTNOTES:

FFootnote 139. In re Certain Pers. Computers, 224 U.S.P.Q. (BNA) 270, 283 (Ct.
Int'l Trade 1984). See Amazon.com, Inc. v. Barnesandnoble.com, Inc., 239 F.3d
1343, 1355, 57 U.S.P.Q.2d (BNA) 1747 (Fed. Cir. 2001).
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FFootnote 140. Griffin v. Bertina, 289 F.3d 1029, 62 U.S.P.Q.2d (BNA) 1431 (Fed.
Cir. 2002).

¥Footnote 141. In re Fisher, 135 U.S.P.Q. (BNA) 22 (C.C.P.A. 1962); In re Mason,
114 U.S.P.Q. (BNA) 127, 129 (C.C.P.A. 1957).

FFootnote 142. Plastic Container Corp. v. Cont'l Plastics, 203 U.S.P.Q. (BNA) 650
(10th Cir. 1979); In re Swinehart & Sfiligoj, 169 U.S.P.Q. (BNA) 226 (C.C.P.A.
1971); In re Fisher, 166 U.S.P.Q. (BNA) 18 (C.C.P.A. 1970), rev'g 135 U.S.P.Q.
(BNA) 22 (C.C.P.A. 1962). See Eltech Sys. Corp. v. PPG Indus., Inc., 710 F. Supp.
622

(W.D. La. 1988), aff'd, 903 F.2d 805 (Fed. Cir. 1990).

¥Footnote 143. Tex. Instruments, Inc. v. United States Int'l Trade Comm'n, 988
F.2d 1165, 26 U.S.P.Q.2d (BNA) 1018 (Fed. Cir. 1993); see Amazon.com, Inc. v.
Barnesandnoble.com, Inc., 239 F.3d 1343, 1355, 57 U.S.P.Q.2d (BNA) 1747 (Fed.
Cir. 2001); Hoffer v. Microsoft Corp., 405 F.3d 1326, 74 U.S.P.Q.2d (BNA) 1481
(Fed. Cir. 2005).

¥Footnote 143.1. Hoffer v. Microsoft Corp., 405 F.3d 1326, 74 U.S.P.Q.2d (BNA)
1481 (Fed. Cir. 2005).

#Footnote 144. In re Venezia, 189 U.S.P.Q. (BNA) 149 (C.C.P.A. 1976).
?3:24 Location of Functional Clauses

As to claim form, cooperative or functional clauses (such as "so that," "for,"
"whereby" clauses) may be used either

1. At the end of the description of a particular element, provided everything
necessary to the functional clause has then been set out; or

2. At the end of the claim where all that is necessary to the statement has not been
set out until the last element has been described.

Type 1 is preferred, where applicable, as it makes the claim easier to follow. Also,
one is less likely to be accused of functional claiming when the functions are set out
one at a time, rather than, for example, when a long whereby clause is placed at the
end.

Summary
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Put functional clauses where you think most logical.

?3:25 The "Means" or "Step" Clauses

A "means" clause or "step" clause defines an element or feature in a product or a
method claim by what it does, that is, function, rather than by what it is, that is, its
structure. s

Use of a means-plus-function clause is governed by 35 U.S.C. ?112, paragraph 6, as
follows:

An element in a claim for a combination may be expressed as a means or step for
performing a specified function without the recital of structure, material, or acts in
support thereof, and such claims shall be construed to cover the corresponding
structure, material, or acts described by the specification and equivalents thereof.

The effect of "means-plus-function" language is to incorporate into that element
and limitation of the claim the embodiment disclosed in the specification, ¢ that is,
all or any of the disclosed embodiments, 4t and all equivalents of that embodiment
147 hoth during ex parte examination by the examiner and for an infringement
analysis after a patent is granted. # Thus, the scope of the claim element is as
broad as the invention. * But the scope of the means-plus-function clause is not
broader than the claim language limits of the function in the means-plus-function
claim element. > However, the same statutory language limits the scope of a
means limitation, to exclude from it all equivalents not known at the time of the
invention; = that is, section 112, paragraph 6 narrows claim scope, while the
doctrine of equivalents broadens the scope since the doctrine extends to
equivalents known at the time a claim infringement issue is considered. **> The
converse of use of "means-plus-function” is also true: "Method and apparatus
claims not written in means-plus-function format are not necessarily limited to that
disclosed in the specification, but rather are defined by the language of the claims
themselves." =21 Thus, such claims, meaning claim elements, are broader in scope,
based on the "plain meaning" of the words of the claim element. Therefore, the
claim writer must decide if he wants the restriction of section 112, paragraph 6.

The Donaldson decision affects only the manner in which the scope of a "means or
step plus function" limitation in accordance with section 112, paragraph 6, is
interpreted during examination of a patent application, =* making consistent the
way courts and the Patent Office interpret means clauses. Consequently, the means
clause covers the structure disclosed and its equivalents, 3t as discussed in the
section hereof on naming a claim element. ** For the means-plus-function limitation
to read on an accused device, the accused device must (1) perform the identical
function recited in the means limitation, and (2) perform that function using the
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structure disclosed in the specification or an equivalent structure. *ssFor an accused
structure to be an equivalent under section 112, paragraph 6, it must both have an
identical structure and also perform the identical function as recited in the claim
limitation. ¢

The Patent Office did not accept that it was bound by the same interpretation of
section 112, paragraph 6, 57 and instead examiners cited prior art, including any
element at all that performed the claimed function irrespective of the disclosed
embodiment in the application. st For a detailed pre-Donaldson history, see Ex parte
Isaksen. ¥ In the past, there had been a difference between the Patent and
Trademark Office's view of how to interpret "means-plus-function clauses" when
examining a claim for patentability and the Federal Circuit's view on how the
examiner should interpret a means-plus-function clause. The Patent and Trademark
Office had disregarded 35 U.S.C. ?112, paragraph 6 by applying an all inclusive
analysis when interpreting a "means for" limitation. When determining equivalency,
the Patent and Trademark Office would decide whether there was any element in
the prior art which is capable of performing the function described in a "means for"
limitation. If such an element was found, equivalency was presumed to exist. The
burden would then shift to the applicant to show that the prior art element is not
equivalent to the element disclosed in the specification for performing the function.

The Federal Circuit has resolved the conflict by holding that the "means" language in
a means-plus-function claim is limited to the corresponding structure disclosed in
the specification and equivalents thereof and that the Patent and Trademark Office
must comply with 35 U.S.C. ?112, paragraph 6 and construe means-plus-function
claims by looking to the application's specification for structures and their
equivalents.  This does not require imputing limitations from the specification into
the claim, but rather requires construing a limitation already in the
means-plus-function clause by properly referring to the specification for the
meaning of a particular word. e

Of course, if the specification and/or the drawings lack any disclosure of a structure
corresponding to the means, the claim is invalid as indefinite ("third monitoring
means for monitoring the ECG signal").

In response to In re Donaldson, the Patent and Trademark Office issued Guidelines
in May 1994 for interpreting means-plus-function claims. They are in MPEP section
2181. The 1994 Guidelines said it was not necessary to use the specific phrases
"means for" or "step for" in order for a claim limitation to fall within the scope of
section 112. It had only to be clear that the element in the claim is set forth, at least
in part, by the function it performs as opposed to the specific structure, material, or
acts that perform the function. The same comment applied to a step for
accomplishing a function limitation. For the means or step-plus-function limitation
to read on an accused device, the accused device must (1) perform the identical
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function recited in the means or step limitation, and (2) perform that function using
the structure or process step disclosed in the specification or an equivalent structure
or process. 2 This does not require imputing limitations from the specification into
the claim, but rather requires construing a limitation already in the
means-plus-function clause by properly referring to the specification for the
meaning of a particular word. *** The 1994 Guidelines said that there is no specific
claim language to which section 112, paragraph 6, applies, but case precedents
discussed below have construed specific language as in or out of section 112. As of
1999, the PTO's Supplemental Examination Guidelines ¢+ on applying section 112,
paragraph 6 are controlling and overrule the 1994 Guidelines to the extent they are
inconsistent. A claim limitation will be interpreted to invoke section 112, paragraph
6 if it meets the following three-pronged analysis:

(1) the claim limitation must use the phrase "means for" or "step for";

(2) the "means for" or "step for" must be modified by functional language, that is, a
specified function must be recited; and

(3) the phrase "means for" or "step for" must not be modified by structure, material,
or acts for achieving the specified function.

As contrasted with the 1994 Guidelines, these controlling 1999 Guidelines are clear
and precise. At present, the Guidelines control only Patent Office Examiners, and
not the Federal Circuit or other courts. Court precedents discussed below determine
whether the applicant intended to invoke section 112, paragraph 6 from the words
chosen by the claim writer. But the 1999 Guidelines, if followed by courts
interpreting claims examined under those Guidelines, will make it relatively easy to
determine whether a limitation is under section 112, paragraph 6.

Under the 1999 Guidelines, if the claim writer wants section 112, paragraph 6, he
must use "means for" or "step for." If he does not use those phrases, he intends that
a claim limitation not be under section 112, paragraph 6.

If he wants to invoke section 112, paragraph 6, he should recite a function for the
means. If no function is recited, for example, the "means" element appears, but
without a function being recited, he intends that a claim limitation not be under
section 112, paragraph 6. s

Finally, if the claim writer does not want the means element to be treated under
section 112, paragraph 6, he should also recite the structure that performs the
function; for example, "means for redirecting air flow, comprising a surface in the
path of air from the exit, the surface shaped for redirecting air toward the top side."
When a claim recites a function and then elaborates sufficient structure within the
claim to entirely perform the function, it is not in the means-plus-function form. e
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Even better is when the means element describes the structure, function, and
location of that means element. 652

A structural feature of a claim that "performs" the function recited in the means plus
function claim element limits the claim, but a structure that "enables" the function
does not limit the claim. 7

To avoid section 112, paragraph 6 and at the same time to rely on it, perhaps
submit two independent claims, one using the means-plus-function recital and one
naming an element and structure without reciting means for performing a function.

Alternatively, the Federal Circuit has acknowledged that if an independent (or
preceding dependent) claim is in means-plus-function form, a later dependent claim
reciting the structure that performs the function would not be subject to section 112,
paragraph 6. ¢ Hence, filing two independent claims is not required to avoid section
112, paragraph 6. The dependent claim would simply recite: "
means for . . . comprises . . ."

. . Wherein the

But the easiest way to avoid section 112, paragraph 6 is just not to use "means" in
a product claim or "step" in a method claim. The presence of the word "means"
triggers a presumption that the inventor meant to invoke section 112, paragraph 6,
19 hut the recitation of structure at the means rebuts that presumption.

Prior to the 1999 Guidelines and subsequently, the Federal Circuit had held that use
of the word "means" creates a presumption in favor of invoking section 112,
paragraph 6 and that not using the word "means" creates the opposite presumption.
71 Both presumptions are rebuttable, 12 for example, by the remaining words in the
claim limitation. The 1999 Guidelines provide rules that are clearer and easier to
follow, but do not require that presumption. The Federal Circuit may not adopt the
Guidelines test and may follow its precedents on the use of "means." The Federal
Circuit continues to use the presumptions from the presence or the absence of the
word "means." The presumption determines which party has the burden of proving
that a claim element is or is not under section 112, paragraph 6. 2t In Linear
Technology Corp. v. Impala Linear Corp., the court held that the elements "circuit"
and "circuitry" in the claims were not under section 112, paragraph 6. The court said
that the burden was not on the patentee to show that those elements are not under
section 112, paragraph 6. Instead, the burden was on the accused defendant to
show that those elements either lacked sufficient structure or recited function
without reciting sufficient structure to perform the function. In other words, the
burden of proof followed the presumption of section 112, paragraph 6.

Under both the 1994 Guidelines and the 1999 Guidelines, if the identical function
specified in the claim is found in the prior art, the examiner has the initial burden of
proving that the prior art structure or step is the same as or equivalent to the
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structure, material or acts described in the specification which have been identified
as corresponding to the claimed means or step plus function. The examiner should
interpret the limitation according to the definitions in the specification including any
definition of equivalents. If there is no definition, the examiner may determine the
scope of the limitation.

If the claimed function is performed by a prior art element and the specification does
not exclude that prior art element with an explicit definition for an equivalent, the
examiner should infer that the prior art element is an equivalent and conclude that
the claim limitation is anticipated. > The burden then shifts to the applicant to show
that the element shown in the prior art is not an equivalent of the structure, material,
or acts disclosed in the application.

However, even if the applicant shows that a prior art element is not equivalent to
the structure, material, or acts described in the specification, the examiner must
still make an obviousness analysis of the means-plus-function limitation, because
the exact scope of an "equivalent" may be uncertain, and an
anticipation/obviousness rejection would be appropriate where the balance of the
claim limitations are anticipated by the prior art.

Means claims should be rejected when the function is not clearly stated, as they do
not comply with section 112, paragraph 2.

Means-plus-function claim language is construed to refer to an indefinite structure,
in that the language defines the structure only by the function it will perform. +
"Means-plus-function" language may be present despite the appearance of
structural language so long as the structural language merely defines the function.
175 The court in AMP, Inc. v. Fujitsu Microelectronics, Inc. ¢ determined that certain
claims are not "means-plus-function" claims, despite the fact that the term "means"
is used and function is described, because the patent in suit contained claim
language which referred to very specific structure and then described the
structure's function. Means-plus-function claim language refers to indefinite
structure and defines the structure only by the function it will perform. This is
consistent with the 1999 Guidelines.

The court in AMP, Inc. held the language of Claim 5 is not indefinite because it
requires "bus solder tail means" rather than just any means to accomplish the
function of "mounting the bus to the printed circuit board" and "securing the
housing to the printed circuit board." The language of Claim 9 is even more definite,
requiring "the electrically conductive element" to "constitute an additional means
for establishing an electrical coupling between the printed circuit boards" and
"solder tails" to "constitut[e] both the means for securing the housing to the printed
circuit boards. . . ." Despite the use of the term "means" and the subsequent
description of a function, neither Claim 5 nor Claim 9 was held to contain "means
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plus function" language as contemplated by 35 U.S.C. ?112, paragraph 6. 7

Similarly, in British Telecommunications PLC v. Prodigy Communications Corp., *®
the court held that "remote terminal means" was not a means-plus-function
element because the claim also described the component parts of the terminal, as
well as describing its function.

In Apex, Inc. v. Raritan Computer, Inc., " the claims included several elements
defined by the noun "circuit" and preceded by functional adjectives. Because each
claim term recited sufficiently definite structure, each "circuit" was not under
section 112, paragraph 6. The court noted that while "circuit" alone may or may not
connote sufficient structure to be outside section 112, paragraph 6, the adjectival
identifiers made the circuit elements structural. They included: "first interface
circuit," "on-screen programming circuit," "first signal conditioning unit,"
"computer-side interface," "user-side interface," and "analog video overlay circuit."

In Linear Technology Corporation v. Impala Linear Corporation, ** the word
"circuit" was coupled with the circuit operation giving that word sufficient structural
meaning that section 112, paragraph 6 would not apply. The element was "a first
circuit for monitoring a signal from the output terminal to generate a first feedback
signal." The court found that "persons of ordinary skill in the art would understand
the structural arrangements of circuit components from the term "circuit" coupled
with the qualifying language of claim 1. .. ." Thus, "circuit for" is not under section
112, paragraph 6.

The Patent Office 1994 Guidelines provided several examples of limitations that fall
within the scope of section 112, paragraph 6. Some were not in strictly "means for"
or "step for" format. But the 1994 Guidelines said that they invoked section 112,
paragraph 6. This would produce uncertainty in claim interpretation, in my view.
However, the 1999 Guidelines simply and without uncertainty exclude limitations
without "means for" or "step for" recitations from invoking section 112, paragraph 6.
Precedents that suggest the contrary *° are not likely to be followed by the Patent
Office and, for consistency, should not be followed by the courts. One sees that
trend in the Federal Circuit opinions. Without the word "means," a claim element is
presumptively outside and it seems almost never within section 112, paragraph 6.
1o10Qne pre-Donaldson precedent would apply here. In re Chandler *# held that a
"means for doing something . . . so that" clause is proper and patentable where the
sole point of novelty follows the expression "so that." In other words, the general
idea of means for doing the thing was old, but not for doing it in the specified way.

The clause in question read:
.. . and means responsive to said movement for regulating the propulsive power of
said engine, in accordance with said movement, so that said aircraft is propelled at
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a definite, selected speed, corresponding to the position of said engine relative to
said aircraft, throughout the speed range of said aircraft. =2

In holding the claims patentable, the court stated,

The examiner held that the words beginning with 'so that' in the quoted expression
were merely a functional expression equivalent to the "whereby" clause considered
in In re Lamb, 64 U.S.P.Q. 241 (C.C.P.A. 1944), and hence could not have
patentable significance. [Note section 3:23.]

We are of the opinion that the expression beginning with "so that" is not merely
functional, but constitutes a part of the definition of the "means responsive to said
movement." . .. Such a definition conforms to the provision of 35 U.S.C. section 112
that an element in a claim for a combination "may be expressed as a means or step
for performing a specified function without the recital of structure, material or acts
in support thereof." The instant situation differs from that presented in In re Lamb.
There the "whereby" clause did not constitute a part of the definition of any means
but merely stated a function which did not necessarily follow from the apparatus
recited in the claim. [Note how this decision highlights the difference between
"means" and "whereby."] =

Examples in the Patent Office 1994 Guidelines are instructive:

2) "printing means" and "means for printing" would have the same connotations. 2+

However, the terms "plate" and "wings," as modifiers for the structureless term
"means," specify no function to be performed, and do not fall under the last
paragraph of section 112.

In other words, a noun naming an object or a step that is not followed by the
recitation of a function does not fall under section 112, paragraph 6, merely because
it is supplemented with the word "means." s

3) "force generating means adapted to provide" falls within section 112, paragraph
6_ 186

4) "call cost register means, including a digital display for providing a substantially
instantaneous display for . . ." falls within section 112, paragraph 6. 7

Other cases describing means-plus-function limitations include: In re Bond # (claim
language "delay means included in said control means for delaying the seizure of
said telephone line by said second circuit means for a predetermined time
interval. . . ." held to be "means plus function" language); Interspiro U.S.A. v. Figgie
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International **° (claim language "means for establishing gauge pressure" held to be
"means plus function" language); but see Quantum Corp. v. Mountain Computer
(claim language ". . . and correction signal generator means connected to said
sample and hold circuit for generating an offset signal . . ." held not to be "means
plus function" language). This case would, in this author's view, be decided
differently now by the Federal Circuit. Although the claim limitation in Quantum
describes where the means are, it does not describe structure of the means.
Therefore, it appears to satisfy the 1999 Guidelines.

Recent cases show a trend in deciding what language falls within section 112,
paragraph 6. Greenberg v. Ethicon Endo-Surgery, Inc. ** involved the claim
language: "a cooperating detent mechanism defining the conjoint rotation of said
shafts . . ." The Federal Circuit held that the detent mechanism was not a
means-plus-function limitation, not because it lacks the word "means," but merely
on the ground that the detent mechanism was defined in terms of what it does, that
is, in function terms. Here, the term "detent mechanism" had a meaning as a
structure which was known in the art. The court cited other words having known
meaning in the art, such as filters, brakes, clamps, and screwdrivers. "Digital
detector" *2 and electronic circuit" 2 and "control signal generator" *+ are
sufficiently definite.

Sometimes the words known in the art that define a structure are recited in words
suggesting function, rather than being a noun or name for an element. In Watts v.
XL Systems, Inc., s the court interpreted the term "sealingly connected" in the
clause "dimensioned such that one such joint may be sealingly connected directly
with another such joint" as not falling under 35 U.S.C. ?112, paragraph 6, because
the word "means" was not used and based on the specification. But the court
ultimately limited the clause to what was shown in the specification in interpreting
the limitation.

The presumption is that when the word "means" is not used for the claim element,
then the element is not construed under section 112, paragraph 6. *=* In Lighting
World, Inc. v. Birchwood Lighting, Inc., the claim term "connector assembly" was
held to recite sufficient structure to avoid section 112, paragraph 6. The court said
that the "claim element is not required to denote a specific structure, but is
sufficient if the claim term is used in common parlance or by persons of skill in the
pertinent art to designate structure, even if the term covers a broad class of
structures and even if the term identifies the structures by their function."

Conversely, if the term used in the claim does not have a generally understood
meaning, use of that term in a "means" or "step" limitation might place it under
section 112, paragraph 6. In Mas-Hamilton Group v. LaGard, Inc., ¢ the claim
element was "lever moving element" and the court construed it as under section
112, paragraph 6 because it could be any device that can cause the lever to move
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and there was no structure in the claim limitation to remove it from section 112,
paragraph 6. ¢t Contrast that with CCS Fitness, Inc. v. Brunswick Corp., *” wherein
the court found a dictionary definition of "member" in the term "reciprocating
member" and thus "member" defines a structure. The test of whether the word used,
for example, detent mechanism, has a known meaning in the art has been
supplanted by the test in the 1999 Guidelines. But the Federal Circuit has not
indicated it will rely on similar rules of interpretation. The court cautioned that the
use of the word "means" is not required to qualify under section 112, paragraph 6.
The Patent Office Guidelines disagree. Yet in an analysis in an actual case, the Board
of Appeals and Interferences found "a destroying member for destroying said
thermally processed film after said film is scanned" to fall under section 112,
paragraph 6, as the term "a destroying member" is provided in a functional context.
The presumption that nonuse of "means" places a claim element outside that
statute was here rebutted. 2

Usually, use of "means" invokes section 112, paragraph 6; but not always. The 1999
Guidelines define when use of "means" invokes section 112, paragraph 6 and when
it does not.

Cole v. Kimberly-Clark Corp. *° involved the claim limitation: "perforation means . . .
for tearing the outer impermeable layer means, for removing the training brief. . . ."
The court said it was not under section 112, paragraph 6 because it recited a definite
structure that performs the function. Here the claim referred to "perforation” means,
not "means for tearing . . ." or "means for enabling tearing. . . ." Like a detent or a
filter, a perforation is a definite structure. Waterloo Furniture Components, Ltd. v.
Haworth, Inc. > had claim wording which began "means for," but which was found
to thereafter describe structure, rather than function, namely: "first means being
mounted on said carriage means for pivotal movement relative thereto about
substantially vertical hinge axis means for enabling the link means . . ." The "first
means" were not a means plus function element. Had it read "means for enabling
the link means," it might have been under section 112, paragraph 6.

To be sure you are under section 112, paragraph 6, use the pure "means for. . ."
Other words lead to ambiguity and the need for a court to decide. 2t Use of clear
structure words avoids ambiguity.

The statute recites "means . . . for" performing a function. But is "for" needed to
invoke section 112, paragraph 6? "Spring means tending to keep the door . . .
closed," without "for," was held to invoke section 112, paragraph 6 because the
"tending" phrase pertains solely to function of the element, not its structure. 22 "Ink
delivery means" was held to fall under section 112, paragraph 6 as means plus
function language and "for" was not used. 22 "Means to" rather than "means for" as
in "data communication means to receive information" was held an inconsequential
difference and both fall under section 112, paragraph 6. 22t "Means" or "step" is the
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key.

The 1999 Guidelines suggest that "for" is also required. Perhaps the Federal Circuit
may in the future agree.

It should be apparent that treatment under section 112, paragraph 6 applies only to
the "means" within such a limitation, not to other elements or parts identified by
non-means nouns within the "means for" claim limitation. In O.l. Corp. v. Tekmar
Co., Inc., >+ the claim limitation was "means for passing the analyte slug through a
passage." The court found that the limitation invoked section 112, paragraph 6, but
that section 112, paragraph 6 could not be applied to "passage" although it was in
the means limitation. The same would apply to "analyte slug" in the claims limitation.

205

Under section 112, paragraph 6, one looks to the specification for what is disclosed,
plus equivalents, to determine what is covered in a "means for accomplishing a
function" limitation. What is precisely disclosed in the specification is found by
reading the specification and the drawings. 2°¢ What is equivalent must have an
equivalent structure and also perform the identical function as claimed. 27

The Federal Circuit says that means-plus-function elements may be interpreted
under the doctrine of equivalents. 27 In that case, the element is construed by and
limited by the written description in the specification and by the prosecution history
affecting the claim elements, as applying the doctrine of equivalents to any claim
element is controlled by the prosecution history. 2=

If the specification of the patent does not provide adequate disclosure of the section
112, paragraph 6 element, this could invalidate under section 112, paragraph 2 or
make the disclosure insufficient and the patent invalid under section 112, paragraph

1_ 209

A court deciding infringement will look to the specification to determine what is
covered by the "means for" element. The court may exclude an infringer's design if
it decides that the features of that design are not encompassed in the means shown
in the patent specification. 2° In Chiuminatta, the court studied the specification and
drawings of the patent to find those elements of the disclosed product that satisfied
"means connected to the saw for supporting the surface of the concrete. . . ." The
court found that to be a skid plate, and the court expressly excluded other features
of the skid plate which, while present, did not cooperate in performing the function.
[S]tructure disclosed in the specification is "corresponding” structure only if the
specification or prosecution history clearly links or associates that structure to the
function recited in the claim. This duty to link or associate structure to function is the
quid pro quo for the convenience of employing ?112, [para] 6. =
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Therefore, be sure the specification identifies which structure is performing the
claimed function. If the specification fails to disclose the structure ("third monitoring
means for monitoring the ECG signal") 222 or ("theoretical win profile") 2:2* the claim
is invalid as indefinite.

To assure that certain elements are or are not to be considered part of a claimed
"means for" element, consider reciting in the specification the components which
perform that claimed function, 2* and perhaps indicate other components that are
present which do not participate in the function. In that way, for example, you could
include a more limited number of components or elements within the "means"
limitation, making it easier to have the limitation satisfied by an accused infringing
product, since it needs fewer features to fall within the claim limitation.

If it is unclear whether a claim limitation falls within the scope of section 112,
paragraph 6, a rejection under section 112, paragraph 2, may be appropriate.

To broaden the scope of a "means" limitation in a claim at the time the specification
is being prepared, the claim writer should expressly recite in the specification
various alternatives which may be considered for features to be claimed in "means"
limitations. ¢ This makes those alternatives fall within the "means" limitation
because they are in the specification. In effect, section 112, paragraph 6 imports
the specification and drawings into the means for performing a function element.
2syour specification is preferably broad enough to cover known and future
alternatives. But including those alternatives also opens up the "means" limitation
to the possibility that numerous equivalent alternatives exist, making easier a later
argument by the Patent Office examiner examining the claim to find equivalent prior
art (In re Donaldson) or a still later argument by the patentee that an accused
device/process has an equivalent to the claim limitation.

Another technique for broadening the scope of a "means" limitation is to describe in
the specification the part or element of an object that performs the function claimed,
possibly also indicating that part is a means for performing a function. Other
elements are deemed a separate subassembly or not part of the claimed means. 2
Instead of merely describing an anvil having a surface on which the workpiece is
worked in the specification, the drafter describes a surface on which the workpiece
is worked, that surface being on an anvil. That gives the claim drafter the argument
that the means referred to in the means for limitation in the claim is not the entire
anvil, but just the workpiece supporting surface. This perhaps provides a wider
range of equivalents because the means in the disclosure is the surface, rather than
the entire anvil.

On the other hand, the 1999 Guidelines point out that when means plus function
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language is employed, the specification must adequately disclose what is meant by
that language. Failure to adequately disclose the means in the specification results
in a failure to satisfy section 112, paragraph 2, requiring that you particularly point
out and distinctly claim the invention. 7 Adequate disclosure, in my opinion, means
what is adequately disclosed to one of ordinary skill in the relevant art. For example,
the claim may recite a "means for" and the disclosure may simply show an
undetailed box described as a "microprocessor.” For one skilled in the art, the
disclosure of a "microprocessor" and a description of what it does may be an
adequate disclosure under section 112, paragraph 1, and therefore an adequate
claim limitation under section 112, paragraph 2. The 1999 Guidelines instruct
examiners about clarifying the disclosure if it originally would have been understood
by one skilled in the art. Best is when the specification describes the "means"
elements and what disclosed features they include, such as "means for assigning" or
"means for randomly selecting one of said plurality of assigned numbers." 22

However, a "black box" disclosure in the specification of an element described as a
means in the claim may fail to satisfy section 112, paragraph 2 because an
insufficient disclosure of a specific structure has been provided, making a
determination of the structure and especially equivalents impossible. This is
especially the case with software patents, where claim elements are defined in
device or means-plus-function form, and the specification and drawings may not
have much detail, if any. 2** The only way to save such a claim is to be able to
demonstrate that the "black box" is well known in the art, for example, a computer,
a microprocessor. 22 Better practice would be to disclose the computer more
thoroughly in the specification, and to cover equivalents, to provide disclosure of
alternative structures that can by now be contemplated. 2

The 1999 Guidelines set forth a process for an examiner to determine equivalence of
a prior art element to a means for performing a function element during ex parte
examination:

In implementing the change in examination practice necessitated by Donaldson, the
PTO set forth a two-step process for making a prima facie case of equivalence of a
prior art element during ex parte examination. First, the examiner must find that
the prior art element performs the function specified in the claim element, and,
second, the examiner must find that the prior art element is not excluded by any
explicit definition provided in the specification for an equivalent. This two-step
process is not superseded by these interim supplemental guidelines, and is
consistent with the requirement that the PTO give claims their broadest reasonable
interpretation. The specification need not describe the equivalents of the structures,
materials, or acts corresponding to the means- (or step-) plus-function claim
element. Where, however, the specification is silent as to what constitutes
equivalents, the burden is placed upon the applicant to show that a prior art element
which performs the claimed function is not an equivalent of the structure, material,
or acts disclosed in the specification. 2>
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The Patent Office 1994 Guidelines for "means" 22*claims also guide examiners as to
how to determine whether a prior art disclosure is "equivalent" to what is claimed in
a claim limitation:

1) Whether the prior art element performs the function specified in the claim in
substantially the same way and produces substantially the same result (the
equivalents for infringement test of Graver Tank v. Linde 2+ which is applied to
Patent Office determinations as well, 2=i.e., they are functional equivalents.

2) Whether one of ordinary skill in the art would recognize interchangeability of the
prior art element for the corresponding element in the specification. Clearly, the
broader the scope of the disclosure in the specification, the more likely an
equivalent will be found.

3) Whether the prior art element is a structural equivalent of the element disclosed
in the specification, 22¢ again applying the function/way/result test as described in 1);
or

4) The structure, materials or acts disclosed in the specification represent an
insubstantial change which adds nothing significant to the prior art element. 2=

The Federal Circuit's en banc decision in Hilton Davis Chem. Co. v.
Warner-Jenkinson Co., Inc. ¢ and its reversal on other grounds by the Supreme
Court 2*¢ did not negate the substance of the Patent Office guidelines, but it did
change their emphasis. The test for equivalents is to determine the substantiality of
the differences between the claimed and accused products and processes. 2° The
function/way/result test and the interchangeability test may provide evidence on
the substantiality of the differences.

Equivalency under 35 U.S.C. ?112 differs from the doctrine of equivalents as to how
each is determined. 2t The doctrine of equivalents equitably expands exclusive
patent rights, as Hilton Davis makes it easier to find equivalence. One is not
restricted to a specific structure that may be claimed or to any or all of the
structures in the specification, but can find equivalents anywhere, using the Hilton
Davis tests. Equivalence is assessed as of the time that the infringement issue is
considered. In contrast, section 112, paragraph 6, limits the broad language of
means-plus-function limitations in combination claims to what is disclosed, plus
equivalents of the structures, materials, or acts in the specification. 232 Equivalence
under section 112 is assessed as of the time that the application for patent was filed,
not at the later time for application of the Doctrine of Equivalents. 22 Therefore, not
everything that could perform the same function or that might satisfy any Hilton
Davis tests would, with certainty, be a limitation under section 112, paragraph 6.
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See In re Donaldson. As noted above, if the claim drafter recognizes the possible
equivalency issue early enough, the specification can be written to express enough
alternatives to give broad scope to a section 112, paragraph 6 limitation. Although
section 112, paragraph 6 restricts scope, as a practical matter, in view of In re
Donaldson and the Patent Office guidelines, there should be no difference remaining
in scope between the two types of equivalence.

Structural equivalents under section 112, paragraph 6 are included within literal
infringement of means-plus-function claim elements. The court must find identity of
claimed function for the structure and equivalent structure. 223t The inquiry for
equivalence of structure under section 112, paragraph 6 is whether the equivalent
structure performs the identical function in substantially the same way to achieve
substantially the same result as the corresponding structure in the specification. 222

A means clause is used to describe the function of a particular element, as discussed
herein. However, before deciding to argue patentability based on a
means-plus-function limitation in response to an examiner's rejection, remember
that including a means-plus-function clause may create a prosecution history
estoppel which limits the patentee's protection. The examiner will argue that the
prior art of record teaches an equivalent of the disclosed means-plus-function
structure and the claim writer's responsive argument will create an estoppel.

Means clauses should not be used as a vehicle to present ultrabroad or functional
claims. One Patent and Trademark Office example of an overbroad means clause is
the claim: "In a device of the class described, means for forcing a flow of air while
preventing injury to the operator." 22 The device disclosed was a fan with soft
rubber blades. This claim does not particularly point out and distinctly claim the
invention. It is attempting to claim the desirable result only, not the way in which
the result is accomplished. This type of case is less an adverse decision on means
clauses than on overly broad claims generally. In general, one cannot use a means
clause to do what one cannot do otherwise, obtain fantastic claims far broader than
the invention.

Means clauses had been widely used to describe generally conventional elements of
a combination. However, the more recent restrictive interpretation of clauses under
section 112, paragraph 6 makes dangerous the use of such clauses even to recite
conventional elements, since the claim element may be restricted in scope to what
is shown in the preferred embodiment. The outer periphery of permissible uses for
means clauses is somewhat uncertain, and new cases on the subject appear
frequently.

Because 35 U.S.C. ?112, paragraph 6 recites:
An element in a claim for a combination may be expressed as a means or step
for . ..


http://www.lexis.com/research/retrieve?_m=cc9696f933a18748122724249b262a0b&csvc=lt&cform=byCitation&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=bc50348649a70b2e2671b54a64b96886#n233.1#n233.1
http://www.lexis.com/research/retrieve?_m=cc9696f933a18748122724249b262a0b&csvc=lt&cform=byCitation&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=bc50348649a70b2e2671b54a64b96886#n233.2#n233.2
http://www.lexis.com/research/retrieve?_m=cc9696f933a18748122724249b262a0b&csvc=lt&cform=byCitation&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=bc50348649a70b2e2671b54a64b96886#n234#n234
http://www.lexis.com/research/buttonTFLink?_m=de1f5ceba167360ac6228b827a20b995&_xfercite=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5bLandis%20on%20Mechanics%20of%20Patent%20Claim%20Drafting%20%a7%203%3a25%5d%5d%3e%3c%2fcite%3e&_butType=4&_butStat=0&_butNum=114&_butInline=1&_butinfo=35%20USC%20112&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=cea0c3df46776e7bd496f357d0304e7d

A single-element claim such as the following does not claim a "combination" and
cannot employ means-plus-function language:

Apparatus for shaking articles in a container, which comprises: means for oscillating
the container to shake the articles.

Note that the "means for forcing air" claim was also a "single means" claim, and
would also be objectionable on that score. See discussion of In re Hyatt, below. But
adding "a base" or other conventional element would not have helped that claim.

The Federal Circuit still rejects "single means" claims, because they cover every
conceivable means for achieving the desired result. 2»s In Hyatt, the claim held
unpatentable under section 112 recited:

35. A Fourier transform processor for generating Fourier transformed incremental
output signals in response to incremental input signals, said Fourier transform
processor comprising incremental means for incrementally generating the Fourier
transformed incremental output signals in response to the incremental input signals.
[Emphasis ours.]

It was a "single means" claim.

In re Donaldson 2 does not affect the holding of In re Hyatt »” to the effect that a
single means claim does not comply with the enablement requirement of section
112, first paragraph. =¢Donaldson only applies to an interpretation of a limitation
drafted to correspond to section 112, paragraph 6, which by its terms is limited to
"an element in a claim to a combination," as it does not affect a limitation in a claim
which is not directed to a combination.

"Apparatus which shakes the container," for example, is narrative and functional,
whereas "apparatus for shaking the container" would be comfortably seen as a
"means . . . for."

Most mechanical claims are, or can be made to be, directed to a combination of
elements, in which case there is no problem on this score. A possible problem in this
area is with an improvement or a Jepson-type claim (see section 6:8), where, in the
body of the claim, a single new element might be claimed that cooperates with
several old elements in the preamble to make up a complete machine or apparatus.
As noted in section 6:8, it is thought that such a claim is truly a claim to a
combination, so that the body of the claim following the Jepson transition phrase
could properly consist of a single means expression. However, there may be some
difference of opinion on that score, so it might be good tactics to put at least one
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other element, means or otherwise, in the body of the claim.

As to overly broad claims, the Supreme Court held in 1946 that a claim was invalid
as indefinite and too broad where it used broad means-plus-function language at
what the Court considered to be "the precise point of novelty" of the claim. 2=

The clause in question read:

means associated with said pressure responsive device for tuning said receiving
means to the frequency of echoes from the tuning collars of said tuning section to
clearly distinguish the echoes of said couplings from each other.

Although the stated function apparently was technically novel, the Court felt the
patentee should be limited to claiming his specific means (a tuned acoustical pipe)
rather than all possible means, some of which might be later invented.

Note that this case came up before the 1952 statute, and was undoubtedly one of
the items that led to the new paragraph 6 of section 112 dealing with means clauses.
Means clauses were common before the statute, as a matter of practice that had
grown up, but the Halliburton case cast doubt as to their worth. Commentators
believe that the statute was intended to overrule the Halliburton case.

In In re Lundberg and Zuschlag, >+ the C.C.P.A. came close to holding that 35
U.S.C. ?112 overruled the Halliburton decision, though that was not necessary to
the decision: "As correctly stated by appellants in their brief, this paragraph was
designed, at least in part, to modify or overrule such decisions as Halliburton. . . ."
In Ex parte Ball and Hair, 2t the Board indicated, vaguely, that "some measure of
greater liberality in the use of functional expressions in the definition of elements in
the proper combination claims is authorized by section 112 than has been permitted
by some of the stricter decisions of the courts in the past." Some
means-plus-function claims were allowed, where the function stated in the claim
was "distinctly unlike any function which is or could possibly be performed" by the
reference. This seems to be allowance of a means-plus-function claim at the precise
point of novelty.

In Ex parte Mayer, 2+ the Board expressly held that there is no objection to a
means-plus-function clause "merely because it is at exact point of novelty in a
combination claim . . . ," citing the Ball & Hair case. In this case the acceptable
clause was:

means responsive to said residual of potential to disable said discharge means for a
period greater than the interval between pulses and sufficient to permit normal
voltage on said network to be restored before said network is again discharged by
said discharge means. 2+
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Note that the statute gets around what seems to be the Supreme Court's main
reason for objecting to the broad clause: that it would cover nonequivalent
structures, in that the coverage under 35 U.S.C. ?112 is expressly limited to the
specific means shown, plus equivalents.

Means clauses are routine where it is the function of the element that is important
and where various other specific constructions could be used. Thus, in Example I
above, the oscillating means illustrated includes a motor, cam, and cam follower
linkage, but it is obvious that various other common arrangements would be equally
suitable, such as a piston and cylinder. It should be clear that the essential thing to
the combination is that the container be oscillated, not how. Since many common
structures could be employed to do that job, this is the ideal place for a means
clause.

In this example, it is difficult to draw a generic expression other than a means clause,
covering both the motor-cam arrangement and a piston-cylinder arrangement, as
well as any other conventional arrangement for oscillating a member. As was
mentioned in section 3:13, an alternative expression, such as "cam or cylinder,"
cannot be used, even if that were considered broad enough. A generic expressions
must be found. Other attempted generic expressions, such as "a mechanism for
oscillating . . .," or "a mechanical device for oscillating . . .," which perhaps might
have been viewed as unacceptable functional expressions, now are accepted ways
of claiming apparatus, and because they are not claimed using the statutory word
"means," under the 1999 Guidelines, they should not be interpreted under section
112, paragraph 6. >#¢ This raises the then unresolved question of the scope to be
accorded such a non-means claim element. The doctrine of equivalents would apply,
and that application is likely to produce a result the same as classifying the claim
limitation under section 112, paragraph 6.

In writing means clauses, as many qualifying words or expressions should be
employed in the means clause as are necessary to limit the claim to the scope

desired. Thus, one might recite such expressions as:

resilient means, connected between the carriage and the base, for urging the
carriage against the stop;

or

means, actuated by the carriage at the end of its forward movement, for moving the
bending fingers into contact with the carriage.

In these fragmentary expressions, it should be noted that such elements as "the
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carriage" and "the bending fingers" must have been recited in previous elements of
such claims, as mentioned in section 3:11 on antecedents. Where no such qualifying
expressions are important, none should be used. But, as noted above, recitation of
a structural element that performs a function, instead of means for performing the
function, is outside section

112, paragraph 6. >*sPerhaps too much of the qualifiers noted above will remove the
claim from section 112, paragraph 6, and will particularly remove the claim
limitation. This occurred, for example, in Waterloo Furniture Components, Ltd. v.
Haworth, Inc., 2 discussed above.

It is recommended that one use the exact statutory language "means for . . .
(performing an act or accomplishing a result)" or "step for . . ." rather than possibly
equivalent expressions that do not include "means for . . ." or "step for . . ."
Especially based on the 1999 Guidelines, limitations without "means" or "step" do
not fall under section 112, paragraph 6. »*7Further, the statute recites only "means"
or "step." A court interpreting a claim should follow the statutory words and,
especially as to claims pending after the 1999 Guidelines, should follow the Patent
Office Guidelines. This should not be an issue during prosecution of the application
claims, because examiners should be governed by the Guidelines.

Although one should avoid the practice where possible, it is permissible to claim
"means for [doing thing A], including means for [doing thing B]" if B is a part of A.
For example, in patent 1,971,193, we find:

means for causing oscillations to be produced in said polyphase circuit having a
frequency dependent on the tuning in said polyphase circuit said means [assume no
unclarity] including means for producing a magnetic field between said anodes and
cathode.

This may be necessary to avoid double inclusion of elements (section 3:9) where
they are partially overlapping or where one means includes another.

In referring back to a previously recited means element, later in the claim (see
section 3:11, antecedents), one merely gives it a convenient distinctive name, such
as "the reciprocating means" or "the container-reciprocating means" or "the means
for reciprocating the container" or, less desirably, "first means," "second means."
The exact choice is not critical as long as there is no possible confusion with other
means elements. The use of the definite article "the" (or "said") is also required, to
avoid a double inclusion of the same element in the claim language. Wherever
possible, it is best to avoid identifying a means only as "first means," "second
means," etc.

It is recommended that means expressions be avoided where there is a definite
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generic word of the same scope available and particularly where "means" is placed
after the descriptive generic word. Thus, in example 1, "a base" is fully generic, and
there is no need to say "base means," "means for supporting," or the like. Also "a
container" is generic, so there is no need for "container means" or "means for
containing." Note that, in these situations, the word "means" does not add a thing;
"container means" is not a bit broader than "a container" but instead may be
interpreted as narrower in scope, as invoking section 112, paragraph 6.

Sometimes there may be one or more than one, or more than two of the same type
of elements disclosed, usually cooperating with each other, for example, legs
supporting the container, and the claim writer does not wish to limit the claim to a
particular number, by claiming "a leg" or "a plurality of legs." Some practitioners
claim "leg means" as the generic expression of any number of legs. Use of the noun
"means" (or "step") following what then becomes the descriptive adjective, "leg,"
may ease the reader's reference to the claimed means. 2¢¢ But use of "means" in that
clause is not needed. The word "comprising" or the equivalent in the claim preamble
encompasses the full range of humbers of the recited elements, for example, from
one leg through many of them. Placing the generic word before "means" is not
helpful, does not broaden claim scope, and may be harder to understand (as, how
does a container differ from the container means?). Further, as noted above, in the
Patent Office guidelines, merely adding "means" before a noun, without reciting a
function of that means, does not convert the claim element, like "leg means," into
an element governed by 35 U.S.C. ?112, paragraph 6. 2+

There are occasions where use of the word "means" following the noun is not only
sensible, it is the only apparent way to cover the full range of elements that
accomplish the objective. For example, if some means reflects a light beam from a
source to a detector, calling the reflective device a reflector or mirror might be
misdescriptive. The arrangement of disclosed elements might require two or more
reflectors or mirrors, although certain angling of the light source or the detector
may make only a single reflector or mirror necessary. Here, the noun "reflector" or
"mirror" does not cover all apparent possibilities. The noun, for example, "reflector"
or "mirror," is now made an adjective, followed by the noun "means," and that
covers the alternatives including one or more reflectors.

In addition, use of an adjective before "means" like "rod means" eases the reference,
and it is a means-plus-function clause > if the other requirements of the Patent
Office Guidelines are satisfied. But if the adjective causes a definite structure to be
recited, like "perforation means," and the other Guidelines requirements are not
met, then the limitation may be outside section 112, paragraph 6. 2 This is one
technique the claim drafter can use to avoid section 112, paragraph 6 treatment
even if he uses the "means for" format. However, use of the word "means" in a claim
does not always constitute a "means-plus-function" clause. The term "means," as
opposed to "means for," may be used in a non-means-plus-function claim, as when
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indicating a tool or device having a particular structure (recited in the claim) to carry
out its intended function. 22 In Surgical Laser Technologies, Inc. v. Laser Industries
Ltd., =2 Claim 1 contained the terms "tip means" and "securing means." The term
"tip means" was determined not to be a means-plus-function term, while the term
"securing means" was determined to be a means-plus-function term primarily
because the term "tip means" was followed by a phrase which describes its
composition, whereas the term "securing means" was followed by the phrase that
describes its function. Furthermore, later claim language was "said tip means to be
positioned to perform a surgical procedure on or within a patient." The jury
concluded that this phrase was meant to describe the position of the tip rather than
its function. Saying where the "means" is located will not invoke section 112,
paragraph 6, while saying what the "means" does will invoke the statute.
Additionally, the phrase "to perform a surgical procedure on or within a patient"
appeared only in Claim 1 while the term "tip means" appeared in other independent
claims as well. The jury inferred from this that the term "tip means" was not linked
to the phrase "to perform . . ." in Claim 1. All these factors contributed to the jury's
determination that the term "tip means" was not a means-plus-function clause.

In the shaker example, the reader will note that the following "means" clause has
been used in Claim 1 (section 3:1.1): "means for oscillating the container on the
legs to shake the articles." As for the recitation of "legs" in Claim 1, a problem in
scope of claims is presented. As noted above, no benefit would have been obtained
by adding "means" to the word "leg." The legs could still have been more broadly
expressed as "means for mounting the container on the base for oscillating
movement with respect thereto." This expression is, of course, much broader than
merely claiming pivoted legs for doing the same thing. It is interesting to note that
the claim now reads on the spring mounting of Example I, Fig.-3, above. However,
a line was drawn for purposes of illustration to include the pivoted legs as elements
of the claim. Fig.-3 shows a simple mechanism by which the wording of Claim 1 may
be circumvented.

As to what specific elements are included in a means clause, the clause includes
whatever elements or parts of elements are disclosed in the specification to perform
the recited function, plus equivalents (35 U.S.C. ?112). >*The "means for
oscillating" clause stated in Claim 1 covers the motor, the cam, and the cam follower
attached to the container. A means clause may read on a single element or a part of
an element, even a hole (section 3:16), or a train of fifty cooperating
elements--whatever is needed to perform the recited function.

There is a limit on what "means" may encompass. In In re Prater & Wei, > the court
held that a means clause did not cover a human being (a possibly mental step in
that case), but that it may properly cover a programmed general purpose computer.
In the Prater case, the clause in question of the apparatus claim was:
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means for determining that one of said scalar functions of greatest magnitude for
identification of . . . [a desired mathematical relationship].

This holding was affirmed. 2s¢ It was also amplified in the subsequent case of In re
Bernhart and Fetter. 257

In Cardiac Pacemakers, Inc. v. St. Jude Med., Inc., = the court found that the only
"means" that could perform the two functions claimed was a physician and held the
claim invalid because the physician cannot be a "corresponding structure" under
section 112, paragraph 6.

Further, there is no objection to having one or more specific elements of structure
included as a part of two different means clauses, as long as the entire train of parts
to perform each function is not identical.

For example, in Reed v. Edwards, 2 the court held that different parts of a single
element could support two means clauses, quoting with approval the following
language from the Board of Appeals decision:

It has long been recognized that one element of a claim may be relied on for
performing different functions . . . [W]e can see no reason why one side of a tongue
or a groove in the Edwards device may not be regarded as the means for advancing
the cutter, and why the other side may not be regarded as the means for limiting the
rate of travel.

If the disclosure has truly one completely indivisible element for performing both
functions, then classic textbook law is that the inventor cannot make the claim to
separate means because of double inclusion, or double reading of elements. For
example, in Holdsworth v. Goldsmith, 2¢ the court stated:

[Thereis] . .. fairly well settled law on the question. If a patent disclosure shows two
elements to perform two different functions and the patent claim is drawn to define
both as separate elements, a disclosure which has only one element performing
both functions, will not be regarded as supporting the count. (Citing cases.)

While there was never an issue as to whether a method limitation falls within section
112, paragraph 6, there are fewer precedents on it. O.1. Corp. v. Tekmar Co. 2t and
Caterpillar, Inc. v. Detroit Diesel Corp. 22 hold that an element of a method claim
falls within section 112, paragraph 6. 2¢2 The statute applies when a step or a series
of steps plus a function is recited, and without reciting definite acts.

A step-plus-function limitation describes the result to be achieved, not specific acts
which may achieve that result. 2¢“The presence of a purpose in the claim preamble,
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but not at the claim limitation itself, does not make the claim limitation within the
claim into one under section 112, paragraph 6. 2= That a claim preamble recites "the
method comprises the steps" does not convert every step in the claim into one
under section 112, paragraph 6. 251

Merely claiming a step of a series of steps without reciting a function is not a
step-plus-function recital. Under section 112, paragraph 6, the statute is implicated
only when steps plus function, without acts for achieving the function are claimed.
266 A preamble statement of purpose does not necessarily supply a function for a
"step-plus-function" claim form. 267 A "function" says what the claim element
accomplishes, while an act explains how the function is accomplished. z¢2

Neither O.1. Corp. v. Tekmar Co. nor Caterpillar, Inc. v. Detroit Diesel Corp. included
a method claim limitation that used the words "step for." The method claim in O.1I.
is quoted in the note below. 2¢° The Federal Circuit held the claim to be under section
112, paragraph 6 because of the broad recital of purpose in the preamble. The court
then concluded that the individual steps within the method claim were not governed
by section 112, paragraph 6 because the "passing" step was not related to functions
performed by the step.

In Epcon Gas Sys., Inc. v. Bauer Compressors, Inc., 2 and in Masco Corp. v. United
States, 2 the Federal Circuit sought an indication that section 112, paragraph 6 was
implicated by indicating there were no words indicating "step-plus-function" form,
such as "step for." In Epcon, the method claim recited a step without also reciting a
function, so it was not under section 112, paragraph 6. In Masco, "steps of
transmitting force to drive" was a "step of," not a "step for," recital, and the claim
element was not under section 112, paragraph 6, because it recited an act not a
function. Without the words "step for," or at least "for," in a method element, it is
not clearly under section 112, paragraph 6.

In Cardiac Pacemakers, Inc. v. St. Jude Medical, Inc., 2** the Federal Circuit ruled
that the preamble and transition reciting "method comprising the steps of" did not
invoke section 112, paragraph 6 for each step following the transition, that is, each
step was not thereby step-plus-function. Instead, the absence of "step for" at each
step element created the presumption that each step was not step-plus-function.

The author believes that the court's decisions are correct, especially in view of the
1999 Guidelines, which, while they do not control here, provide clear guidance as to
when a claim limitation invokes section 112, paragraph 6. Similarly, the Caterpillar
court viewed the individual steps in the process, "providing," "determining,"
"retrieving," and "using," as not describing the achieved results but as acts in
themselves. These limitations thus did not invoke section 112, paragraph 6.
However, the Federal Circuit has sometimes found the absence of a phrase that says
"step for" raises the presumption that the claim is not a step-plus-function claim and
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not under section 112, paragraph 6. 27

In Serrano v. Telular Corp., » the Federal Circuit found that a "determining"
element did not invoke section 112, paragraph 6 because the claim element did not
recite a function. #

Practical advice to a claim writer who wants to avoid section 112, paragraph 6 is not
to use claims with "means" or "step" in them. Alternatively, supply two sets of
claims, one with "means" or "step" limits and one using generic nouns and verbs. As
to the former group of claims, this will demonstrate an intent to invoke section 112,
paragraph 6, and the contrary for the latter group of claims.

Summary

Means clauses are proper in combination claims. They are a simple way to define
functions performed broadly. They are governed by 35 U.S.C. ?112, paragraph 6.
To invoke that statute, you need use only the statutory language "means" or "step"
for performing a specified function; that is, an act or operation such as "means for
reciprocating the container." A "means" or "step" clause may cover one element,
10,000 elements, half of one element, or even a hole; it covers whatever is
described in the specification, plus equivalents. However, because the scope of the
means or step may be restricted, as just indicated, it is recommended that the claim
writer avoid these claim limitations and instead give the element or step an
appropriate descriptive name not including the words "means" or "step."

?3:25.1 Example 111--Take-Up Barrel

In the take-up barrel in Example III below, the object is to collect an advancing
strand 11 in a barrel 12. The strand is advanced toward the barrel by a conventional
advancing means known as a "capstan" 13. The barrel is rotated on a turntable 14
by a motor 15, pulley 16, belt 17, and pulley 18. This operates to vary the point of
strand collection circularly with respect to the bottom of the barrel, as shown in
figure 2. An eyelet 20 is reciprocated by the same drive motor 15, a pulley 21, a belt
22, a pulley 23, a cam 24, and a cam follower 25 on a shaft 26 of the eyelet 20. This
varies the collection point radially with respect to the barrel bottom. The particular
strand is a flexible "tinsel" conductor, which forms itself into loops, as shown, as it
hits the bottom of the barrel; however, the invention would be useful with other
types of strand, which would form other patterns.

A fairly broad claim to the combination follows:

2. Apparatus for collecting an advancing strand in a barrel, which comprises:

(@) a turntable on which the barrel is mounted for rotation therewith;
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(b) a strand guide positioned above the barrel for guiding the advancing strand into
the barrel;

(c) means for rotating the turntable so that the point of collection of the strand
varies circularly with respect to the bottom of the barrel; and

(d) means for reciprocating the guide so that the point of collection varies radially
with respect to the bottom of the barrel.

This claim illustrates the use of two means clauses having some common elements,
that is, both the rotating means (c) and the reciprocating means (d) include the
motor 15 and its shaft. However, they also include many different elements,
starting with the two pulleys 16 and 21 on the motor shaft. For this reason, two
separate clauses are proper.

From a function standpoint, the elements (c) and (d) could equally well have been
driven from separate motors. Therefore, the claim would be unnecessarily limited if
a single drive motor for both were recited. The invention obviously is not in using a
single drive motor to drive two moving parts synchronously--that is a common
industrial expedient. The invention must relate to the fact of simultaneous rotation
and reciprocation. Note how that is accomplished.

Claim 2 further illustrates such general principles of mechanical combination claims
as preparing the preamble, selecting the essential elements (including means
expressions), listing them in a logical order, and tying them together structurally
and functionally to accomplish the result stated in the preamble.

These are the most important elements of mechanical claim drafting. 27

EXAMPLE III:

Take-Up Barrel
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FOOTNOTES:
# Footnote 145. Laitram Corp. v. Rexnord, Inc., 939 F.2d 1533, 1536, 19
U.S.P.Q.2d (BNA) 1367

(Fed. Cir. 1991). See Johnston v. IVAC Corp., 885 F.2d 1574, 12 U.S.P.Q.2d (BNA)
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1382 (Fed. Cir. 1989).

#Footnote 146. Chem. Separation Tech., Inc. v. United States, 51 Fed. Cl. 771, 63
U.S.P.Q.2d (BNA) 1114 (Fed. CI. 2002) (court construed pipes that performed the
recited function in the disclosed preferred embodiment as the claimed "influent pipe
means"); Chiuminatta Concrete Concepts, Inc. v. Cardinal Indus., Inc., 145 F.3d
1308, 46 U.S.P.Q, 2d (BNA) 1752, 1755-59 (Fed. Cir. 1998); Northrop Grumman
Corp. v. Intel Corp., 325 F.3d 1346, 66 U.S.P.Q.2d (BNA) 1341 (Fed. Cir. 2003);
Nomos Corp. v. Brainlab USA, Inc., 357 F.3d 1364, 69 U.S.P.Q.2d (BNA) 1853 (Fed.
Cir. 2004) said the claimed means was limited to the only embodiment disclosed in
the specification.

FFootnote 146.1. Versa Corp. v. Ag-Bag Int'l Ltd., 392 F.3d 1325, 73 U.S.P.Q.2d
(BNA) 1191 (Fed. Cir. 2004) (disclosing only one structure in detail, but saying that
the specific structure is not required and briefly describing an alternative); Serrano
v. Telular Corp., 111 F.3d 1578, 42 U.S.P.Q.2d (BNA) 1538 (Fed. Cir. 1997) (in
support of a finding of infringement of a means-plus-function claim element, the
court cited the passage in the patent specification that a microprocessor-based
system could be used).

#Footnote 147. In re Donaldson Co., 16 F.3d 1189, 29 U.S.P.Q.2d (BNA) 1845 (Fed.
Cir. 1994) (en banc).

#Footnote 148. Pennwalt Corp. v. Durand-Wayland, Inc., 833 F.2d 931 (Fed. Cir.
1987); D.M.1., Inc. v. Deere & Co., 755 F.2d 1570, 1574 (Fed. Cir. 1985).

#Footnote 149. Hale Fire Pump Co. v. Tokai, Ltd., 614 F.2d 1278, 1283 (C.C.P.A.
1980).

#Footnote 150. Lockheed Martin Corp. v. Space Sys./Loral Inc., 324 F.3d 1308, 66
U.S.P.Q.2d (BNA) 1282, 1290 (Fed. Cir. 2003).

#Footnote 151. Warner-Jenkinson Co. v. Hilton Davis Chem. Co., 117 S. Ct. 1040,
1048 (1997).

#Footnote 152. Al-Site Corp. v. VSI Int'l, Inc., 174 F.3d 1308, 50 U.S.P.Q.2d (BNA)
1161, 1167 (Fed. Civ. 1999).

#Footnote 152.1. Superguide Corp. v. DirecTV Enters., Inc., 358 F.3d 870, 69
U.S.P.Q.2d (BNA)

1865 (Fed. Cir. 2004). See SRI Int'l v. Matsushita Elec. Corp. of Am., 775 F.2d

1107, 227 U.S.P.Q. (BNA) 577 (Fed. Cir. 1985).
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FFootnote 153. MPEP ?2181; Interim Supplemental Examination Guidelines for
Determining the Applicability of 35 U.S.C. 112 [para] 6 (issued by the Patent and
Trademark Office effective July 30, 1999), 64 Fed. Reg. 41,392 (1999), 58 Pat.
Trademark & Copyright J. (BNA) 443-45 (Aug. 5, 1999).

FFootnote 153.1. Frank's Casing Crew & Rental Tools, Inc. v. Weatherford Int'l, Inc.,
389 F.3d 1370, 73 U.S.P.Q.2d (BNA) 1065 (Fed. Cir. 2004).

FFootnote 154. Valmont Indus., Inc. v. Reinke Mfg. Co., 983 F.2d 1039, 25
U.S.P.Q.2d (BNA) 1451 (Fed. Cir. 1993); Biodex Corp. v. Loredan Biomedical, Inc.,
946 F.2d 850 (Fed. Cir. 1991).

FFootnote 155. Carroll Touch, Inc. v. Electro Mech. Sys., Inc., 15 F.3d 1573, 27
U.S.P.Q.2d (BNA) 1836 (Fed. Cir. 1993); Jackson v. Casio Phonemate, Inc., 105 F.
Supp. 2d 858, 56 U.S.P.Q.2d (BNA) 1081, 1084 (N.D. Ill. 2000).

#Footnote 156. Smiths Int'l Med. Sys., Inc. v. Vital Signs, Inc., 51 U.S.P.Q.2d (BNA)
1415 (Fed. Cir. 1999).

#Footnote 157. Cf. In re Iwahashi, 888 F.2d 1370 (Fed. Cir. 1989).

FFootnote 158. See MPEP ?2181; see also In re Lundberg & Zuschlag, 113 U.S.P.Q.
(BNA) 530, 534 (C.C.P.A. 1957).

FFootnote 159. Ex parte Isaksen, 23 U.S.P.Q.2d (BNA) 1001, 1007-15 (Board of
Patent Appeals and Interferences 1992).

FFootnote 160. In re Donaldson, 16 F.3d 1189, 29 U.S.P.Q.2d (BNA) 1845 (Fed. Cir.
1994); MPEP ?2181.

FFootnote 160.1. Frank's Casing Crew & Rental Tools, Inc. v. Weatherford Int'l, Inc.,
389 F.3d 1370, 73 U.S.P.Q.2d (BNA) 1065 (Fed. Cir. 2004).

FFootnote 161. Cardiac Pacemakers, Inc. v. St. Jude Med., Inc., 296 F.3d 1106, 63
U.S.P.Q.2d (BNA) 1725, 1732-33 (Fed. Cir. 2002); Default Proof Credit Card Sys.,
Inc. v. Home Depot USA, Inc., 412 F.3d 1291, 75 U.S.P.Q.2d (BNA) 1116 (Fed. Cir.
2005) ("means for dispensing").

FFootnote 162. Ishida Co. v. Taylor, 221 F.3d 1310, 55 U.S.P.Q.2d (BNA) 1449,
1453 (Fed. Cir. 2000).

FFootnote 163. Carroll Touch, Inc. v. Electro Mech. Sys., Inc., 15 F.3d 1573, 27
U.S.P.Q.2d (BNA) 1836 (Fed. Cir. 1993).
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FFootnote 164. Interim Supplemental Examination Guidelines for Determining the
Applicability of 35 U.S.C. ?112 [para] 6 (issued by the Patent and Trademark Office
effective July 30, 1999), 64 Fed. Reg. 41,392 (1999), 58 Pat. Trademark &
Copyright J. (BNA) 443-45 (Aug. 5, 1999).

FFootnote 165. See Epcon Gas Sys., Inc. v. Bauer Compressors, Inc., 279 F.3d
1022, 61 U.S.P.Q.2d (BNA) 1470 (Fed. Cir. 2002); Masco Corp. v. United States,
303 F.3d 1316, 64 U.S.P.Q.2d (BNA) 1182 (Fed. Cir. 2002).

FFootnote 166. Sage Prods., Inc. v. Devon Indus., Inc., 126 F.3d 1420, 1427-28
(Fed. Cir. 1997); TurboCare Div. of Demag Delaval Turbomachinery, Inc. v. Gen.
Elec., 264 F.3d 1111, 60 U.S.P.Q.2d (BNA) 1017 (Fed. Cir. 2001); Reiffin v.
Microsoft Corp., 64 U.S.P.Q.2d 1107, 1119 (N.D. Cal. 2002); Allen Eng'g Corp. v.
Bartell Indus., Inc.,

299 F.3d 1336, 63 U.S.P.Q.2d (BNA) 1769, 1775 (Fed. Cir. 2002); British
Telecomms. PLC v. Prodigy Communications Corp., 189 F. Supp. 2d 101, 62
U.S.P.Q.2d (BNA) 1879 (S.D.N.Y. 2002) ("central computer means"); T1 Group
Auto. Sys. v. VDO N. Am., 375 F.3d 1126, 71 U.S.P.Q.2d (BNA) 1328 (Fed. Cir.
2004).

¥ Footnote 166.1. T1 Group Auto. Sys. v. VDO N. Am., 375 F.3d 1126, 71
U.S.P.Q.2d (BNA) 1328 (Fed. Cir. 2004).

FFootnote 167. Axcelis Techs., Inc., v. Applied Materials, Inc., 66 U.S.P.Q.2d (BNA)
1039, 1041 (D. Mass. 2002); Asyst Techs., Inc. v. Empak, Inc., 268 F.3d 1364, 60
U.S.P.Q.2d (BNA) 1567 (Fed. Cir. 2001).

#Footnote 168. Medtronic, Inc. v. Advanced Cardiovascular Sys., Inc., 248 F.3d
1303, 58 U.S.P.Q.2d (BNA) 1607 (Fed. Cir. 2001).

#Footnote 169. Sage Prods., Inc. v. Devon Indus., Inc., 126 F.3d 1420 (Fed. Cir.
1997); Kemco

Sales, Inc. v. Control Papers Co., 208 F.3d 1352, 54 U.S.P.Q.2d (BNA) 1308 (Fed.
Cir. 2000).

#Footnote 170. York Prods., Inc. v. Cent. Tractor Farm & Family Ctr., 99 F.3d 1568,
40 U.S.P.Q.2d (BNA) 1619 (Fed. Cir. 1996); Cole v. Kimberly-Clark Corp., 102 F.3d
524, 531 (Fed. Cir. 1996), cert. denied, 522 U.S. 812 (1997); Envirco Corp. v.
Clestra Cleanroom, Inc., 209 F.3d 1360, 54 U.S.P.Q.2d (BNA) 1449, 1452 (Fed. Cir.
2000); Rodime PLC v. Seagate Tech., Inc., 174 F.3d 1294, 50 U.S.P.Q.2d (BNA)
1429, 1435 (Fed. Cir. 1999), cert. denied, 528 U.S. 1115 (2000); Lighting World,
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(C.C.P.A. 1973); Ex parte Zimmerly, 153 U.S.P.Q. (BNA) 367 (Board of Patent
Appeals and Interferences 1966).

¥Footnote 180.1. See Phillips v. AWH Corp., 363 F.3d 1207, 70 U.S.P.Q.2d 1417
(Fed. Cir. 2004).

#Footnote 181. In re Chandler, 117 U.S.P.Q. (BNA) 361 (C.C.P.A. 1958).
#Footnote 182. Id. at 361 (emphasis added).

FFootnote 183. See also In re Oelrich & Divigard, 212 U.S.P.Q. (BNA) 323, 326
(C.C.P.A. 1981).

FFootnote 184. Ex parte Klumb, 159 U.S.P.Q. (BNA) 694 (Bd. App. 1967).
¥Footnote 185. See Epcon Gas Sys., Inc. v. Bauer Compressors, Inc., 279 F.3d
1022, 61 U.S.P.Q.2d (BNA) 1470 (Fed. Cir. 2002); Masco Corp. v. United States,

303 F.3d 1316, 64 U.S.P.Q.2d (BNA) 1182 (Fed. Cir. 2002).

FFootnote 186. De Graffenreid v. United States, 20 Ct. Cl. 458, 16 U.S.P.Q.2d (BNA)
1321 (Ct. Cl. 1990).

¥Footnote 187. Intellicall, Inc. v. Phonometrics, Inc., 952 F.2d 1384, 21 U.S.P.Q.2d
(BNA) 1383 (Fed. Cir. 1992).

¥Footnote 188. In re Bond, 910 F.2d 831, 15 U.S.P.Q.2d (BNA) 1566 (Fed. Cir.
1990).

FFootnote 189. Interspiro U.S.A. v. Figgie Int'l, 18 F.3d 927, 30 U.S.P.Q.2d (BNA)
1070 (Fed. Cir. 1994).

FFootnote 190. Quantum Corp. v. Mountain Computer, 5 U.S.P.Q.2d (BNA) 1103
(N.D. Cal. 1987).

¥Footnote 191. Greenberg v. Ethicon Endo-Surgery, Inc., 91 F.3d 1580 (Fed. Cir.
1996).

FFootnote 192. Personalized Media Communications, LLC v. United States Int'l
Trade Comm'n, 161 F.3d 696, 48 U.S.P.Q.2d (BNA) 1880 (Fed. Cir. 1998).

FFootnote 193. Harmonic Design, Inc. v. Hunter Douglas, Inc., 88 F. Supp. 2d 1102,
54 U.S.P.Q.2d (BNA) 1273, 1275 (C.D. Cal. 2000).
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¥Footnote 194. Id., 54 U.S.P.Q.2d at 1276.

#Footnote 195. Watts v. XL Sys., Inc., 232 F.3d 877, 56 U.S.P.Q.2d (BNA) 1836,
1838-39 (Fed.

Cir. 2000).

FFootnote 195.1. Lighting World, Inc. v. Birchwood Lighting, Inc., 382 F.3d. 1354,
72 U.S.P.Q.2d (BNA) 1344 (Fed. Cir. 2004).

¥Footnote 196. Mas-Hamilton Group v. LaGard, Inc., 156 F.3d 1206, 48 U.S.P.Q.2d
(BNA) 1010 (Fed. Cir. 1998).

FFootnote 196.1. In Lighting World, Inc. v. Birchwood Lighting, Inc., 382 F.3d 1354,
72 U.S.P.Q.2d (BNA) 1344 (Fed. Cir. 2004), the court said that Mas-Hamilton Group
v. LaGard, Inc. was the last case to hold a claim element without "means" to be
under section 112, paragraph 6.

¥Footnote 197. CCS Fitness, Inc. v. Brunswick Corp., 288 F.3d 1359, 62 U.S.P.Q.2d
(BNA) 1658, 1665 (Fed. Cir. 2002).

¥Footnote 198. Sanada v. Reynolds, 67 U.S.P.Q.2d (BNA) 1459 (Board of Patent
Appeals and Interferences 2003) (nonprecedential).

#Footnote 199. Cole v. Kimberly-Clark Corp., 102 F.3d 524 (Fed. Cir. 1996).

¥ Footnote 200. Waterloo Furniture Components, Ltd. v. Haworth, Inc., 25
U.S.P.Q.2d (BNA)

1139, 1142-44 (N.D. Ill. 1992). See B.F. Goodrich Flight Sys., Inc. v. Insight
Instruments Corp., 22 U.S.P.Q.2d (BNA) 1832, 1836 (S.D. Ohio 1992).

FFootnote 201. CCS Fitness, Inc. v. Brunswick Corp., 288 F.3d 1359, 62 U.S.P.Q.2d
(BNA) 1658, 1665 (Fed. Cir. 2002) (discussing whether "member" in "reciprocating
member" was definable, and it was defined in a dictionary). See York Prods., Inc. v.
Cent. Tractor Farm & Family Ctr., 99 F.3d 1568 (Fed. Cir. 1996) (which appended
structure after the "means," not function, the claim language reciting: "means
formed on the upwardly extending liner sidewall portions including a plurality of
spaced apart vertically extending ridge members protruding from the liner sidewall
portions and forming load locks").

FFootnote 202. Unidynamics Corp. v. Automatic Prods. Int'l Ltd., 157 F.3d 1311, 48
U.S.P.Q.2d (BNA) 1099 (Fed. Cir. 1998).
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¥Footnote 203. Signtech USA Ltd. v. Vutek, Inc., 174 F.3d 1352, 50 U.S.P.Q.2d
1372 (Fed. Cir. 1999).

¥Footnote 203.1. Lava Trading, Inc. v. Sonic Trading Mgmt., LLC, 2004 U.S. Dist.
LEXIS 9169,

72 U.S.P.Q.2d (BNA) 1270 (S.D.N.Y. 2004).

¥Footnote 204. O.I. Corp. v. Tekmar Co., Inc., 42 U.S.P.Q.2d (BNA) 1777 (Fed. Cir.
1997).

¥Footnote 205. Chiuminatta Concrete Concepts, Inc. v. Cardinal Indus., Inc., 145
F.3d 1308, 46 U.S.P.Q, 2d (BNA) 1752, 1755-59 (Fed. Cir. 1998); Northrop
Grumman Corp. v. Intel Corp., 325 F.3d 1346, 66 U.S.P.Q.2d (BNA) 1341 (Fed. Cir.
2003).

¥Footnote 206. Chem. Separation Tech., Inc. v. United States, 51 Ct. Cl. 771, 63
U.S.P.Q.2d (BNA) 1114 (Fed. Cl. 2002).

¥Footnote 207. Smiths Int'l Med. Sys., Inc. v. Vital Signs, Inc., 51 U.S.P.Q.2d (BNA)
1415 (Fed. Cir. 1999).

#Footnote 207.1. Frank's Casing Crew & Rental Tools, Inc. v. Weatherford Int'l, Inc.,
389 F.3d

1370, 73 U.S.P.Q.2d (BNA) 1065 (Fed. Cir. 2004).

¥Footnote 208. J&M Corp. v. Harley-Davidson, Inc., 269 F.3d 1360, 60 U.S.P.Q.2d
(BNA) 1746 (Fed. Cir. 2001).

FFootnote 209. Personalized Media Communications, LLC v. United States Int'l
Trade Comm'n, 161 F.3d 696, 48 U.S.P.Q.2d (BNA) 1880 (Fed. Cir. 1998); Cardiac
Pacemakers, Inc. v. St. Jude Med., Inc., 296 F.3d 1106, 63 U.S.P.Q.2d (BNA) 1725,
1732-33 (Fed. Cir. 2002).

¥Footnote 210. Chiuminatta Concrete Concepts, Inc., 46 U.S.P.Q.2d (BNA) 1752,
1755-56; Globetrotter Software, Inc. v. Elan Computer Group, Inc., 236 F.3d 1363,
57 U.S.P.Q.2d (BNA) 1542, 1545 (Fed. Cir. 2001); Wenger Mfg., Inc. v. Coating
Mach. Sys., Inc., 239 F.3d 1225, 57 U.S.P.Q.2d (BNA) 1679, 1684 (Fed. Cir.

2001); J&M Corp. v. Harley-Davidson, Inc., 269 F.3d 1360, 60 U.S.P.Q.2d (BNA)
1746 (Fed. Cir. 2001); Northrop Grumman Corp., 325 F.3d 1346, 66 U.S.P.Q.2d
(BNA) 1341.
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¥Footnote 211. B. Braun Med., Inc. v. Abbott Labs., 124 F.3d 1419, 1424 (Fed. Cir.
1997).

#Footnote 212. Cardiac Pacemakers, Inc. v. St. Jude Med., Inc., 296 F.3d 1106, 63
U.S.P.Q.2d (BNA) 1725, 1732-33 (Fed. Cir. 2002).

¥Footnote 212.1. Harrah's Entm't, Inc. v. Station Casinos, Inc., 321 F. Supp. 2d
1175, 71 U.S.P.Q.2d (BNA) 1439 (D. Nev. 2004).

FFootnote 213. See Micro Chem., Inc. v. Great Plains Chem. Co., 194 F.3d 1250, 52
U.S.P.Q.2d (BNA) 1258, 1263 (Fed. Cir. 2000); Harmonic Design, Inc. v. Hunter
Douglas, Inc., 88 F. Supp. 2d 1102, 54 U.S.P.Q.2d (BNA) 1273, 1276 (C.D. Cal.
2000).

¥Footnote 214. Ishida Co. v. Taylor, 221 F.3d 1310, 55 U.S.P.Q.2d (BNA) 1449
(Fed. Cir. 2000).

¥Footnote 215. Multiform Dessicants, Inc. v. Medzam Ltd., 45 U.S.P.Q.2d (BNA)
1429, 1433-34 (Fed. Cir. 1998).

¥ Footnote 216. Kegel Co. v. AMF Bowling, Inc., 44 U.S.P.Q.2d (BNA) 1123,
1128-29 (Fed. Cir. 1997); Chiuminatta Concrete Concepts, Inc. v. Cardinal, 145
F.3d 1308, 46 U.S.P.Q.2d (BNA) 1752 (Fed. Cir. 1998); Micro Chem., 1194 F.3d
1250 (Fed. Cir. 2000).

#Footnote 217. Cardiac Pacemakers, Inc. v. St. Jude Med., Inc., 296 F.3d 1106, 63
U.S.P.Q.2d

(BNA) 1725 (Fed. Cir. 2002).

¥ Footnote 218. WMS Gaming Inc. v. Int'l| Game Tech., 184 F.3d 1339, 51
U.S.P.Q.2d (BNA) 1385, 1391-92 (Fed. Cir. 1999).

¥Footnote 219. AT&T Corp. v. Excel Communications, Inc., 172 F.3d 1352, 50
U.S.P.Q.2d (BNA) 1447, 1452 (Fed. Cir. 1999). See Isogon Corp. v. Amdahl Corp.,
47 F. Supp. 2d 436 (S.D.N.Y. 1998) (for computer software claim elements in ?112,
paragraph 6 form, take "event detector for detecting," "collector for obtaining,"
"recorder for recording," and "correlator for correlating").

¥Footnote 220. In re Dossel, 115 F.3d 942 (Fed. Cir. 1997).

#Footnote 221. Fonar Corp. v. Gen. Elec. Co., 107 F.3d 1543, 1551-52 (Fed. Cir.
1977), cert. denied, 118 S. Ct. 266 (1997).
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FFootnote 222. Interim Supplemental Examination Guidelines for Determining the
Applicability of 35 U.S.C. ?112 [para] 6 (issued by the Patent and Trademark Office
effective July 30, 1999), 64 Fed. Reg. 41,392, 41,393 (1999), 58 Pat. Trademark &
Copyright J. (BNA) 443, 444 (Aug. 5, 1999) (footnotes omitted).

FFootnote 223. MPEP ?2184.

#Footnote 224. Graver Tank v. Linde, 339 U.S. 605 (1950).

#Footnote 225. Polumbo v. Don-Joy Co., 762 F.2d 969, 975 (Fed. Cir. 1985).

¥Footnote 226. In re Bond, 910 F.2d 831, 15 U.S.P.Q.2d (BNA) 1566 (Fed. Cir.
1990).

¥ Footnote 227. Valmont Indus., Inc. v. Reinke Mfg. Co., 983 F.2d 1039, 25
U.S.P.Q.2d (BNA) 1451 (Fed. Cir. 1993).

¥ Footnote 228. Hilton Davis Chem. Co. v. Warner-Jenkinson Co., Inc., 35
U.S.P.Q.2d (BNA) 1641 (Fed. Cir. 1995).

FFootnote 229. Hilton Davis Chem. Co. v. Warner-Jenkinson Co., Inc., 117 S. Ct.
1040, 41 U.S.P.Q.2d (BNA) 1865 (1997).

¥Footnote 230. See Valmont Indus., Inc. v. Reinke Mfg. Co., 983 F.2d 1039, 25
U.S.P.Q.2d (BNA) 1451 (Fed. Cir. 1993).

FFootnote 231. Id.

¥Footnote 232. I1d., 25 U.S.P.Q.2d at 1455,

FFootnote 233. Al-Site Corp. v. VSI Int'l, Inc., 174 F.3d 1308, 50 U.S.P.Q.2d (BNA)
1161, 1167 (Fed. Cir. 1999); Ishida Co. v. Taylor, 221 F.3d 1310, 55 U.S.P.Q.2d

(BNA) 1449, 1453 (Fed. Cir. 2000).

¥ Footnote 233.1. Pennwalt Corp. v. Durand-Wayland, Inc., 833 F.2d 931, 4
U.S.P.Q.2d (BNA) 1737 (Fed. Cir. 1987).

¥ Footnote 233.2. Odetics, Inc. v. Storage Tech. Corp., 185 F.3d 1259, 51
U.S.P.Q.2d (BNA) 1225 (Fed. Cir. 1999); Frank's Casing Crew & Rental Tools, Inc. v.
Weatherford Int'l, Inc., 389 F.3d 1370, 73 U.S.P.Q.2d (BNA) 1065 (Fed. Cir. 2004).

FFootnote 234. From the August 1963 Agent's Exam.

#Footnote 235. In re Hyatt, 708 F.2d 712, 712-13 (Fed. Cir. 1983).
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#Footnote 236. In re Donaldson, 16 F.3d 1189 (Fed. Cir. 1994).

FFootnote 237. In re Hyatt.

#Footnote 238. MPEP ?2181.

FFootnote 239. Halliburton Oil Well Cementing Co. v. Walker, 329 U.S. 1 (1946).

¥Footnote 240. In re Lundberg & Zuschlag, 113 U.S.P.Q. (BNA) 530 (C.C.P.A.
1957).

¥Footnote 241. Ex parte Ball & Hair, 99 U.S.P.Q. (BNA) 146, 148 (Board of Patent
Appeals and Interferences 1954).

FFootnote 242. Ex parte Mayer, 111 U.S.P.Q. (BNA) 109 (Board of Patent Appeals
and Interferences 1956).

FFootnote 243. See Ex parte Roggenburk, 172 U.S.P.Q. (BNA) 82 (Board of Patent
Appeals and Interferences 1970).

¥Footnote 244. See Watts v. XL Sys., Inc., 232 F.3d 877, 56 U.S.P.Q.2d (BNA)
1836, 1839 (Fed. Cir. 2000).

FFootnote 245. Greenberg v. Ethicon Endo-Surgery, Inc., 91 F.3d 1580 (Fed. Cir.
1996); Cole v. Kimberly-Clark Corp., 102 F.3d 524 (Fed. Cir. 1996); Interim
Supplemental Examination Guidelines for Determining the Applicability of 35
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(issued by the Patent and Trademark Office effective July 30, 1999), 64 Fed. Reg.
41,392 (1999), 58 Pat. Trademark & Copyright J. (BNA) 443 (Aug. 5, 1999).

¥ Footnote 246. Waterloo Furniture Components, Ltd. v. Haworth, Inc., 25
U.S.P.Q.2d (BNA) 1139, 1142-44 (N.D. Ill. 1992).

FFootnote 247. See Harmonic Design, Inc. v. Hunter Douglas, Inc., 88 F. Supp. 2d
1102, 54 U.S.P.Q.2d (BNA) 1273, 1276 (C.D. Cal. 2000); Kemco Sales, Inc. v.
Control Papers Co., 208 F.3d 1352, 54 U.S.P.Q.2d (BNA) 1308 (Fed. Cir. 2000). See
CCs

Fitness, Inc. v. Brunswick Corp., 288 F.3d 1359, 62 U.S.P.Q.2d (BNA) 1658 (Fed.
Cir. 2002).

¥Footnote 248. Manville Sales Corp. v. Paramount Sys., Inc., 14 U.S.P.Q.2d (BNA)
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1291 (E.D. Pa 1989), modified, 917 F.2d 544, 16 U.S.P.Q.2d (BNA) 1587 (Fed. Cir.
1990). See Surgical Laser Techs., Inc. v. Laser Indus. Ltd., 29 U.S.P.Q.2d (BNA)
1533 (E.D. Pa. 1993) (wherein the court supported the jury's determination that
"probe tip means" does not constitute means-plus-function language).

FFootnote 249. Ex parte Klumb, 159 U.S.P.Q. (BNA) 694 (Bd. App. 1967).

¥Footnote 250. Manville Sales Corp. v. Paramount Sys., Inc., 14 U.S.P.Q.2d (BNA)
1291 (E.D. Pa. 1989), modified, 917 F.2d 544, 16 U.S.P.Q.2d (BNA) 1587 (Fed. Cir.
1990); Ultrak, Inc. v. Radio Eng'g Indus., Inc., 52 U.S.P.Q.2d (BNA) 1526, 1528
(Fed. Cir. 1999); Signtech USA Ltd. v. Vutek, Inc., 174 F.3d 1352, 50 U.S.P.Q.2d
(BNA) 1372, 1374-75 (Fed. Cir. 1999); J&M Corp. v. Harley-Davidson, Inc., 269
F.3d 1360, 60 U.S.P.Q.2d (BNA) 1746 (Fed. Cir. 2001).

FFootnote 251. Cole v. Kimberly-Clark Corp., 102 F.3d 524 (Fed. Cir. 1996);
Envirco Corp. v. Clestra Cleanroom, Inc., 209 F.3d 1360, 54 U.S.P.Q.2d (BNA) 1449
(Fed. Cir. 2000). See Northrop Grumman Corp. v. Intel Corp., 325 F.3d 1346, 66,
U.S.P.Q.2d (BNA) 1341 (Fed. Cir. 2003) (adjectives preceding "circuit" removed
those claim elements from being within section 112, paragraph 6).

FFootnote 252. See Cole and Envirco Corp., supra note 251.

FFootnote 253. Surgical Laser Techs., Inc. v. Laser Indus. Ltd., 29 U.S.P.Q.2d (BNA)
1533, 1535

(E.D. Pa. 1993), subsequent appeal, 32 U.S.P.Q.2d (BNA) 1798 (Fed. Cir. 1994).

FFootnote 254. Chiuminatta Concrete Concepts, Inc. v. Cardinal Indus., Inc., 46
U.S.P.Q.2d (BNA) 1752, 1755-56 (Fed. Cir. 1998); IMS Tech., Inc. v. Haas
Automation, Inc., 206 F.3d 1422, 54 U.S.P.Q.2d (BNA) 1129, 1135 (Fed. Cir. 2000);
Chem. Separation Tech., Inc. v. United States, 51 Ct. Cl. 771, 63 U.S.P.Q.2d (BNA)
1114 (Fed.

Cl. 2002).

¥Footnote 255. In re Prater & Wei, 162 U.S.P.Q. (BNA) 541 (C.C.P.A. 1969) (on
rehearing).

FFootnote 256. See In re Johnston, 183 U.S.P.Q. (BNA) 172 (C.C.P.A. 1974), rev'd
on other ground (obviousness) sub nom. Dann v. Johnston, 209 U.S.P.Q. (BNA) 257
(U.S. 1976).

FFootnote 257. In re Bernhart & Fetter, 163 U.S.P.Q. (BNA) 611 (C.C.P.A. 1969).
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#Footnote 258. Cardiac Pacemakers, Inc. v. St. Jude Med., Inc., 296 F.3d 1106, 63
U.S.P.Q.2d

(BNA) 1725 (Fed. Cir. 2002).
¥Footnote 259. Reed v. Edwards, 40 U.S.P.Q. (BNA) 620, 622 (C.C.P.A. 1939).
FFootnote 260. Holdsworth v. Goldsmith, 54 U.S.P.Q. (BNA) 90, 94 (C.C.P.A. 1942).

¥Footnote 261. O.I. Corp. v. Tekmar Co., 42 U.S.P.Q.2d (BNA) 1777 (Fed Cir.
1997).

FFootnote 262. Caterpillar, Inc. v. Detroit Diesel Corp., 41 U.S.P.Q.2d (BNA) 1876,
1880-82 (N.D. Ind. 1996).

#Footnote 263. Seal-Flex, Inc. v. Athletic Track & Court Constr., 172 F.3d 836, 50
U.S.P.Q.2d (BNA) 1225, 1233 (Fed. Cir. 1999).

FFootnote 264. Id.

¥Footnote 265. O.l. Corp., 42 U.S.P.Q. 2d (BNA) 1777; Masco Corp. v. United
States, 303 F.3d 1316, 64 U.S.P.Q.2d (BNA) 1182 (Fed. Cir. 2002).

¥Footnote 265.1. Cardiac Pacemakers, Inc. v. St. Jude Med., Inc., 381 F.3d 1371,
72 U.S.P.Q.2d (BNA) 1333 (Fed. Cir. 2004), cert. denied, 125 S. Ct. 2254 (2005).

¥Footnote 266. Epcon Gas Sys., Inc. v. Bauer Compressors, Inc., 279 F.3d 1022, 61
U.S.P.Q.2d 1470 (Fed. Cir. 2002); Masco Corp. v. United States, 303 F.3d 1316, 64

U.S.P.Q.2d (BNA) 1182 (Fed. Cir. 2002).
FFootnote 267. Id.

#Footnote 268. Seal-Flex, Inc. v. Athletic Track & Court Constr., 172 F.3d 836, 50
U.S.P.Q.2d 1225 (Fed. Cir. 1999) (Rader, J. concurring).

FFootnote 269. 9. A method for removing water vapor from an analyte slug passing
between a sparge vessel, trap and gas chromatograph, comprising the steps of:

(a) passing the analyte slug through a passage heated to a first temperature higher
than ambient, as the analyte slug passes from the sparge vessel to the trap; and

(b) passing the analyte slug through the passage that is air cooled to a second
temperature below said first temperature but not below ambient, as the analyte
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slug passes from the trap to the gas chromatograph.

Id. at 1779.

FFootnote 270. Epcon Gas Sys., 279 F.3d 1022, 61 U.S.P.Q.2d (BNA) 1470.
FFootnote 271. Masco Corp., 303 F.3d 1316, 64 U.S.P.Q.2d (BNA) 1182.
¥Footnote 271.1. Cardiac Pacemakers, Inc. v. St. Jude Med., Inc., 296 F.3d 1106,
63 U.S.P.Q.2d (BNA) 1725 (Fed. Cir. 2004) (this is a different stage in the same suit

described above).

#Footnote 272. Generation II Orthotics, Inc. v. Med. Tech., Inc., 263 F.3d 1356, 59
U.S.P.Q.2d (BNA) 1919 (Fed. Cir. 2001).

¥Footnote 273. Serrano v. Telular Corp., 42 U.S.P.Q.2d (BNA) 1538 (Fed. Cir.
1997).

#Footnote 274. Cf. Seal-Flex, Inc. v. Athletic Track & Court Constr., 172 F.3d 836,
50 U.S.P.Q.2d (BNA) 1225, 1233 (Fed. Cir. 1999).

¥ Footnote 275. Further examples of mechanical claims of various kinds are
presented in appendix A.

?3:26 Electrical Circuit Claims n276

n276. This section was prepared by Bryan W. Sheffield, John L. Landis, and Robert
Faber.

Substantially all of the precepts discussed in this chapter on apparatus claims apply
to electrical circuits. The major difference is that the elements, or some of them, are
electrical devices instead of mechanical parts, and the association or cooperation is
or may be electrical, not mechanical. One simple example follows:

3. A circuit for counting the number of faults in the insulation on an insulated wire,
which comprises:

(@) means for applying a test potential between a selected portion of the insulation
and the underlying wire;

(b) means for moving the insulated wire relative to the potential-applying means;
and

(c) a pulse counter, associated with the potential-applying means and responsive to
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each pulse of current between the insulation and the underlying wire, for counting
the number of faults in the insulation.

Means clauses are frequently used in electrical cases, both for the electrical
elements and for associated mechanical structure, even to cover portions of a
programmed general purpose computer. Note that the above claim covers a
combination of electrical and mechanical structure. This is quite common and
normally presents no problem.

In writing broad claims in electrical cases, it is desirable where possible to focus on
what combination a prospective infringer might sell, and to avoid including as
elements conventional items, such as power sources or batteries, that such a
person might not include with the device. This theory applies to all types of cases.

Thus, in Claim 3, above, element (@) is recited as:

means for applying a test potential between a selected portion of the insulation and
the underlying wire.

and not, for example,

a d.c. battery for applying a test potential between a selected portion of the
insulation and the underlying wire.

But even the element (a) means for applying might suggest to a reader the inclusion
of the actual power source. To avoid that possibility, recite the means for receiving
or connecting to the conventional means, so it is clear you are not claiming that
conventional means. For example, claim it as:

means for receiving and applying a test . . .

clearly avoiding any implication of inclusion of the power source there.

EXAMPLE IV: Radio Signal
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As another example, if one were writing a broad apparatus claim to the simple radio
receiver shown in Example IV above, one should not write:

an antenna connected to the tuning coil of said receiver . . .

because ordinarily such a receiver would not be sold with an antenna attached. It



would be better practice to claim:

means for supplying the radio frequency signals to be detected . . .

and would be even better, to avoid any undesirable interference to claim:

means for receiving the radio frequency signals to be detected and for supplying the
radio frequency signals to the . . .

which, of course, reads on the antenna input terminals, etc., without an antenna
attached, as well as reading on the complete, operating combination with the
antenna attached.

The importance of not positively reciting conventional elements, or elements that
are not customarily sold with the claimed apparatus, cannot be overstressed. Not
claiming power supplies, signal sources, and other conventional elements is in many
respects analogous to not claiming the workpiece in a machine claim (see section
3:3).

A Cautionary Note--In complex electrical cases, for example, in telephone switching
or computer applications, it is customary to use block diagrams of the claimed
circuitry rather than describe in detail each resistor, capacitor, etc. 2~

This is a practice of long standing and is perfectly acceptable, provided that the
requirements of 35 U.S.C. ?112 are at all times satisfied. The patent attorney who
uses such block diagrams must always be prepared to demonstrate to the examiner
that what is contained within each block is per se known in the art, for example, by
reference to another issued patent or to a publication, such as a textbook or to a
supplier's data sheet or catalog. Also see the final portion of section 3:6 with
reference to block diagrams, since block diagrams must themselves be or be
coupled with adequate disclosures for supporting a claim limitation.

Of course, a block diagram should never be used as the sole disclosure of the
contents of a block when what is inside the block is hovel and comprises the claimed
invention or a subelement thereof.

Another problem arises when what is inside the block is a programmable logic
element or computer, admittedly old, but the novel program itself is not disclosed.
Such was the case in In re Brandstadter, »® which dealt with a message retrieval
system for a "store and forward" communications system. A key element of the
invention, which was recited in each of the apparatus claims, was a programmable
control circuit, which the specification stated could be the stored
program-controlled structure disclosed in an also pending "jumbo" patent
application.
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The Patent and Trademark Office rejected the claims, under 35 U.S.C. ?112,
stating:

. . . How and by what means (specifically) are the rectangles shown . . . caused to
perform their functions, and (to) do so at the appropriate time? . . . A review of the
instant disclosure reveals little more than a system diagram consisting of three
sheets of labeled rectangles, accompanied by statements of a myriad of desired
results. . . .

The instant disclosure is completely devoid of any . . . program or even a flow chart
to indicate the functions to be performed, the sequence in which they are to be
performed, and the conditions which must be present at the time of

performance. . . .

The applicants submitted affidavits from three experts stating that, in their opinion,
it would be readily apparent to systems and circuit designers of ordinary skill in the
art how to build and program the disputed control unit. Importantly, the applicants
failed to supply the missing software, stating that, "More information regarding
these programs is not submitted herewith because the detailed information is
considered proprietary."

Nor surprisingly, the C.C.P.A. affirmed the rejection of all claims, stating:

The Affidavits . . . do not convince us that the examiner's challenge to enablement
was unreasonable or has been met. Appellants have not submitted to the examiner
even flow charts of the programs which they admit . . . (they have) developed for
the practice of their invention, and the examiner correctly observed that he (has)
been given no circumstances pertaining to this accomplishment . . . such as the
number of programmers involved, the number of man-hours involved and the level
of skill of the programmers involved.

Thus, to satisfy the standards laid down in Brandstadter, any application involving a
programmable logical element or computer should include a flow chart and,
preferably, the entire program listing if the claim, apparatus, or method is to satisfy
section 112.

See also section 4:8 on electrical methods and section 4:9 on computer programs
for further discussion of questions and problems in electrical claims.

Further Examples--Other examples of typical electrical circuit elements and
connections:

--first and second field effect transistors having gate, source, and drain electrodes;
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means for connecting the drain electrode of the second transistor to the gate
electrode of the first transistor; means for connecting a source of clock pulses to the
gate of the second transistor;--[Note, these claim elements are specific circuit
components.]

This claim part illustrates an important point, made elsewhere about mechanical
elements claims, that applies to electrical apparatus claims. No matter how broadly
the elements are claimed, they should be recited to interact with, cooperate with, or
be connected to each other, so that unconnected elements are not claimed.

Other examples of electrical circuit element claims are:

--a shift register connected to [or responsive to] said data input signal--; [Note, the
shift register is a complex element, like a "means for."]

--means for sensing a difference between the output voltage from the capacitor
under test and that from the reference capacitor, and for providing an error signal
proportional to the difference [Note, a double means plus function for a complex
element]; a servomotor responsive to the error signal for. . .;

--means, responsive to a change in light intensity between the light source and the
photocell, for generating an output signal related to the--[electro-optical

cooperation].

EXAMPLE V: Wheatstone Bridge



WHEATSTONE BRIDGE

&

NULL DETECTOR

1)1

Considering the familiar Wheatstone Bridge circuit of Example V, above, a fairly
specific claim to the circuit illustrated reads as follows:

3A. Apparatus for measuring the electrical resistance of an unknown resistor Rx,
which comprises:

a four-terminal electrical network (A, B, C, D) including a first resistor having a
known resistance R1 connected between the network terminals (A) and (B), a
second resistor having a known resistance R2 connected between the network
terminals (B) and (C), the resistance of the second resistor being selectively
variable in value up to the maximum resistance R2, a third resistor having a known
resistance R3 connected between the network terminals (C) and (D), and the
unknown resistor being connected across the network terminals (A) and (D) for
measurement;

means for impressing a source of potential from an external source across the
network terminals (A) and (C); and



means, connected across the network terminals (B) and (D), for detecting when the
voltage developed there across falls to zero, as the resistance of the variable second
resistor is adjusted, whereby the resistance of the unknown resistor is determined
from the equation:

Note the specific language connecting the four resistors into the bridge circuit,
combined with the broad "means for impressing" and "means for detecting"
language for conventional circuit elements such as batteries and meters. Note the
"whereby" clause is proper (section 3:23) because the functional relationship and
equation necessarily follows from the previously recited structure and connections.
Note the use of reference characters (A), (B), etc. from the drawing (section 3:10).
These must be placed in parentheses.

Finally, note the presence of an equation in the claim, which is acceptable when
accurate. Formulas, equations, and the like frequently appear in claims, and
especially in chemical claims (section 49) and in claims to a computer program or
software where an algorithm is recited (section 4:9). Remember, you usually do not
claim the formula, just the product, composition, apparatus, or method using the
formula.

A sample claim to the basic radio receiver (crystal set) shown in Example IV, above,
follows:

3B. A radio receiver, which comprises:
a radio-frequency transformer having a primary and a secondary winding, said

primary winding being connected between an external antenna and ground to
receive (or "for receiving") radio frequency signals transmitted through the other;



a variable capacitor connected across said secondary winding to form a tuned L-C
circuit which rejects (or "for rejecting") all but the particular radio frequency signal
to which the circuit is tuned;

means, connected to said tuned L-C circuit, for rectifying said particular radio
frequency signal;

transducing means, serially connected with said rectifying means, for rendering
audible audio frequency signals priorly modulated on said radio frequency signal;
and

a capacitor, connected in parallel with said transducer, to prevent (or "for
preventing") the a.c. component in said rectified radio frequency signal from
passing therethrough.

This claim further illustrates the selection of elements, broad ("transducing means")
or narrow ("a capacitor"), and connecting the elements together both structurally

("connected to said tunnel L-C circuit) and functionally ("for rectifying") to do the

job stated in the preamble. Note the frequent use of language other than in "means
for" words which have the same effect (see section 3:25).

Further examples of electrical circuit and structure claims are given in appendix A.
Summary

Electrical circuit claims follow the same rules as machine claims. The claim elements
can be circuit components, or partly circuit components, partly mechanical structure.
Means clauses are used frequently. For broader claims, focus on the combination as
it would likely be sold. The connection or cooperation between elements can be
electronic, electromagnetic, electrooptical, mechanical, or any mixture. Be careful
of block diagrams in the drawings, and attendant lack of description in the
specification--the man skilled in the art must know how to build each block, without
exercising ingenuity and without undue experimentation. On support in
specification (section 3:6) for block diagram, means-type disclosures, see In re
Scarbrough, 27 and cases cited in section 4:9 on computer programs.

As with mechanical claims, one recites in broad claims the minimum number of
elements that will work in the combination, defining each element and the
necessary connections as broadly as the prior art will permit.

FOOTNOTES:
FFootnote 277. See section 3:16, supra, on support for claim elements in the
specification and drawings.
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¥Footnote 278. In re Brandstadter, 179 U.S.P.Q. (BNA) 286 (C.C.P.A. 1973).

#Footnote 279. In re Scarbrough, 182 U.S.P.Q. (BNA) 298 (C.C.P.A. 1974).
?4:1 In General

Method, or process, claims are generally easier to write than mechanical claims. The
reason for this is that method claims by their very nature do not require as much
structural "connecting up" nor as many detailed statements of the mechanical
cooperation of parts as do mechanical claims. Also, selecting the elements (steps) is
easier, and there is less problem in giving the elements names, broad or narrow.

As to form, the body of a method claim is rarely much more difficult to write than a
cookbook recipe:

Preheat an oven to 350[degree]F; sift 11/2 cups of sugar; sift 1 cup of cake flour;
sift together the sugar and the flour; add 1/2 teaspoon of salt to the sifted sugar and
flour; beat ... eggs...; add the beaten eggs; . . . ; bake in the preheated oven for
45 minutes.

As easy as pie (or angel cake)!

The words "method" and "process" are interchangeable in the patent law, although
"process" is perhaps more frequently used in chemical cases, while "method" is
more usual in mechanical and electrical cases. To provide uniformity, this statutory
class is now called "process" in 35 U.S.C. ?100(b) and is defined therein to mean
"process, art or method."

Most of the general rules previously given apply also to method claims. They may be
broad or narrow; may be chemical, mechanical, or electrical; and may have most of
the other variations (for example, genus/species) found in mechanical claims. The
terms in the claim must find support in the specification; reference numerals may be
used; appropriate antecedents are necessary; logical order is also necessary; steps
must be "tied" together; "whereby" clauses may be used. However, even if a
drawing of the invention is part of the disclosure, the steps of the method need not
be shown in the drawing, in contrast to elements of a product claim. It is not
necessary to provide a flow diagram of the claimed steps in the drawings, although
such a diagram might be helpful in some cases for making a process more easily
understandable.

A very important rule to remember is that the "elements" of a method claim, instead
of being structural parts, are, and must be, acts or manipulative steps that are
performed upon an article, workpiece, or chemical substance. It is the
transformation or reduction of the article, workpiece, or chemical substance to a


http://www.lexis.com/research/retrieve?_m=4001cd9260b476a1f55a79530b845d6e&csvc=lt&cform=byCitation&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=46875a89badb24834df8afedc9976961#r278#r278
http://www.lexis.com/research/buttonTFLink?_m=fb4ee3a586a9f2f2adc76455d12c8b41&_xfercite=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5bLandis%20on%20Mechanics%20of%20Patent%20Claim%20Drafting%20%a7%203%3a26%5d%5d%3e%3c%2fcite%3e&_butType=3&_butStat=2&_butNum=9&_butInline=1&_butinfo=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5b179%20U.S.P.Q.%20%28BNA%29%20286%5d%5d%3e%3c%2fcite%3e&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=721f8bb0fe5d578eef7e9ff7222bdbc6
http://www.lexis.com/research/retrieve?_m=4001cd9260b476a1f55a79530b845d6e&csvc=lt&cform=byCitation&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=46875a89badb24834df8afedc9976961#r279#r279
http://www.lexis.com/research/buttonTFLink?_m=fb4ee3a586a9f2f2adc76455d12c8b41&_xfercite=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5bLandis%20on%20Mechanics%20of%20Patent%20Claim%20Drafting%20%a7%203%3a26%5d%5d%3e%3c%2fcite%3e&_butType=3&_butStat=2&_butNum=10&_butInline=1&_butinfo=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5b182%20U.S.P.Q.%20%28BNA%29%20298%5d%5d%3e%3c%2fcite%3e&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=f1dddec13e749a1e648850fcc2298aae
http://www.lexis.com/research/buttonTFLink?_m=bd21bd7d98118ac17b266d7e24806e61&_xfercite=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5bLandis%20on%20Mechanics%20of%20Patent%20Claim%20Drafting%20%a7%204%3a1%5d%5d%3e%3c%2fcite%3e&_butType=4&_butStat=0&_butNum=1&_butInline=1&_butinfo=35%20USC%20100&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=6d69bb7d7f30e3cf49ea7d54244334ac
http://www.lexis.com/research/retrieve?_m=4001cd9260b476a1f55a79530b845d6e&csvc=lt&cform=byCitation&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=46875a89badb24834df8afedc9976961
http://www.lexis.com/research/retrieve?_m=4001cd9260b476a1f55a79530b845d6e&csvc=lt&cform=byCitation&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=46875a89badb24834df8afedc9976961

different state or thing that is the essence of a method claim--and the key to its
patentability. This is especially true when the claimed method includes no particular
machine or apparatus. *

There is no per se objection to claiming a single-step method, 2 except where a
broad functional step is claimed, as noted in section 3:25. However, most claimed
methods do involve combinations of steps, as is the case with machines and circuits.
Of course, the claim must particularly point out and distinctly claim what the
applicant regards as his invention (section 1:1), which is the basic requirement of
35 U.S.C. ?112 (see section 3:22).

In re Kuehl ®* announced a liberal philosophy toward granting method or process
claims of various kinds, even where the point of novelty appears to the examiner to
reside in other statutory classes (new compound in that case), so long as the
process is unobvious to one of ordinary skill in the art. This was further defined in In
re Durden. *

A process claim may be patentable if an otherwise conventional process uses either
a novel material or an old material whose use in the claimed process would have
been unobvious. 5 In either case, the test is whether the process is found to be
unobvious. Durden held that use of a novel or unobvious starting material or
producing a novel or unobvious end product was not enough. The process had to be
unobvious to one of skill in the art. Thus a claim:

A process for making a soap comprising mixing water with compound X.

would be a patentable claim if compound X is as above. ¢ But a process claim for
making a novel material using a conventional process and conventional materials is
not patentable. 7 Finally, making a known material but in an unobvious manner is a
patentable process. @ Some aspect of the making, not of the result, must be novel.

There is a peculiar exception to process protection. Public Law 104-208 enacted in
1996 denies patent owners the right to enforce patents claiming medical or surgical
procedures that do not involve patented pharmaceuticals or patented devices. One
can claim the process in the usual way methods are claimed. But the claim is now
without value, since it cannot be enforced in a court. The claimed process should
include reference to a patented drug or to a patented device in one of the claim
elements if the claim is to have hope for enforcement. But then the accused
infringer must also have used the patented drug or device in performing the process
accused of infringing.

Summary

Method claims involve one or more acts or steps performed on an article, workpiece,
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or chemical substance to achieve some result in the useful or technical arts. The
elements of a method claim must be steps or acts, expressed as verbal statements
or phrases.

FOOTNOTES:
FFootnote 1. Gottschalk v. Benson, 409 U.S. 63 (1972) (discussed in section 44).

¥Footnote 2. Ex parte Kelly & Ford, 173 U.S.P.Q. (BNA) 743 (Board of Patent
Appeals and Interferences 1971); Ex parte Britton, 154 U.S.P.Q. (BNA) 321 (Board
of Patent Appeals and Interferences 1967); Ex parte Macy, 132 U.S.P.Q. (BNA) 545
(Board of Patent Appeals and Interferences 1960).

#Footnote 3. In re Kuehl, 475 F.2d 658, 177 U.S.P.Q. (BNA) 250 (C.C.P.A. 1973).
#Footnote 4. In re Durden, 763 F.2d 1406 (Fed. Cir. 1985).

FFootnote 5. In re Ochiai, 71 F.3d 1565 (Fed. Cir. 1995).

¥Footnote 6. Ex parte MacAdams, Wu, & Joyner, 206 U.S.P.Q. (BNA) 445, 447
(Board of Patent Appeals and Interferences 1978); In re Maucy, 182 U.S.P.Q. (BNA)
303, 306 (C.C.P.A. 1974).

FFootnote 7. Id.

#Footnote 8. In re Hirao, 190 U.S.P.Q. (BNA) 15 (C.C.P.A. 1976).

?4:2 Elements of Method Claims

Generally, the verbs in a method claim need not be phrased in any particular voice
or tense as long as there is no ambiguity and the requirements of section 112 are
met. ° Nevertheless, it must be remembered that the elements of a method claim
are method steps, which should usually be verbal (gerundial) phrases, introduced
by a gerund or verbal noun (the "-ing" form of a verb), such as (the gerunds are
italicized):

(a) reciprocating the guide . . .

(b) punching a series of holes . . .

(¢) impressing a signal . . .

(d) coating the sheet with an adhesive . . .

(e) heating the mixture to a temperature of . . .
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(f) separating the alcohol from the aqueous solution . . .

(g) distilling the aqueous solution to separate the alcohol therefrom . . .

(h) fractionally crystallizing the aqueous solution to separate the alcohol
therefrom . . .

(i) permitting the mixture to cool . . .

The three steps ("separating,” on the one hand, and "distilling" or "crystallizing," on
the other) illustrate, respectively, generic and two species method steps (see
section 6:9).

One should be aware that as to the format of step (g), examiners sometimes
express a preference for language similar to the following: (g') separating the
alcohol from the aqueous solution by distilling the solution. . . ." The argument
favoring such wording is along these lines: "Regarding the phrase 'distilling . . . to
separate,' [as in step (g)] one could distill the solution, yet never achieve alcohol
separation. Such separation being the ultimate goal of the step, it (separation)
should be more positively recited by being made the introductory gerund of the
clause ["separating . . . by distilling," as in step (g')] which sets forth the step."

It is believed that this is fallacious reasoning. First, steps (g) and (g') may be seen
to cover exactly the same territory logically and semantically. Second, an objection
to the form of a step written as step (g) ignores the expressly stated substantive
limitation therein of "distilling . . . to separate." This limitation requires that the
distillation effect the separation. Third, an administrative preference for one or the
other form of the step ignores the reasonable latitude permitted by decisions such
as Lewin, © cited at the beginning of this section. Fourth, seemingly ignored are the
principles set forth in the next paragraph.

The choice of which word (gerund) to use for introducing a method step is similar to
the choice of which word to use for describing elements in apparatus claims.

Generally, one chooses the broadest word the prior art will allow. Thus, in step (g),
"distilling" is narrower than step (f) "separating.” One may recite a generic or broad
step, such as "separating," that is really a function or result of a more specific act
such as "distilling" or "crystallizing." Moreover, it is permissible for a method step to
recite some condition or property without reciting in the claim every step necessary
to obtain or achieve that condition or property. 2 For example, "distilling" alone in
step (g) should be sufficient. There should usually be no need, in place of "distilling,"
to recite "placing" the aqueous solution in a (certain) container . . ."; "heating the
solution to a (certain) temperature . . ."; "condensing the alcohol vapors . . ."; etc.
Of course, the terms used must find some antecedent in the disclosure. Preferably,
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therefore, the word appearing in the claim can be found in the specification, where
it will have also been defined or explained or how it relates to the subject of the
invention will have been described. Often, the word used is itself so clear in its
meaning, like "heating" or "separating," that explanation of the word is not needed
and its simple or mere mention by use of the precisely same word or a clearly
equivalent word in the supporting specification is a sufficient antecedent. However,
where the step or process procedure is not clear from the word used (for example,
distilling in a particular context, like wine or petroleum, needs more explanation),
the mere word "distilling" is not detailed enough, and its component parts, heating
and separating, may also have to be recited.

Pragmatically, the choice of what gerund to use is really of little moment as to the
form of the claim. Moreover, 35 U.S.C. ?112 states (in the same paragraph
sanctioning "means plus function" clauses) that:

An element in a claim for a [method] combination may be expressed as a . . . step
for performing a specified function without the recital of . . . acts in support thereof,
and such claim shall be construed to cover the corresponding . . . acts described in
the specification and equivalents thereof.

Thus, the statute expressly sanctions the use of broad functional steps, such as
"separating," where the prior art permits, rather than the specific act, "distilling."
The interpretation of this language is similar to that described under "means claims"
in section 3:25: the claim "shall be construed to cover the corresponding . . . acts
described . . . and equivalents. . . ." Consequently, as with means clauses, the scope
of protection afforded is exactly as broad as "the invention" disclosed in the
specification, plus equivalents. Although "step of" clauses may be used whenever
the prior art permits, their scope may be more restricted under applicable precedent
than a clause with more specific language on the method step. For example, in (f) or
(g) above, one could recite "the step of separating"” or "performing a step
separating" or other equivalent language which could be governed by section 112.
Better now would be to use the actual recital of a process step, "separating" or
perhaps "distilling to separate" or "distilling for separating.” The latter two phrases
would now likely be governed by section 112, and might be restricted merely to the
steps disclosed in the specification and their equivalents (see section 3:25).

The distinction between acts and steps is probably more academic than real, as very
few, if any, cases focus on the difference in concept between a functional step and
the act done to perform the step. As with "means claims," such functional step
clauses must be limited to claims to combinations. In concept, a single-step method
claim is all right (see section 4:1) only when the step is an act.

The preamble of a method claim may be almost the same as that of a mechanical
claim. Generically, the following preamble format is usually appropriate: "A method


http://www.lexis.com/research/buttonTFLink?_m=2d19aa9fbd5cfc0b6ca4de4f58c95d6b&_xfercite=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5bLandis%20on%20Mechanics%20of%20Patent%20Claim%20Drafting%20%a7%204%3a2%5d%5d%3e%3c%2fcite%3e&_butType=4&_butStat=0&_butNum=5&_butInline=1&_butinfo=35%20USC%20112&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=b8e9a61b42cb47f9dd351c499d5a0ef9

of (or process for) performing a specified act (or operation) on a particular article (or
workpiece or chemical substance) which comprises: . . ." Except for the words "a
method" this format is identical to the format proposed in section 3:2 for apparatus
claim preambles. Note that the workpiece is properly placed in the preamble, just as
it is in the apparatus claims (see section 3:3). In the broader claims, avoid
describing the workpiece or article any more narrowly than the prior art requires,
which would be an "unnecessary article limitation" in the words of the Patent and
Trademark Office comments on grading Agent's Exam method claims. The preamble
is not locked into a particular format, and can be shorter than the above suggestion,
as the invention warrants.

Another similar preamble format ends with the transition words "which comprises
the steps of: . . ." The choice between these and equivalent forms is a matter of
style. Equivalents of "comprises" are used: "includes," "has." The words "the steps
of" or equivalents might not be used (see Example III in chapter 3).

Referring again to the take-up barrel of Example III (see section 3:25.1, above) a
method claim relating thereto might read:

4. A method of collecting an advancing strand in a barrel, which comprises:

(a) guiding the advancing strand into the barrel;

(b) rotating the barrel so that the point of collection of the strand varies circularly
with respect to the bottom of the barrel; and

(c) reciprocating a guide point above the barrel so that the point of collection varies
radially with respect to the bottom of the barrel.

Note the similarity in form to the apparatus claim in section 3:25. If the title of Claim
4 were changed to "Apparatus for . . ." and the phrase "means for" were inserted
before each step, one would have a proper apparatus claim (at least as to form).
This is typical of most method claims: Add the words "means for" to transform a
method step into an apparatus element. Similarly, where an apparatus element is
expressed in "means for" fashion, deletion of that phrase usually results in a proper
(as to form) method step. Thus, method and apparatus claims can be of comparable
scope and equally broad or narrow. Where the practitioner elects to include both
apparatus and method claims in a specification, it would not be unusual to have at
least some of the two types of claims analogous, that is, the method steps in a
method claim become "means for" clauses in the analogous apparatus claim. As is
elsewhere recommended, where an invention permits, different classes of claims
should be used to cover an invention. Where an apparatus accomplishes something
in a series of operations, the series can be claimed in a series of steps in a method
claim.



Further examples of method claims of many kinds are given in appendix A.
Summary

The elements of a method claim are acts or steps, customarily phrased as gerunds
("heating"). They can be broad or narrow, depending on the prior art, and functional
step clauses ("separating") can be used, corresponding to means clauses where the
function performed, not the act used to do it, is the important thing. Single step
method claims are permitted where the step is an act, not a functional step.

FOOTNOTES:
FFootnote 9. Ex parte Lewin, 154 U.S.P.Q. (BNA) 487 (Board of Patent Appeals and
Interferences 1966).

FFootnote 10. Id.

FFootnote 11. If the two formats, (g) and (g'), however, truly are the same, one
would usually be foolish to "fight" the examiner on the point. There are usually more
important issues present, and a firm stand by the applicant on one particular format
may not, in the words of Cicero, "render the audience [here, the examiner]
benevolent" as to more substantive issues.

¥Footnote 12. In re Roberts & Burch, 176 U.S.P.Q. (BNA) 313 (C.C.P.A. 1973); In
re Alul & McEwan, 175 U.S.P.Q. (BNA) 700 (C.C.P.A. 1972); In re Rainer, 134
U.S.P.Q. (BNA) 343 (C.C.P.A. 1962). Of course, either the specification must
disclose, or a person skilled in the art must know, how to achieve the condition or
property.

?4:3 Order of Steps

The elements (steps) of a method claim must, of course, also be set forth in some
logical order. The order of listing the elements in method claims is usually clearer
than in mechanical claims. The elements of a method claim are typically recited in
the sequence in which the steps are performed. If the claim does not expressly
indicate that steps are performed simultaneously or in a different order than the
sequence in which the elements appear, the reader of the claim will assume the
steps are performed in the sequence of their appearance. But unless the sequence
of steps is expressed in the claim, the sequence is not being claimed ** and another
sequence may be either prior art to the claim or an infringement of the claim.  If
the nature of the method requires a sequence different than the order of the
elements, then the reader will not read the claim in the usual way. (Of course,
mechanical claims have their logical sequence of elements too, as noted above at
section 3:18.)
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In the method of Claim 4, all three steps ("guiding," "rotating," and "reciprocating")
occur simultaneously, each to accomplish its respective result and all to accomplish
the intended result stated in the preamble so that, as written, either clause (b) or (c)
could immediately follow step (a). It would be illogical to put step (a) last or in the
middle. Steps (b) and (c) each modify the activity described in step (a). If one step
modifies what is being done in or what has been accomplished by another step, the
step modified should precede the modifying step. While a reader familiar with Claim
4 herein and the disclosure in the specification supporting that claim would realize
that steps (b) and (c) should be performed simultaneously, better claim form would
be to tell the reader, by reciting at the beginning of element (c) "while rotating the
barrel, . . ." or "simultaneously" or beginning element (b) with "simultaneously," but
finishing element (b) without the ";" so as to connect it with element (c¢) rather than
element (a).

Quite often, the steps, or some of them, must be performed in a given sequence. In
this event expressions indicative of the order should be used, such as: "first,"
"second," "then," "subsequently," "after the embossing step," "between steps (c)
and (d)," etc. =

Where all of the steps must be performed in a specific order, then all should be tied
in chronologically, either by sequence words associated with the description of each
step, as previously discussed, or by a preamble statement such as: "A method
of i, , comprising the following steps in the order named: . . ." or". . . in
the sequence set forth: . . ." These are useful ways of stating a necessary order of

steps, particularly for claims with many steps.

Sometimes the description of a particular step inherently implies the order, such as
"(a) depositing a film of zinc on a substrate; (b) depositing a film of platinum on the
zinc film." In this case, the order need not be further expressly stated, because step
(a)'s precedence in time over step (b) is required by the phrase "on the zinc film" in
step (b). Step (b), therefore, cannot, within the wording of the claim, be performed
until the zinc film is deposited by step (a).

Where the claim does not expressly state or necessarily imply the sequence of all or
some steps, it would cover the steps performed in any order or simultaneously. ¢ In
Altiris, Inc. v. Symantec Corp., the Federal Circuit looked at the preamble of the
claim and at the specification and found no requirement for a specific consequence,
even though the specification had a sequence in the preferred embodiment
description. (For example, the patentability of the claim or the question of its
infringement would not be determined by an unspecified sequence of the steps.)
Then, as with the barrel take-up method, the order of description is a matter of
logical convenience. However, where a required sequence of steps is not stated, it is
conventional among practitioners, and logical to claim readers, to assume that steps
are performed in the order of their appearance in the claim, unless the claim
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language indicates otherwise (rotating the barrel and reciprocating the guide point,
and then only as to that step).

Summary

Where the steps, or some of them, must be performed in sequence, one after the
other, the sequence should be described. Otherwise, the steps should be set out in
any logical order in which they should be performed, but with no sequence precisely
stated. As with all other limitations in any claim of any kind, make sure every word
and every phrase is necessary in the broader claims. Consequently, do not expressly
state the sequence unless it is important to the claim.

FOOTNOTES:
#Footnote 13. Bio-Tech. Gen. Corp. v. Duramed Pharms., Inc., 325 F.3d 1356, 66
U.S.P.Q.2d

(BNA) 1360 (Fed. Cir. 2003) (sequence of taking a regimen of pharmaceuticals
could be changed and still be within a method claim reciting a different sequence
without requiring it).

FFootnote 14. Altiris, Inc., v. Symantec Corp., 318 F.3d 1363, 65 U.S.P.Q.2d (BNA)
1865 (Fed Cir. 2003).

FFootnote 15. Note that use of the outline form of claim, with each step labeled with
a number or letter, permits reference back to, for example, "step (c)," instead of to
"the mixing step."

FFootnote 16. Altiris, Inc., v. Symantec Corp., 318 F.3d 1363, 65 U.S.P.Q.2d (BNA)
1865 (Fed Cir. 2003).

?4:4 Obvious Method Using Novel Starting Material or Producing Unobvious Product

It is possible to obtain a United States patent claim to a process, even though the
general process steps are obvious, when the process uses a novel or unobvious
starting material or is for producing an unobvious product.

In re Ochiai ¥ holds that the United States Patent and Trademark Office (PTO) had
misinterpreted a prior Federal Circuit decision, In re Durden ¢ to establish a rule of
per se obviousness, that an obvious chemical process can never be patentable even
when it uses a novel starting material or produces an unobvious product. The
Federal Circuit in Ochiai rejected the Patent Office argument that a process is
obvious if prior art references disclose the same general process using "similar"
starting materials.
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Ochiai sought to patent a process for converting an acid into a cephem compound.
Both the acid and cephem were subjects of other Ochiai patents. The examiner
rejected the application claims on the ground that they claimed conventional
process and that the only difference from the prior art was the selection of a slightly
different starting material to make a slightly different final product. The Board of
Patent Appeals and Interferences of the PTO affirmed the examiner based on
controlling prior decisions In re Larsen, *°In re Albertson, 2 and In re Durden.

The Patent Office took an expansive view of the 1985 Durden decision. If a claimed
process involved prior art steps and merely used reactants which were "similar" to
the prior art reactants, examiners held such a process unpatentable based on
Durden.

In re Pleuddemann 22 was another case involving the so-called Durden rule. The
court held that the Durden case did not concern patent claims covering a method of
using a material, but only concerned claims covering a method of making the
material.

In 1995, Congress enacted 35 U.S.C. ?103(b), which allowed an obvious
biotechnical process of using or making an unobvious biotechnical product to be
patented so long as the claims to the obvious process co-existed with valid claims to
the unobvious product in the same patent. This law is limited to biotechnology
patents.

In Ochiai, the Federal Circuit reversed the examiner. It found that the acid starting
material was not known to the prior art and that a person having no knowledge of
the acid could hardly find it obvious to make a product using this acid as a reactant.
The court pointed out that the test of obviousness is statutory and requires the
comparison of the claimed "subject matter as a whole" with the prior art. It pointed
out that this inquiry is highly fact specific, regardless of whether the claimed
invention is directed to a process of making, a process of using, or some other
process. The Federal Circuit found that the PTO examiner had used Ochiai's
disclosure of the acid starting material in his own application as if the acid was in the
prior art and this was not correct. The court also held that no prior decision had
established a per se rule of unpatentability and noted that its prior decision in
Durden had expressly cautioned "not to generalize or make rules for other cases."

The Patent Office argued that the courts' prior decisions in Durden, Pleuddemann,
and other cases had been inconsistent. The Federal Circuit rejected this argument
and pointed out that all of the prior decisions were based on fact-intensive
comparisons of the claimed processes with the prior art, as required by the patent
statute.

The Federal Circuit concluded by stating that when "any applicant properly presents
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and argues suitable method claims, they should be examined in light of all . . .
relevant factors, free from any presumed controlling effect of Durden or any other
precedent." In other words, after considering what is being claimed, what exists in
the prior art and the level of skill of those practicing in the art, the obviousness or
nonobviousness of the method claimed should be determined.

Summary

Method claims to a known method starting with a novel or unobvious starting
material or producing an unobvious product may be patentable if the subject matter
of the claim as a whole is unobvious.

FOOTNOTES:
FFootnote 17. In re Ochiai, 37 U.S.P.Q.2d (BNA) 1127 (Fed. Cir. 1995).

FFootnote 18. In re Durden, 226 U.S.P.Q. (BNA) 359 (Fed. Cir. 1985).
¥Footnote 19. In re Larsen, 130 U.S.P.Q. (BNA) 209 (C.C.P.A. 1961).
FFootnote 20. In re Albertson, 141 U.S.P.Q. (BNA) 730 (C.C.P.A. 1964).
FFootnote 21. In re Durden, 226 U.S.P.Q. (BNA) 359 (Fed. Cir. 1985).

FFootnote 22. In re Pleuddemann, 15 U.S.P.Q.2d (BNA) 1738 (Fed. Cir. 1990).
?4:5 Claims to Both Method and Apparatus; Method is Function of Apparatus

Until 1968, there was a fundamental principle that, to be patentable, a method must
be more than the "inherent function of the apparatus" that was disclosed to effect
the method. As stated in the first Guidelines of Patentability memorandum: 2

A rejection on this ground is proper where the disclosed machine will inherently
carry out the steps of the process set forth in the process claims regardless of
whether an apparatus claim is allowed, unless it appears that the process claimed
can be carried out by some machine which is not the functional equivalent. . . or by
hand. ...

The Patent and Trademark Office instead now relies on Tarczy-Hornoch, cited in
MPEP section 2173.05(v), which reads:
2173.05(v) Mere Function of Machine

In view of the decision of the Court of Customs and Patent Appeals in In re
Tarczy-Hornoch, 397 F.2d 856, 158 U.S.P.Q. 141 (C.C.P.A. 1968), process or
method claims are not subject to rejection by Patent and Trademark Office
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examiners under 35 U.S.C. 112, second paragraph solely on the ground that they
define the inherent function of a disclosed machine or apparatus.

The Federal Circuit has left no doubt that Tarczy-Hornoch is controlling law. 2

The inherent function was of the disclosed apparatus, whether or not it was claimed
at all and, if claimed, whether or not the apparatus itself was unobvious and
patentable. In Tarczy-Hornoch, the method was unpatentable, although the
disclosed device used therein was not.

In any event, the previous claim 2 (section 3:25) would easily satisfy even the old
rule, because the strand could be manually guided, the barrel could obviously be
turned by hand, the guide could be similarly reciprocated, any two steps could be
manual, or all three steps could be.

Summary

Method claims cannot be rejected as merely drawn to the inherent function of a
machine. Where possible, detach the method from the machine so far as possible
and try to define novelty in the steps performed.

FOOTNOTES:
FFootnote 23. 792 Off. Gaz. Pat. Office 3 (June 17, 1963).

FFootnote 24. See Fed. Sign & Signal Corp. v. Bangor Punta, Inc., 177 U.S.P.Q.
(BNA) 737 (S.D.N.Y. 1973).

FFootnote 25. Union Carbide Corp. v. Am. Can Co., 220 U.S.P.Q. (BNA) 584, 591
(Fed. Cir.

1984); see In re King, 801 F.2d 1324 (Fed. Cir. 1986).
?4:6 Apparatus Limitations

Of necessity, there will be product or apparatus limitations in a method claim. The
method is usually performed upon, acts in conjunction with or is performed by the
product, apparatus or composition of matter. 25t This is analogous to reciting the
functions performed by the various elements of an apparatus (as in the article
shaker example claim) which frequently appear in a product or apparatus claim.
Thus, the apparatus elements in a method claim are not recited without somewhere
describing the cooperation between the apparatus element and the method being
claimed. An apparatus element that is not recited in the claim as participating with
the method, and usually with an element in the method, should not be recited.
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Although there is no per se objection to including structural (mechanical, electrical,
or both) apparatus limitations in the elements (steps) of method claims, when the
steps are properly phrased in method language, the use of such limitations should
be avoided insofar as possible for at least two reasons.

First, apparatus limitations will often unduly limit the claim. If a method step can be
performed by hand and without a cooperating apparatus, avoid reciting the
apparatus, at least in the earlier of the claims. If the practitioner nonetheless wants
to claim the non-cooperating apparatus element, save it for a following dependent
claim. Second, and more important, the "black letter" law is that the patentability of
a method claim cannot be predicated solely on the structure of a mechanism used in
practicing the method. 2¢ Obviously, a structure associated with a claimed method
will be selected because the structure is of some aid to performance of the method,
and such structure and its mode of cooperation may be claimed. But patentability of
the method claim will still turn on the method steps, perhaps performed with the
cooperating apparatus, and patentablity of a method claim will not turn on the
presence of an apparatus that is not associated with a method element. 2.
Accordingly, there is usually no point in including the structure except where the
method necessarily involves manipulation of apparatus. There is no objection to
including composition-of-matter or chemical limitations in method claims, and in
fact these are frequently relied on for patentability, as noted in section 4:7.

See In re Kuehl, 2 where the claim was to an old method of cracking gasoline, so far
as the steps were concerned, using a new catalyst. 2¢

In dependent method claims (section 2:9), avoid adding only apparatus limitations.
Limitations added in dependent method claims are preferably phrased as method
steps, except where further defining compositions of matter or chemicals (section
6:1). Thus, it would be poor form to depend a claim from the take-up method in
Claim 4 setting forth: "A method . . . as recited in claim 4, further comprising a
turntable. . . ." One example of proper form along this line would be: "A method . . .
as recited in claim 4, wherein the step of rotating the barrel includes mounting the
barrel on a turntable and rotating the turntable."

Note that this is primarily a matter of form, not substance. Although the claim
drafter is entitled to include the turntable in the claim, there is no good reason to do
so in a broad claim, because it is not essential to the method. Thus, Claim 4 might
have included:

rotating a turntable on which the barrel is mounted . . .

reciprocating a strand guide positioned above the barrel . . .
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Note the form (inferential) for bringing in apparatus limitations, where they are
used, such as "rotating a turntable. . . ."

As in apparatus claims (section 3:8), antecedents are important. Support for "the
guide" must have been provided in a previous clause of the claim (in the clause
above). However, because the claim is to a method that is a series of steps, the
product or apparatus or composition, etc., with which a method step is practiced
may be inferentially claimed in that step. Therefore, that product, etc. may have
been introduced as the object ("a guide") on which a previous step was performed,
usually in the middle of a clause, and that product, etc. should not have been made
the subject of a clause.

See also section 6:7 on new use claims, for method claims where the novelty resides
in @ new use for an old material.

Summary

Avoid apparatus limitations (machine or circuit) in method claims if the apparatus
element does not cooperate with the method (or at least one of the method claim
elements) or when reciting an apparatus limitation recite that cooperation with the
method. When necessary, bring them into the claim inferentially, that is, "rotating a
turntable." There is no problem with chemical or materials limitations; they can be
relied on for patentability, and frequently are, in "new use" claims, such as killing
insects by exposing them to DDT.

FOOTNOTES:
FFootnote 25.1. See TopPharm Inc. v. Ranboxy Pharm. Inc., 336 F.3d 1322, 67
U.S.P.Q.2d (BNA) 1511 (Fed. Cir. 2003).

FFootnote 26. See Ex parte Dammers, 155 U.S.P.Q. (BNA) 284 (Board of Patent
Appeals and

Interferences 1961), which nevertheless points out that structural apparatus
limitations are not per se objectionable, and, to the extent necessary to carry out
the claimed method, are permissible in a method claim.

¥Footnote 26.1. Application of (In re) Brouwer, 175 F.2d 564 (C.C.P.A. 1949).
Where piercing a hole in a resilient washer with a needle was patentable in part
because the hole in the washer closed after withdrawal of the needle, cleaned dirt
from the needle upon insertion and injected lubricant from the needle upon its
removal.

¥Footnote 27. In re Kuehl, 177 U.S.P.Q. (BNA) 250 (C.C.P.A. 1973).
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FFootnote 28. See In re Schneider, 179 U.S.P.Q. (BNA) 46 (C.C.P.A. 1973).
?4:7 Chemical Processes
An example of a chemical process claim follows:

5. A process for treating a surface of a polyethylene article to increase its receptivity
to printing ink, which comprises:

exposing the surface of the article to a saturated solution of sodium dichromate in
concentrated sulfuric acid.

As previously noted in section 4:1, there is no objection to a single-step method.
Claim 5 illustrates the rare case of a claim that is not to a combination.

With chemical processes, it is proper to include a dependent process claim adding
only details of the materials used. For example, if Claim 5 had recited "an acid," a
dependent claim could cover: "A process . . . as recited in claim 5, wherein the acid
is sulfuric acid."

It is standard in chemical process cases that the process may distinguish by the
compositions recited, as well as the actual manipulative step, which is often trivial
per se. In the example of Claim 5, the manipulative step "exposing" an article to a
reagent is of course prehistoric; the sole novelty resides in the composition of the
reagent. Eminently logically, it is considered that exposing to reagent X is not the
same step as exposing to reagent Y. #

Where the process can be practiced, or used, with more than one related material or
chemical, Markush phraseology may be used under the rules set out in section 6:2.
Also, alternative expressions (A or B--section 3:13) may sometimes be permitted in
describing different chemical substances that can be used in the process. In Ex
parte Pantzer and Feier, * during prosecution, Claim 16 was rejected under 35
U.S.C. ?112, without the citation of any references. Claim 16 recited a method of
dyeing fibers wherein the dye used to prepare the dyeing solution was defined as
the product of the reaction of "one or both of [A'] and [B'] with [C] under [certain]
alkaline conditions." Other claims used the phrase "one or more of." Claim 1, from
which all of the claims ultimately depended, recited A and B, certain amino phenols,
of which A" and B' were species. Claim 1 was not limited to only one of A or B,
because it called for a method that "comprises" dispersing A and B in an aqueous
medium. The board reversed the rejection, holding that the phrases "one or both"
and "one or more" were not so broad as to be indefinite and did not encompass "an
infinite number," = etc.
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Chemical processes can be to methods of making chemical compounds (new or old);
methods of using chemicals, as in Claim 5 above or such as killing insects or treating
baldness; or any other process or subject having industrial utility.

A typical method of use claim:

5A. The method of treating baldness, which comprises applying to the scalp an
aqueous solution of sodium chloride 2 having a concentration of 30-40 percent by
weight =2 of sodium chloride.

A typical claim to a method of making a chemical compound:

5B. The method of manufacturing sodium hydroxide, which comprises electrolyzing
an aqueous solution of sodium chloride at a current density sufficient to decompose
the sodium chloride into elemental chlorine and sodium, the sodium reacting with
the water present in the solution to form sodium hydroxide and hydrogen gas.

Note this process is one of the oldest, and still most common, ways to make sodium
hydroxide, as well as chlorine and hydrogen gas. Since the circuit parameters would
not be critical, they can be stated broadly (section 3:22).

The Federal Circuit has held in In re Ochiai, ** that the patentee/applicant may
premise patentability of a chemical process claim on the use of a novel and
unobvious starting material or on the novel and unobvious product obtained by the
process. * The process may be new or novel and also unobvious due to the choice of
either starting material or final product. An obviousness determination for the claim
as a whole is required. 3

In re Kuehl, *” a predecessor of In re Ochiai, held that patentability of a process can
reside in the use of a novel and unobvious material in the process, though the single
process step (section 4:1), contacting X with catalyst Y, is notoriously old per se. In
Kuehl, one of the claims in question read:

A hydrocarbon conversion process which comprises contacting a hydrocarbon
charge under catalytic cracking conditions with the composition of claim 6.

Claim 6, a composition of matter claim to a group of new zeolites, had been allowed.
The court held it would be unobvious to crack gasoline with the new zeolite, even
though cracking with other, generally similar, zeolites was very well known in the
prior art and would have been obvious after one knew about applicant's new zeolite.
However, the court held that to one of ordinary skill in the art, selection of the

particular zeolite for cracking hydrocarbons would not have been obvious. The

Federal Circuit in In re Durden affirmed and distinguished In re Kuehl. In Durden,
use of the novel starting material would have been obvious, while in Kuehl, use of
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the novel starting material would not have been obvious. Guidance in drafting a
particular claim is difficult to obtain from these precedents. Since the claim drafter
cannot know for certain that the process will be found non-obvious, try to also
protect the novel starting material and, if applicable, the final product. The patentee
is entitled to both types of claim when one invents (a) a new compound and (b) an
unobvious process for using that compound.

Summary

Chemical process claims are the same as other method claims as to claim-drafting
techniques. Often the novelty is in the chemicals used, not the act itself (treating,
exposing). Use of a novel and unobvious starting material and/or producing a novel

and unobvious end product is enough to make a process unobvious.

FOOTNOTES:
FFootnote 29. See also section 6:7, on new use claims.

¥Footnote 30. Ex parte Pantzer & Feier, 176 U.S.P.Q. (BNA) 141 (Board of Patent
Appeals and

Interferences 1971, 1972).

¥Footnote 31. See, e.g., Ex parte Pontius, Endres, & Van Akkeren, 169 U.S.P.Q.
(BNA) 122 (Board of Patent Appeals and Interferences 1970).

FFootnote 32. Salt water.

FFootnote 33. This avoids reading on ocean bathing.

FFootnote 34. In re Ochiai, 37 U.S.P.Q.2d (BNA) 1127 (Fed. Cir. 1995).
#Footnote 35. In re Durden, 763 F.2d 1406 (Fed. Cir. 1985).

#Footnote 36. See section 4:1. Other examples of chemical process claims are
given in appendix A, cases 13, 18, 20, 21, and 24.

¥Footnote 37. In re Kuehl, 475 F.2d 658; 177 U.S.P.Q. (BNA) 250 (C.C.P.A. 1973).

?4:8 Electrical Methods n38

n38. This section was prepared by Bryan W. Sheffield and John L. Landis.

As an example of electrical method, consider the following claim which covers the
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use of the Wheatstone Bridge shown in Example V in section 3:26, above, to
measure an unknown resistance.

6. A method of measuring the electrical resistance of an unknown resistor Rx, which
comprises:

connecting the unknown resistor Rx between terminals (A) and (D) of a
four-terminal electrical network (A, B, C, D), said network including a first known
resistor R1 between terminals (A) and (B), a second known resistor R2 between
terminals (B) and (C), and a third known resistor R3 between terminals (C) and (D),
at least one of said known resistors being a variable resistor;

impressing a potential across terminals (A) and (C) of said network;

detecting the voltage developed across terminals (B) and (D) of said network as a
result of said impressed potential; and

varying the resistance of at least one of said known resistors until the voltage
detected across terminals (B) and (D) falls to zero, whereby = the resistance of the

unknown resistor Rx is determined from the equation:

Claim 6A is another example of an electrical method claim and covers use of the
crystal radio illustrated in Example IV (see section 3:26, above).

6A. A method of demodulating a radio frequency carrier wave priorly modulated
with an audio frequency signal, which comprises:

applying said modulated carrier wave to a resonant L-C circuit;

adjusting the resonant frequency of said L-C circuit until it equals the frequency of
said carrier wave;

rectifying the voltage developed across said resonant L-C circuit to recover said
audio frequency signal;

passing said rectified voltage through a transducer to render said audio frequency
signal audible; and

filtering out the radio frequency components present in said rectified voltage to
prevent same from entering said transducer.

Summary

Electrical methods present no special problems so far as claim drafting techniques
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are concerned. The only difference from mechanical methods is that the steps, or
some of them, are electrical rather than mechanical. Typical steps or acts are
"amplifying," "charging," "connecting," "impressing a potential," "detecting,"
"rectifying," "sensing," etc. The acts (amplifying) need not be do-able by a human
being; circuit components do nicely.

FOOTNOTES:

FFootnote 39. Note the proper "whereby" clause (section 3:23), since this function
indubitably follows from the previously recited steps. Whereby clauses can be used
as well in method claims as in apparatus claims.

?4:9 Claims to a Computer Program or Software-Related Invention

Computer programs or software stated either as a series of means for performing
function elements (apparatus) or as a number of method steps (process) are
patentable. “« The tests for the presence of patentable subject matter under section
101 in a computer program, formerly applied under prior precedents of the Federal
Circuit and the district courts, have been made unnecessary by the Federal Circuit in
the State Street Bank case (see section 4:10). So long as the apparatus or method
is transformative in some manner--so long as it accomplishes something other than
merely appropriating an algorithm or manipulating numbers--the elements in
means-plus-function form, or the steps for performing a function, provide statutory
subject matter under section 101, and the patentability of such claims is to be
judged under sections 102, 103, and 112.

A computer program or software-related invention is an apparatus or process that
employs a computer or that is adapted for employing a computer as an operative
component of the device or process. In particular, it relates to an invention in
computer software, the program that drives the computer to perform a series of
steps. The invention lies in the series of steps, not in the program itself. It has
become well settled that a computer related invention can be a useful process or
machine and a patentable invention under 35 U.S.C. ?101. Computer related
inventions often include a series of steps. When those steps result in the solution of
a problem, or there is a procedure, process, or rule for the solution of a problem in
a finite number of steps, that is, an algorithm. Thus, a statement of a step-by-step
procedure for solving a problem is an algorithm, and one for solving a mathematical
problem, which might be or include a mathematical formula, is a mathematical
algorithm.

Courts have excluded certain subject matter areas from patent protection under
section 101, including principles or laws of nature, ideas and mathematical
expressions of scientific truths. See Gottschalk v. Benson + and see Diamond v.
Diehr, + which stated that an "algorithm, or mathematical formula, is like a law of
nature, which cannot be the subject of a patent." +* As many computer-related
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inventions, and particular computer programs and software, employ mathematical
principles and mental thought processes, it became necessary to define how such
programs and software could be protected when they constituted an invention.

Although there had been doubt as to the patentability of a computer related
invention that included an algorithm, that doubt has been dispelled through a long
series of decisions by the United States Supreme Court, the United States Court of
Customs and Patent Appeals and its successor, the United States Court of Appeals
for the Federal Circuit, by the district courts and by the Patent Office Board of
Interferences and Appeals.

This section is devoted to explaining how claims to a computer-related invention

might be written. The Patent and Trademark Office established guidelines in 1995 to
instruct examiners how to examine applications drawn to "computer-implemented
inventions." The examiner's guidelines have been modified through August 2001 in
MPEP section 2106 and are instructive for writing claims for computer-implemented
inventions. Before writing such a claim, reading MPEP section 2106 is recommended.

MPEP section 2106.11.C. requires the examiner to correlate each claim element to a
relevant portion of the written description. Each element of the claim must have
antecedent support in the specification. Further, elements of such an invention may
be defined in the means plus function format.

Different classes of claims that may be written on such inventions. A computer or
other programmable apparatus whose actions are directed by a computer program
or other software is a "machine."

Consider a computer-readable storage medium and a specific physical configuration
of the substrate of that medium that represents data, for example, the program
where that storage medium causes the computer to operate in a specific and
predefined manner. The composite of these two elements is a storage medium with
a particular physical structure and function, for example, it will impart the
functionality that is represented by the data onto the computer. That is an "article of
manufacture."

A "process" is a series of steps that is performed on or with the aid of a computer.
A claim that defines a computer-implemented process but which is neither cast as
an element of a computer-readable memory or implemented on a computer should
be classified as a process. For example, a claim that is cast as "a computer program"
but which recites specific steps to be implemented on or to be performed using a
computer is classified as a process. On the other hand, a claim to a "computer
program" that does not define the invention in terms of steps is not a process. A
"process" requires reciting at least one physical element recited that would place
the invention in one of the two product categories, machine or article of



manufacture ((c)(iii)). That element might be unnecessary in view of State Street
Bank, so long as the process steps together are transformative.

The guidelines also identify claims that would be nonstatutory. In light of the State
Street Bank decision, this list should be shortened. These include

(1) a compilation or arrangement of data, independent of any physical element;

(2) a known machine-readable storage medium which is coded with creative or
artistic expression, because they represent the expression of the program and are
literary creations;

(3) a "data structure" independent of a physical element, that is, not implemented
on a physical component of a computer, such as a memory, because it is necessary
to render the component capable of causing a computer to operate in a particular
manner (not correct under State Street Bank); or

(4) a process that merely manipulates abstract ideas or concepts; an example of
this is a series of steps for solving a mathematical problem, that is, a mathematical
algorithm.

A claim to a method consisting solely of steps necessary to converting one set of
numbers to another set of numbers would be nonstatutory if it is not transformative.

The claim must be written in recognizable English language. Computer program
code, in either source or object format, cannot be included in the claim as a
limitation. A claim which attempts to define elements using computer program code,
rather than English language description of actual functional steps which are to be
performed, is rejected under 35 U.S.C. ?112. If there is no other way to define a
claim element except by reference to code, then code should be used. This is
analogous to situations where special trademarks, coined names, etc. (sections 6:3
through 6:6 hereof) are used for elements not claimable using normal English
language.

But then the specification should make clear the terms or code used in a claim
element.

Nonstatutory subject matter, that is, abstract ideas, laws of nature, or natural
phenomena, does not become statutory merely through claiming it in a different
manner.

The Federal Circuit in State Street Bank has swept away the former requirement
that a claim to a computer apparatus or process be subjected to a two-part test.
Under that test, the claim was first tested to see whether it appropriated an
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algorithm. Next, if a mathematical algorithm was found, the claim as a whole was
further analyzed to determine whether the algorithm was applied in any manner to
physical elements or process steps, and if it was so applied, the claim was under
section 101. + One determined if there was any significant pre- or post-algorithm
solution activity, that is, whether the invention involved (as the district court in
State Street Bank put it) the transformation or conversion of subject matter that is
representative of or that constitutes physical activities or objects.

The district court in State Street Bank held that the claim in suit was directed to a
nonstatutory computer implemented invention because it compiled, processed, and
stored business data, ¢ and that changing one set of humbers into another set of

numbers without more is insufficient for patent protection. It is the mere solution of
a mathematical algorithm. +

In reversing the district court, the Federal Circuit stated that claim 1 of the patentin
State Street Bank concerned a machine and was proper statutory subject matter
under section 101.

The court agreed that certain mathematical algorithms, standing alone, would fall
into the category of unpatentable abstract ideas until and unless the algorithms
were reduced to some type of practical application, that is, a useful, concrete, and
tangible result. ¢ However, an algorithm can be patentable if it is applied in a useful
way. “ The court extended its holdings of previous cases:

Today, we hold that the transformation of data, representing discrete dollar
amounts, by a machine through a series of mathematical calculations into a final
share price, constitutes a practical application of a mathematical algorithm, formula,
or calculation, because it produces "a useful, concrete and tangible result"--a final
share price momentarily fixed for recording and reporting purposes. . . . =

The court rejected the two-part test that had been followed in practice.

The court continued by stating that after Diamond v. Diehr st and In re Alappat, 52 the
mere fact that a claimed invention involves inputting numbers, calculating numbers,
outputting and storing numbers, in and of itself, would not render it nonstatutory
subject matter, unless, of course, its operation does not produce a useful, concrete,
and tangible result.

Those portions of the Guidelines in the MPEP, which state that converting one set of
numbers into another set of numbers does not manipulate appropriate subject
matter and thus cannot constitute a statutory process, were held to be incorrect
practice.

The State Street Bank decision removes the requirement for physical
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transformation. Physical transformation is merely one example of how a
mathematical algorithm may bring about a useful application. = Even a
transformation of numbers with practical result appears to fall within section 101,
based upon the holding of and the fact pattern of the case. It is necessary, however,
that the claimed product or process produce some transformation--not a mere
manipulation of numbers, but some transformation in something, even if it be data
only.

Decisions following on State Street Bank will further explain its scope and limits. At
present, however, if an invention in connection with computer software is stated
either as a machine with a series of means for performing a function limitations or
as a process as a series of manipulative steps, and if the machine or process
transforms something into something else, even if the transformation is wholly
within the computer and nothing physical outside the computer is involved, that is,
no pre- or post-solution activity is in a claim element, so long as the claimed
software or process is transformative in some manner, it will be statutory subject
matter under section 101. s

The court in AT&T focused its inquiry on "whether the mathematical algorithm is
applied in a practical manner to produce a useful result." ss The court criticized some
of the earlier decisions because the panels of the court did not look to see if a
practical result had been obtained.

A good example of a computer software claim stated in means-plus-function
language is claim 1 of U.S. Patent 5,193,056 in the State Street Bank case:

1. A data processing system for managing a financial services configuration of a
portfolio established as a partnership, each partner being one of a plurality of funds,
comprising:

(a) computer processor means [a personal computer including a CPU] for
processing data;

(b) storage means [a data disk] for storing data on a storage medium;

(c) first means [an arithmetic circuit configured to prepare the data disk to
magnetically store selected data] for initializing the storage medium;

(d) second means [an arithmetic logic circuit configured to retrieve information
from a specific file, calculate incremental increases or decreases based on specific
input, allocate the results on a percentage basis, and store the output in a separate
file] for processing data regarding assets in the portfolio and each of the funds from
a previous day and data regarding increases or decreases in each of the fund's,
assets and for allocating the percentage share that each fund holds in the portfolio;
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(e) third means [an arithmetic logic circuit configured to retrieve information from a
specific file, calculate incremental increases and decreases based on specific input,
allocate the results on a percentage basis and store the output in a separate file] for
processing data regarding daily incremental income, expenses, and net realized
gain or loss for the portfolio and for allocating such data among each fund;

(f) fourth means [an arithmetic logic circuit configured to retrieve information from
a specific file, calculate incremental increases and decreases based on specific input,
allocate the results on a percentage basis and store the output in a separate file] for
processing data regarding daily net unrealized gain or loss for the portfolio and for
allocating such data among each fund; and

(g) fifth means [an arithmetic logic circuit configured to retrieve information from
specific files, calculate that information on an aggregate basis and store the output
in a separate file] for processing data regarding aggregate year-end income,
expenses, and capital gain or loss for the portfolio and each of the funds.

The patent claim is generally directed to a data processing system for implementing
an investment arrangement. A hub party is an administrator and an accounting
agent for several mutual funds, which are the spokes. In the patented
hub-and-spoke system, mutual funds pooled their assets in an investment portfolio.
The patented system provided means for daily allocation of assets for the spokes
that invested in the mutual fund hub.

In the opinion of this author, the court in State Street Bank has interpreted the law
to avoid the need for elements (a) and (b) of this claim. Apparatus (a system)
starting with element (c¢) meets the transformative criterion of State Street Bank.

These claims are likely to be treated as invoking 35 U.S.C. ?112, paragraph 6, since
they claim "means," plus the function it performs, not recognized structures. In
Isogon Corp. v. Amdahl Corp., 5 the court found claim terms which used a
descriptive noun followed by a function in a patent claim to software to be under
section 112, paragraph 6, even though "means" was not expressly recited. Those
terms were "event detector for detecting," "collector for obtaining," "recorder for
recording," and "correlator for correlating." One should expect that the usually used
means-plus-function style claim limitations will be interpreted under that statute se
(see section 3:25). The disclosure in the specification will govern. s It should be
sufficient to teach one skilled in the art what the claimed elements are. ¢ Then the
claim will not be indefinite under 35 U.S.C. ?112, paragraph 2.

Another example of a claim that would be statutory now, in the opinion of this
author, is the process claim previously held nonstatutory by the Federal Circuit in In
re Schrader. 2 The court had found that the claim failed the now discarded two-part
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test for patentability of an algorithm. But the claim is transformative and statutory
according to the holding of State Street Bank.

Summary

A claim to a computer program or software, either as a series of means for
performing function elements or as a number of method steps, is patentable under
section 101, so long as the program or the method is transformative of something,
in some manner--that is, it accomplishes something other than merely
appropriating an algorithm or manipulating numbers.

FOOTNOTES:

FFootnote 40. State St. Bank & Trust Co. v. Signature Fin. Group, Inc., 149 F.3d
1368, 47 U.S.P.Q.2d (BNA) 1596 (Fed. Cir. 1998), cert. denied, 525 U.S. 1093
(1999); AT&T Corp. v. Excel Communications, Inc., 172 F.3d 1352, 50 U.S.P.Q.2d
(BNA) 1447 (Fed. Cir. 1999).

¥Footnote 41. Gottschalk v. Benson, 409 U.S. 63 (1972).

¥Footnote 42. Diamond v. Diehr, 450 U.S. 175, 186 (1981).

#Footnote 43. See AT&T Corp. v. Excel Communications, Inc., 172 F.3d 1352, 50
U.S.P.Q.2d

(BNA) 1447, 1450 (Fed. Cir. 1999).
FFootnote 44. 47 U.S.P.Q.2d (BNA) at 1601.

¥Footnote 45. State St. Bank & Trust Co. v. Signature Fin. Group, Inc., 38
U.S.P.Q.2d (BNA)

1530, 1541 (D. Mass. 1996).

FFootnote 46. Id.

FFootnote 47. Id.

FFootnote 48. 47 U.S.P.Q.2d (BNA) at 1600-01.
FFootnote 49. Id. at 1601.

#Footnote 50. Id.
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#Footnote 51. Diamond v. Diehr, 450 U.S. 175 (1981).
#Footnote 52. In re Alappat, 33 F.3d 1526 (Fed. Cir. 1994).

#Footnote 53. AT&T Corp. v. Excel Communications, Inc., 172 F.3d 1352, 50
U.S.P.Q.2d (BNA) 1447, 1452 (Fed. Cir. 1999).

#Footnote 54. Id.

#Footnote 55. 1d., 50 U.S.P.Q.2d at 1453.

FFootnote 56. Bracketed material is the court's explanation of the claim.
¥Footnote 57. Isogon Corp. v. Amdahl Corp., 47 F. Supp. 2d 436 (S.D.N.Y. 1998).

¥Footnote 58. S3, Inc. v. nVIDIA Corp., 259 F.3d 1364, 59 U.S.P.Q.2d (BNA) 1745,
1746-47 (Fed. Cir. 2001).

#Footnote 59. AT&T Corp. v. Excel Communications, Inc., 172 F.3d 1352, 50
U.S.P.Q.2d

(BNA) 1447, 1452 (Fed. Cir. 1999).

¥Footnote 60. S3, Inc. v. nVIDIA Corp., 259 F.3d 1364, 59 U.S.P.Q.2d (BNA) 1745,
1747 (Fed. Cir. 2001); Atmel Corp. v. Info. Storage Devices, Inc., 198 F.3d 1374,
1381, 53 U.S.P.Q.2d (BNA) 1225, 1229 (Fed. Cir. 1999).

¥Footnote 61. S3, Inc. v. nVIDIA Corp., 259 F.3d 1364, 59 U.S.P.Q.2d (BNA) 1745
(Fed. Cir. 2001).

¥ Footnote 62. In re Schrader, 22 F.3d 290 (Fed. Cir. 1994) ("A method of
competitively bidding on a plurality of items comprising the steps of identifying a
plurality of related items in a record, offering said plurality of items to a plurality of
potential bidders, receiving bids from said bidders for both individual ones of said
items and a plurality of groups of said items, each of said groups including one or
more of said items, said items and groups being any number of all of said individual
ones and all of the possible combinations of said items, entering said bids in said
record, indexing each of said bids to one of said individual ones or said groups of
said items, and assembling a completion of all said bids on said items and groups,
said completion identifying a bid for all of said items at a prevailing total price,
identifying in said record all of said bids corresponding to said prevailing total
price.").
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?4:10 Business Methods

Although there had been no statutory prohibition against patent claims directed to
business methods, until the United States Court of Appeals for the Federal Circuit
ruled that patent claims to business methods are within the statutory classes of
invention under 35 U.S.C. 7101 and could be patented, in State Street Bank & Trust
Co. v. Signature Financial Group, Inc., ¢ claims to business methods were rejected
as nonstatutory. In State Street Bank, the court held that a process will receive
statutory protection "if it is limited to a practical application of the abstract idea or
mathematical algorithm in the technological arts (that is, involves some species of
physical transformation of input data)." The physical transformation need not
produce a physical product. In a business method, it may simply involve the
manipulation of data and information according to an algorithm entirely within a
computer or the like apparatus.

After the State Street Bank decision, the issue of whether an invention is patentable
is whether it transforms intangible or tangible material to produce a practical or
useful result. A system or process that transforms information itself produces a
practical and useful result. Only an abstract idea that lacks any useful
transformation remains unpatentable.

To further dispel doubt as to the patentability of a business method, the Federal
Circuit in AT&T Corp. v. Excel Communications, Inc. ¢ pointed out that the inquiry is
whether a useful, concrete, and tangible result is obtained, rather than a physical
act being performed. In the AT&T case, the invention related to the generation of
information in an electronic record for long-distance telephone calls to permit
differential billing treatment of subscribers. Prior to the State Street Bank decision,
the district court in AT&T had granted summary judgment of invalidity under 35
U.S.C. ?101, holding that the method claims implicitly recited a mathematical
algorithm. Following the State Street Bank decision, the Federal Circuit on appeal
held that the claims, which were directed to a method for generating a particular
data field in an electronic record, were not invalid under section 101 and that
business method claims are patentable.

Following these two court decisions, the patentability of claims to business methods
is determined by the same tests as for any other process or apparatus.

The Patent Office has issued a "White Paper" on business method patents, which
attempts to place them in historical context and provides patenting statistics. & The
White Paper notes that business method patents are now classified by the Patent
Office in U.S. inventions subject matter classification class 705 (although one finds
those patents also classified in other classes). That class includes a collection of over
twenty financial and management data processing areas including insurance,
securities trading, health care management, reservation systems, postage
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metering systems, and certain general enterprise functions such as electronic
shopping, auction systems, and business cryptography. Groupings of patents
include identifying the potential customers of a business and determining their need
for its products and services; informing customers that the business exists and
trying to get them to buy its products and services; exchanging money and credit
related to a business transaction; and tracking resources, money, and products.
These are the typical types of business methods. Numerous other business methods
in use or to be developed may be claimed.

Since business methods have been held patentable, the number of filings for them
has increased. The White Paper indicates that for fiscal year 1999, they represented
only about 1% of the total patent applications filed, and that 2,658 applications filed
were classified in class 705. Nearly 600 such patents were issued in that year. An
increase in the number of filings and the patents granted is expected due to the
continuing growth and development in electronic commerce. Not only are electronic
and data processing hardware and software now claimed, but the business method
performed with them is claimed as well.

The prevalence of method claims that relate to some data storage and manipulation
apparatus results from e-commerce, because e-commerce inventions are typically
directed to systems or methods that use a computer and/or software. But not every
patentable business method is directed to e-commerce and not every business
method involves computers.

A business method should be claimed like any other method, in a series of method
steps. The rules and practices for method claiming apply to methods of doing
business. Expanding on what appears to be claimable, any method involving several
steps that brings about a practical result would appear to be able to satisfy the
requirements of Title 35 of the U.S. Code.

From a claim-drafting viewpoint, it is possible also to claim some business methods
using an apparatus claim for apparatus that performs the method. The claim
elements may most likely be stated as means for performing particular functions.
This would be especially the case where the apparatus inputs certain information or
materials in order that the process be performed and/or outputs certain information
or materials following performance of the process. This is analogous to
computer-related or computer-implemented inventions discussed in section 4:9.
The Federal Circuit in State Street Bank ¢ said that machine claims having "means"
clauses are viewed as process claims if there is no supporting structure in the
written description that corresponds to the claimed "means" elements. The court
found claim 1 to be to a machine, with the terms "computer processor means" and
"first means for initializing the storage medium."

Even a method of preparing a patent application is covered by a patent, as
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illustrated by U.S. Patent 6,049,811. Its broadest method claim recites:

10. A method by computer for drafting a patent application having at least sections
including claims, a summary of the invention, an abstract of the disclosure, and a
detailed description of a preferred embodiment of the invention, said method
comprising the steps of:

requesting and storing primary elements (PE) of the invention that define the
invention apart from prior technology before drafting the claims;

drafting the claims before drafting the summary of the invention, abstract, and the
detailed description of a preferred embodiment of the invention; and

drafting the sections in a predetermined order prohibiting jumping ahead to draft a
latter section.

This claim covers preparation of a conventional patent application using a computer
and then recites a series of steps. In the opinion of this author, these are standard
steps and standard sequencing of steps performed in preparing an application. They
differ in that some part of the method is performed using a computer. Dependent
method claims of the patent indicate that the computer, rather than the person, is
performing some steps. Presumably, every practitioner has prepared patent
applications using the claimed steps in the claimed sequence. But if we now perform
the known steps using a computer that causes the practitioner or the computer to
perform the claimed steps in the particular manner claimed, the patent claim would
reach them.

Preparing a patent application is not "business" because it does not involve a
monetary or business transaction. Nonetheless, in this author's opinion, the patent
falls with the broad method-of-doing-business category.

As is typically found in many business method patents, this patent also includes
machine claims, and the first machine claim is quoted below. The machine claims
may be machine analogs to the method elements of the method claim, and vice
versa:

1. A machine for drafting a patent application having at least sections including
claims, a summary of the invention, an abstract of the disclosure, and a detailed
description of a preferred embodiment of the invention, said machine comprising:

one or more input devices, one or more output devices, and a computer with
memory for receiving and storing data from the input devices, transmitting data to
the output devices, and storing program steps for program control and manipulating
data in memory;



the computer, through input and output devices, requests and stores primary
elements (PE) of the invention that define the invention apart from prior technology
before the claims are drafted;

the claims are drafted before the summary of the invention, abstract, and the
detailed description of a preferred embodiment of the invention is drafted; and

the computer requires drafting the sections in a predetermined order prohibiting
jumping ahead to draft a latter section.

Yet another example of a method that appears to be a computer-accomplished
series of steps that one could otherwise perform manually, and that possibly were
performed manually before the patent was granted, is claimed in U.S. Patent
4,890,228, which provides a loan to a taxpayer based upon his or her anticipated
tax refund. The claim is quoted below:

7. A method of operating at least one programmable electronic data processing
machine comprising the programmed steps of:

(a) receiving inputted tax preparer data, tax return data and loan application data;

(b) creating electronic tax return data files from said tax return data;

(c) creating deposit/loan account files related to said tax return data and said loan
application data at an unauthorized financial institution;

(d) transmitting said electronic tax return data files to at least one tax collecting
authority;

(e) processing said tax return data files and said deposit/ loan account files and
authorizing payment by said authorized financial institution from said deposit/loan
account files of a tax refund loan amount based on said tax return data prior to
completion of tax return processing and refund payment by said tax collecting
authority; and

(f) authorizing receipt by said authorized financial institution of tax refund electronic
fund transfers, based on said tax return data, from said tax collecting authority.

A patent practitioner or a tax specialist might say that a process or apparatus that
performs the steps that the practitioner regularly performs in his or her practice
should not be protected by grant of a business method patent. One frequently hears
such a comment from business people confronted with a business method patent
claim, which includes claims often tied to a computer or other machinery in the



claim, and which accomplishes, via computer, a process that had previously been
done without reliance upon a computer. Nonetheless, such a claim is statutory and
its validity must be determined under sections of the Patent Act other than section
101, namely section 102 for anticipation or section 103 for obviousness, as well as
section 112.

In an interesting essay on the patenting of business methods, ¢ James Gleick
correctly points out that business method patent claims are possibly too expansive
in scope. He illustrates his point by citing U.S. Patent 5,965,809, issued in 1999,
which is entitled "Method of Bra Size Determination” and involves a measuring step
followed by a fabrication step, and U.S. Patent 5,453,036, issued in 1995, for a
"Method of Exercising a Cat" using a laser. One must look to the prior art for
restrictions on the scope of claims in those patents. Unless the claims are
anticipated or obvious in view of the prior art, they are valid as much as claims to
any other invention.

Amazon.com acquired a high-profile method-of-doing-business patent on its "one
click" system for ordering goods, U.S. Patent 5,960,411. The claims of this patent
were interpreted in Amazon.com, Inc. v. Barnesandnoble.com, Inc. ¢ Claim 1 of the
patent is a method claim with a series of steps, tied to some electronic means. Again,
the patent has product claims that are analogs of the method, and vice versa. The
independent method claim and the independent product claim of the patent are
reproduced:

1. A method of placing an order for an item comprising:

under control of a client system, displaying information identifying the item; and

in response to only a single action being performed, sending a request to order the
item along with an identifier of a purchaser of the item to a server system;

under control of a single-action ordering component of the server system;

receiving the request;

retrieving additional information previously stored for the purchaser identified by
the identifier in the received request; and

generating an order to purchase the requested item for the purchaser identified by
the identifier in the received request using the retrieved additional information; and

fulfilling the generated order to complete purchase of the item whereby the item is
ordered without using a shopping cart ordering model.
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6. A client system for ordering an item comprising:

an identifier that identifies a customer;

a display component for displaying information identifying the item;

a single-action ordering component that in response to performance of only a single
action, sends a request to a server system to order the identified item, the request
including the identifier so that the server system can locate additional information
needed to complete the order and so that the server system can fulfill the generated
order to complete purchase of the item; and

a shopping cart ordering component that in response to performance of an
add-to-shopping-cart action, sends a request to the server system to add the item
to a shopping cart.

A method of doing business does not require inclusion of a computer, or a server, or
the like apparatus in the method claim. The method may include a series of steps
that without the computer, or server or apparatus, would be a set of novel and
unobvious steps. A hypothetical claim that is not tied to an apparatus, data
processor, computer, server, etc., might read:

A method for performing a financial transaction comprising:

obtaining information concerning the financial transaction from several sources;
comparing and sorting the information according to an algorithm;

selecting displayable information that has been sorted according to the algorithm;
displaying the selected displayable information; and

making a financial transaction based upon the displayable information displayed.
As written above, the claim would be unpatentable under sections 102 and 103. It
is provided as one form to show how a method of doing business claim might be
written without reference to any apparatus. Depending upon the type of financial
transaction being performed, the information gathered, the algorithm, and the
criteria of the algorithm for selecting information, the claim could be novel,

unobvious, and patentable under sections 102, 103, and 112.

That method should, where possible, also be claimed in a product claim. A product
analog claim to the method claimed above might be:



Apparatus for performing a financial transaction comprising:

means for storing inputted information from several sources concerning the
financial transaction;

means for comparing and sorting the information according to an algorithm
consisting of . . . ;

means for selecting displayable information that has been sorted according to the
algorithm;

means for displaying the selected displayable information; and

means for making the financial transaction based upon the displayable information
displayed.

For nearly every business method, the various classes and types of claims should be
considered for use.

When the practitioner drafts claims on a business method invention, the claims can
include the method itself, a system or apparatus employing the method, signal
claims, data structure claims, program claims directed to the software program and
even claims to the graphical user interface. Claim each novel aspect of the business
method, which means that the method may be claimed in various ways, for example,
directed to novelties in the information gathering, the information assembly or
sorting and selecting, and the information presentation. There may be different
approaches, like different groups of steps, available to perform the method. All of
these approaches may be claimed in separate independent claims if the approaches
are to an extent mutually exclusive, that is, at least one step is not generically used
in all approaches, or may be claimed in dependent claims, if appropriate.

Many new business enterprises in any field involve some novel activity when the
developer seeks to differentiate the business from competitors or existing business
models. Each such activity may be a patentable business method, if it avoids
sections 102 and 103 of the Patent Act.

Summary

Business methods are patentable as are any other methods. Consider also claiming
the method using apparatus claims.

FOOTNOTES:
FFootnote 63. 149 F.3d 1368, 47 U.S.P.Q.2d (BNA) 1596 (Fed. Cir. 1998).
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¥ Footnote 64. AT&T Corp. v. Excel Communications, Inc., 172 F.3d 1352, 50
U.S.P.Q.2d (BNA) 1447 (Fed. Cir. 1999).

FFootnote 65. White Paper, available at <www.uspto.gov/web/menu/busmethp>.

FFootnote 66. 149 F.3d at 1371, 47 U.S.P.Q.2d (BNA) at 1599. See Ex parte Donner,
53 U.S.P.Q.2d (BNA) 1699, 1701 (Board of Patent Appeals and Interferences 1999)
(unpublished).

FFootnote 67. James Gleick, Patently Absurd, N.Y. Times, Mar. 12, 2000, Magazine,
at 44.

FFootnote 68. Amazon.com, Inc. v. Barnesandnoble.com, Inc., 73 F. Supp. 1228, 53
U.S.P.Q.2d (BNA) 1115, 1126-28 (W.D. Wash. 1999).

?5:1 In General

Claims to an article of manufacture (termed a "manufacture"” in 35 U.S.C. ?101) *
differ little in principle from apparatus claims, and most of the general rules
previously given apply. Basically, the article will ordinarily be a combination of
elements, which must be named and tied together as with the elements of a
mechanism. However, In re Venezia 2 allowed a carefully drawn claim to a kit of
unassembled parts as a properly claimed article of manufacture. Articles of
manufacture usually have no moving parts--examples are an ashtray, a hammer, or
an electric battery--whereas machines (even though they are manufactured articles)
generally have moving parts, as well as some "rule of operation"--examples are a
stapler or a typewriter. In some borderline cases, it may be hard to tell whether a
specific structure is an article of manufacture or a machine. Which (an article or a
machine) is a pair of scissors? Fortunately, the difference is academic only, as no
one ever questions whether an invention is in the class "machine" or the class
"manufacture" for claim purposes.

Ordinarily, the preamble of an article claim merely names the product to be claimed,
such as:

A resistor
A soap dish
A girdle

If there is no generic name, one can use a functional preamble such as "A device
for .......... ," similar to machine claims.
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The elements of an article claim are the constituent parts that go to make up the
article being claimed. One simple article claim follows:

7. A resistor which comprises:
(@) a ceramic core;
(b) a coating of carbon on the core; and

(c) a stripe of conductive material at each end of the core in electrical contact with
the carbon coating.

Further examples of article claims are given in appendix A, cases 22 and 23.

Means-plus-function clauses (section 3:25) may also be used in article claims, such
as "means for attaching element A to element B . . . [in some particular manner, or
perhaps so that some function is accomplished]." ® There is nothing intrinsically
wrong in defining something by what it does (that is, functionally) rather than by
what it is (that is, structurally). « The sixth paragraph of 35 U.S.C. ?112 specifically
allows the use of such functional language as a claim limitation in defining an
invention to distinguish over prior art. The Patent and Trademark Office may,
however, properly require proof that the functional limitations are not inherent in
the prior art. s Otherwise, the claim could be unpatentable under 35 U.S.C. E 102 or
103, even if proper under ?112. Moreover, the means-plus-function language, to be
"accorded structural significance," must encompass a means "which possesses a
presently existing function [in the article] or a presently existing capability to
perform [the stated] function [in the article]." ¢

An article claim may distinguish from the prior art by the shape or arrangement of
parts, by the materials used in construction 7 and sometimes even by the manner in
which it was made, @ as discussed in the next section. Special considerations apply
when it is attempted to distinguish an article from the prior art by printed matter
appearing on the article (see section 8:6).

Summary

Article of manufacture claims list the parts of the article and connect them where
applicable. Means clauses and other permissible function descriptions may be used.

FOOTNOTES:

FFootnote 1. "Manufacture" and "article of manufacture" mean the same thing. In
re Hruby, 153 U.S.P.Q. (BNA) 61 (C.C.P.A. 1967); In re Hadden, 20 F.2d 275 (D.C.
Cir. 1927).
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#Footnote 2. In re Venezia, 189 U.S.P.Q. (BNA) 149 (C.C.P.A. 1976).

¥Footnote 3. In re Roberts & Burch, 176 U.S.P.Q. (BNA) 313 (C.C.P.A. 1973) (Claim
1: "Corrugated polyethylene terephthalate film having a surface coefficient of
friction of less than about 0.40 as determined by the Bill test."); In re Echerd &
Watters, 176 U.S.P.Q. (BNA) 321 (C.C.P.A. 1973) (Claim 12: "A . . . pipe lagging
material . . . having sufficient flexibility and wet strength to permit [it] to be
wrapped when wet around insulated pipe surfaces . . . and having sufficient
adhesive characteristics to firmly bond itself to such surfaces upon subsequent
drying"); In re Swinehart & Sfiligoj, 169 U.S.P.Q. (BNA) 26 (C.C.P.A. 1971); Inre
Ludtke & Sloan, 169 U.S.P.Q. (BNA) 563 (C.C.P.A. 1971). Moreover, such
functionality may be expressed negatively, such as in "formed by mixing together
[A and B] at a temperature whereat [A and B] are incapable of forming [certain
undesirable compounds]. . . ." In re Barr, Williams, & Whitmore, 170 U.S.P.Q. (BNA)
330 (C.C.P.A. 1971). See also section 3:5 and MPEP 706.03(c). One should be
aware, however, of the many non-C.C.P.A. infringement decisions that seem to
state that the patentability of apparatus and article claims depends on structural
limitations and not on "mere" statements of function, whatever that means. See,
e.g., Bowles Fluidics Corp. v. Mossinghoff, 228 U.S.P.Q. (BNA) 512 (D.D.C. 1985);
Scott Paper Co. v. Fort Howard Paper Co., 167 U.S.P.Q. (BNA) 4 (7th Cir. 1970);
Galland-Henning Mfg. Co. v. Dempster Bros., 165 U.S.P.Q. (BNA) 688 (E.D. Tenn.
1970). To avoid this problem, use the ?112-approved means for accomplishing a
function claim format.

¥Footnote 4. In re Hallman, 210 U.S.P.Q. (BNA) 611 (C.C.P.A. 1981). See section
3:22.

¥Footnote 5. In re Hallman, 210 U.S.P.Q. (BNA) 611 (C.C.P.A. 1981); In re Ludtke
& Sloan,

169 U.S.P.Q. (BNA) 563 (C.C.P.A. 1971); In re Swinehart & Sfiligoj, 169 U.S.P.Q.
(BNA) 226 (C.C.P.A. 1971).

FFootnote 6. In re Bozek, 163 U.S.P.Q. (BNA) 545 (C.C.P.A. 1969). In Bozek, a "rib
means" in a pulltab-type can top was claimed as performing the function of
absorbing excess metal resulting from the formation, during the manufacture of the
can top, of the score line defining the pulltab. The score line formation was effected
by pressing the can top between two dies, which extruded metal (i.e., caused it to
flow) out and away from the formed score line--thus the excess. The only function
served by the rib means in the completed top was to strengthen the top; the prior
art showed similar strengthening ribs in can tops. The function of excess metal
absorption was accorded no structural significance because the rib neither
performed its absorbing function in the completed top nor had the capability of
presently performing that function. Int'l Tel. & Tel. Corp. v. Union Carbide Corp.,
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210 U.S.P.Q. (BNA) 496, 512 (D.S.C. 1981), similarly found unpatentable a claim
whose distinguishing feature was "means providing means for retaining liquid
insulating compound about said terminal means during the in site solidifying"
because it referred to manufacturing history, not a present structural feature or
existing function.

FFootnote 7. See further discussion in section 6:5 on new use claims. In In re
Andrews, 168 U.S.P.Q. (BNA) 360 (C.C.P.A. 1971), the court held that the rejection
of a claim because it set forth a "device according to Claim 1 . . . made from
CR-MO-W steel material" was impermissible where the specification asserted that
the use of such materials gave the device improved properties, and where the
examiner had neither questioned the assertion nor shown the obviousness of the
improved properties.

#Footnote 8. Article claims are not indefinite simply because they include process
limitations. In re Certain Steel Rod Treating Apparatus & Components Thereof, 215
U.S.P.Q. (BNA) 237, 251 (Ct. Int'l Trade 1981); In re Brown & Saffer, 173 U.S.P.Q.

(BNA) 685 (C.C.P.A. 1972) ("In order to be patentable, a product must be novel,
useful and nonobvious. In our law, this is true whether the product is claimed by
describing it, or by listing the process steps used to obtain it."); Ex parte Clark &
Summering, 174 U.S.P.Q. (BNA) 40 (Bd. App. 1971); In re Garnero, 162 U.S.P.Q.
(BNA) 221 (C.C.P.A. 1969); In re Pilkington, 162 U.S.P.Q. (BNA) 145 (C.C.P.A.
1969). Moreover, to the extent such process limitations distinguish the article from
the prior art, they must be given the same consideration relative to patentability as
traditional limitations. And that is true even though what the process uses or
operates on is not present in the final article. In re Luck & Gainer, 177 U.S.P.Q. (BNA)
523 (C.C.P.A. 1973). Accordingly, where an article claim includes elements A and B
"bonded together by being contacted in the presence of X at a temperature of
200[degrees]F," the process limitation ("by being contacted . . .") is entitled to
patentable significance even though X is not present in any form in A, B, or the A/B
bond.

Although the existence of an old or obvious method of producing an article does not
necessarily negate the article's patentability, such a method is a factor to be
considered along with similarities in and differences between the structure and
properties of the article and the prior art. In re Lewis, 172 U.S.P.Q. (BNA) 238
(C.C.P.A. 1972); In re Hoeksema, 158 U.S.P.Q. (BNA) 596 (C.C.P.A. 1968). On the
other hand, the general rule is that an article must itself meet the tests of 35 U.S.C.
E 102 and 103 to be patentable. It is usually insufficient for patentability that the
article is manufactured by a novel or unobvious method. In re Pilkington, 162
U.S.P.Q. (BNA) 145 (C.C.P.A. 1969); Thomson Indus., Inc. v. Nippon Thompson Co.,
160 U.S.P.Q. (BNA) 318 (E.D.N.Y. 1969); Ex parte Edwards, 162 U.S.P.Q. (BNA) 64
(Bd. App. 1968). But the development of a new process, especially in the face of
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previous unsuccessful efforts by others, is evidence of nonobviousness of the
product eventually developed. Phillips Petroleum Co. v. U.S. Steel Corp., 6
U.S.P.Q.2d (BNA) 1065, 1096 (D. Del. 1987).

?5:2 Product-by-Process Claims

A product-by-process claim is one where an article or at least one element of an
article is claimed by reciting the process for fabricating the article or its element. °
Typically, the article or element is recited in the form of a method claim or a method
limitation, preferably by using the gerund form for the process step in which the
product or its element is formed. However, a claim which recites both apparatus and
a method (judged by its preamble, usually) would be indefinite, because it
embraces two statutory classes. *° This is to be distinguished from inclusion of
method descriptions or limitations in a product claim or product limitations in a
method claim, which are proper as the claim itself does not attempt to embrace the
two statutory classes of claims.

The simplest form of such a claim might be:

5C. Sodium hydroxide produced according to the process of claim 5B

Using a dependent claim form to refer back to an earlier claim and to cross statutory
classes is proper here. ©

As an example of product-by-process, assume that in the resistor of Claim 7 the
carbon coating was deposited on the ceramic core by decomposition of a
hydrocarbon gas. In this instance, Claim 7 might read:

7A. A resistor which comprises:

(@) a ceramic core;

(b) a coating of carbon deposited on the core by decomposition of a hydrocarbon
gas in the presence of the core; and

(c) a stripe of conductive metal . . . etc.
or, preferably, (b) . . . by decomposing a hydrocarbon gas in the presence of the
core. . ..

(Italics indicate typical product-by-process phraseology.)

This type of process description of a product element would be necessary to define
the novel feature if carbon-coated resistors were old with the carbon applied in
some other way, such as by lacquering. It would be permissible as to form if the
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carbon coating produced by decomposition of the hydrocarbon gas were different
mechanically or electrically than the prior art coating, and if the nature of the
mechanical or chemical differences was not known or could not be stated.

This type of claim covers the product only when made by the specified method, so
the claims are not so broad as regular or "pure product" claims. Prior to April 1974,
a product-by-process claim was permissible as to form only where the product
"cannot be described in any other manner" than by the process by which it was
made. > The applicant was not allowed such claims where he also presented regular
product claims. This seems unreasonable in that one might have a patentable
invention on two levels: one on a generic level, covering the article produced by any
method, and one on a specific level, covering the article produced by the particular
method. For example, in the carbon resistor example, one might have invented the
basic carbon-coated resistor of Claim 7 and also the deposited-carbon resistor of
Claim 7A. This would be one typical example of generic and species inventions
(section 6:9). In any event, no such restriction exists now.

In addition, the old Patent Office manual permitted only one product-by-process
claim, with rare exception. No such restriction exists now.

In Leutzinger v. Ladd, ** the court allowed both a straight product claim and
dependent product-by-process claim, such as:

7. The subject matter of claim 1, in which the linseed oil is heated to 200[degrees]F.;
the waxes are then added and the temperature is held for four to nine days.

The court found that the product of Claim 7 was not the same as the generic product
of claim 1, and both were patentable.

The product-by-process claim must satisfy both 35 U.S.C. ?102 and 35 U.S.C. ?103.
14 As to unobviousness of a product-by-process claim, it must reside solely in the
final product, not the process that produced it. ** The process is immaterial except as
it affects the characteristics of the product. This means that the process can be
patentable while the product made by the patentable process may be unpatentable.
In re Pilkington, ¢ quoting from In re Dilnot, ** says:

"The addition of a method step in a product claim, which product is not patentably
distinguishable from the prior art, cannot impart patentability to the old product."”
Citing In re Moeller, 48 U.S.P.Q. 542; In re Lifton, 89 U.S.P.Q. 641; In re Shortell,
81 U.S.P.Q. 359; and Tri-Wall Containers, Inc. v. United States, 161 U.S.P.Q. 116.

18

Referring to Claims 7 and 7A above as to a resistor, prior art resistor having its
coating deposited by applying a lacquered-on layer of carbon, rather than by
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decomposing a hydrocarbon gas, would make unpatentable or invalid, under
section 102 or section 103, both of Claims 7 and 7A. Claim 7A, while involving
performing a process not known in the art to deposit the coating, produced a
resistor known in the art. The process used to make the resistor would be
patentable and valid over the prior art, while the resistor made using that process
would not be patentable or valid.

Steppan, * cited in Pilkington, involved a claim to:

25. An acid phosphate of a condensation product of formaldehyde with a salt of a
compound selected from the group consisting of . . . [A and B], the acid phosphate
having the general formula =. . . [C]. =

Pure product (structural formula) claims were also presented, but were held obvious
by the court, affirming the examiner and the board.

As to Claim 25, the court held it was not a product-by-process claim at all. Words
such as "condensation product," while telling the process (condensation) are not
purely process limitations; they are also structural. (Obviousness was not
considered, as the claim was rejected only as being an "improper"
product-by-process claim.)

Some apparent process limitations, such as "etched," "welded," "interbonded by
interfusion," are considered structural limitations not subject to the
product-by-process rules. See In re Garnero, 2 where the following claim was
considered:

A composite, porous, thermal insulation panel characterized by dimensional
stability and structural strength consisting essentially of expanded perlite particles
which are interbonded to one another by interfusion between the surfaces of the
perlite particles while in a pyroplastic state to form a porous perlite panel.
(Emphasis added to stress limitations in question.)

The court held that:

. . . the recitation of the particles as "interbonded one to another by interfusion
between the surfaces of the perlite particles" is as capable of being construed as a
structural limitation as "intermixed," "ground in place," "press fitted," "etched," and
"welded," all of which at one time or another have been separately held capable of
construction as structural, rather than process, limitations.

The court found it unnecessary to consider the further process limitation, "while in
a pyroplastic state," because the claim was already held unobvious in view of the
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"interbonded" limitation. However, with respect to process limitations generally, the
court remarked:

. . . the mere presence of a method limitation in an article claim which is otherwise
allowable would not so poison the claim as to render it unpatentable. Ex parte
Lindberg, 157 U.S.P.Q. 606, 607 (P.O. Bd. App. 1967). =

Similarly, "chemically engraved," read in context, described the product more by its
structure than the process used to obtain it. =

Another example where a product-by-process claim could be used is the treated
polyethylene article of Claim 5 (section 4:7), where the surface was treated with a
solution of sodium dichromate in sulfuric acid. One might claim:

8. A polyethylene article having a surface treated in accordance with the process of
claim 5.

This claim also illustrates claims in two statutory classes for the same invention, and
a dependent claim that crosses statutory classes (see section 2:9).

How many claims applicant wants to present, and how many different types of
claims, are covered by the general rule set out in sections 8:2 and 8:3, not by any
special rules for product-by-process.

Every method claim which produces or modifies any object should be considered for
preparation of a corresponding product-by-process claim, including independent
and dependent method claims. There is no restriction on the quantity of
product-by-product process claims permitted in one application.

Therefore, the examiner should consider whether the product is novel as made by X
process and, if so, then whether such a new product would have been obvious. Of
course, these are merely the standard statutory tests for patentability of any claim
on the merits, once the formal barriers have been passed.

The basic rule remains, however, that the product itself must be novel and
unobvious, when made by process X, and the fact that process X may be patentable
is not material to patentability of the product per se. This conforms to the basic rule
that there must be novelty and unobviousness in each statutory class of subject
matter in which claims are sought.

In 1991, a Federal Circuit panel stated that "the correct reading of
product-by-process claims is that they are not limited to product prepared by the
process set forth in the claims." 2 The claim read:
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Highly purified and concentrated human or porcine VIII:C prepared in accordance
with the method of claim 1.

The court held that sufficiently purified VIII:C would infringe even if not prepared by
the method of Claim 1.

One year later, in Atlantic Thermoplastics Co. v. Faytex Corp., ** another Federal
Circuit panel ruled that "process terms in product-by-process claims served as
limitations in determining infringement." The claim at issue in Atlantic read:

The molded innersole produced by the method of claim 1.

The court held that the same innersole would not infringe unless the method of
claim 1 were used in its manufacture. To the author, Atlantic seems to be the better
law. Why have claim language if it is to be ignored? The Federal Circuit has yet to
issue a clarification. As a result, at least one district court has felt constrained to
follow the earlier Scripps precedent, despite the district court's apparent
disagreement with it. =

Summary

Product-by-process claims may be obtained whenever the product has novelty and
is unobvious over prior art products. These are claims reciting a product or
composition of matter or its elements by the process by which it was made, rather
than by its structural or chemical characteristics. Mixed claims are also permitted,
defining some features in "regular product" phraseology, and one or more features
in product-by-process language. It is up to the applicant to describe what he thinks
his invention is, and he can use product-by-process language whenever he thinks
necessary or best for a particular claim.

FOOTNOTES:
FFootnote 9. MPEP E 2113, 2173.05(p).

FFootnote 10. Id.

FFootnote 11. See section 2:9, supra, and MPEP ?2173.05(f).

FFootnote 12. See Ex parte Donahey, 126 U.S.P.Q. (BNA) 61 (Bd. App. 1959); Inre
Moeller, 48 U.S.P.Q. (BNA) 542 (C.C.P.A. 1941); see also In re Dreyfus, 24 U.S.P.Q.

(BNA) 463 (C.C.P.A. 1935).

FFootnote 13. Leutzinger v. Ladd, 139 U.S.P.Q. (BNA) 196 (D.D.C. 1963).
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FFootnote 14. In re Brown & Saffer, 173 U.S.P.Q. (BNA) 685, 688 (C.C.P.A. 1972).

¥Footnote 15. MPEP ?2113; In re Thorpe, 277 U.S.P.Q. (BNA) 964, 966 (Fed. Cir.
1985).

FFootnote 16. In re Pilkington, 162 U.S.P.Q. (BNA) 145, 147 (C.C.P.A. 1969).
#Footnote 17. In re Dilnot, 133 U.S.P.Q. (BNA) 289, 292 (C.C.P.A. 1962).
¥Footnote 18. See In re Brown & Saffer, 173 U.S.P.Q. (BNA) 685 (C.C.P.A. 1972).
¥Footnote 19. In re Steppan, 156 U.S.P.Q. (BNA) 143 (C.C.P.A. 1967).

FFootnote 20. A general formula tells what elements are involved and in what
proportions, but not how connected.

¥Footnote 21. In re Pilkington, 162 U.S.P.Q. (BNA) 145, 147 (C.C.P.A. 1969)
(emphasis added).

¥Footnote 22. In re Garnero, 162 U.S.P.Q. (BNA) 221, 223 (C.C.P.A. 1969).

FFootnote 23. In re Certain Steel Rod Treating Apparatus & Components Thereof,
215 U.S.P.Q. (BNA) 237, 252 n.88 (Ct. Int'l Trade 1981).

¥Footnote 24. Hazani v. U.S. Int'l Trade Comm'n, 126 F.3d 1473, 44 U.S.P.Q.2d
(BNA) 1358, 1363 (Fed. Cir. 1997).

#Footnote 25. Scripps Clinic & Research Found. v. Genentech, Inc., 927 F.2d 1565,
1583 (Fed. Cir. 1991).

FFootnote 26. Atl. Thermoplastics Co. v. Faytex Corp., 970 F.2d 835, 846-47 (Fed.
Cir. 1992).

FFootnote 27. Columbia Univ. v. Roche Diagnostics GmbH, 126 F. Supp. 2d 16, 57
U.S.P.Q.2d (BNA) 1825, 1837-38 (D. Mass. 2000). See Tropix, Inc. v. Lumigen, Inc.,
825 F.

Supp. 7, 27 U.S.P.Q.2d (BNA) 1475 (D. Mass. 1993).

?5:3 Design Claims

For design patents (35 U.S.C. E 171-73), only one claim, in formal terms, is

permitted: "The claim shall be in formal terms to the ornamental design for the
article (specifying name) as shown, or as shown and described. More than one claim
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is neither required nor permitted" (Rule 153). =

Thus, a design claim attempting to describe the article verbally is improper. The
claim may only incorporate the specification (drawing) by reference.

When the name of the article is specified, it should be the title of the invention as
stated in the title of the specification. (Further, that same term should be used in the
description of figure 1 in the specification.)

The claim ends with "as shown" when the specification only describes the direction
of view of each drawing figure.

The claim ends with "as shown and described" when there is a special description of
the design in the specification or a showing of a modified form of the design, or there
is other descriptive matter. >

For example, when the specification describes more than the direction of view for
every drawing figure. For example, the description of one figure may note that it is
a view of one side, and that the opposite view is a mirror image; or the specification
may say that the side not illustrated is plain or may say that the application is a
continuing one.

One example, from Design Patent No. 215,546:

9. The ornamental design for a cover for data communications apparatus,
substantially as shown and described.

However, use of "substantially” in the claim is not the best form. Thus, the claim is
better written:

9. The ornamental design for data communications apparatus, as shown and
described.

As with any other claimed invention, a claimed design must be novel and unobvious.
The overall aesthetic effect (tout ensemble) of the design must be viewed as a whole
in determining whether these qualities are present.

A design may be embodied in an entire article or only in part of it. In re Zahn = found
patentable a design embodied only in the shank portion of a drill. Further, a design
is not "of" an article, but "for" an article and includes ornamental designs of all kinds,
including surface ornamentation as well as configuration of the goods. =t It has been
held that a portion of a water fountain that is composed entirely of water in
continuous motion (that is, the spray!) is an "article of manufacture" within 35
U.S.C. ?171 and may be the subject of a design patent. =
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Further, a design patent claim covers every feature shown in every drawing figure,
including the rear or the underside. = Broken lines may be used in drawings to show
environmental elements not part of the design. The specification may include an
appropriate recital about what is not included in the claimed design.

FOOTNOTES:
#Footnote 28. MPEP ?1503.03.

FFootnote 29. Id.

FFootnote 30. In re Zahn, 204 U.S.P.Q. (BNA) 995, 998 (C.C.P.A. 1980).
FFootnote 31. Id.

FFootnote 32. In re Hruby, 153 U.S.P.Q. (BNA) 61, 64 (C.C.P.A. 1967):

[T]he permanence of any design is a function of the materials in which it is
embodied and the effects of the environment thereon. Considering the fact that the
Romans and the French built now-famous fountains hundreds of years ago which
still produce the same water designs today, the notion that a fountain is "fleeting"
[and, therefore, not an article of manufacture] is not one which will "hold water. . . ."

FFootnote 33. Door-Master Corp. v. Yorktowne, Inc., 256 F.3d 1308, 59 U.S.P.Q.2d
(BNA) 1472 (Fed. Cir. 2001); Contessa Food Prods., Inc. v. Conagra, Inc., 282 F.3d
1370, 62 U.S.P.Q.2d (BNA) 1065 (Fed. Cir. 2002).

?5:4 Plant Patent Claims

A rule similar to that for design claims holds for a plant patent claim (35 U.S.C. E
161-64). Only one claim is permitted, except that "the principal distinguishing
characteristics" may be recited (Rule 164), ** and usually are, in rather flowery
language. The following example is from plant patent 2,866 (Feb. 25, 1969):

10. A new and distinct variety of chrysanthemum plant of the thick decorative class,
substantially as herein shown and described, characterized particularly as to
novelty by the unique combination of a hardy and free habit of growth, a large
bloom size, a very durable flower petalage, and a distinctive and attractive general
color tonality of the flowers corresponding to Apricot Yellow, very lightly overcase
with Light Cadmium.

Plant patent claims frequently appear to violate the general rule that laudatory
statements are not permitted therein.
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The disclosure of a plant patent may not fully comply with 35 U.S.C. ?112, but yet
be adequate under 35 U.S.C. ?162. For example, plant patents require no
"how-to-make" disclosures. 5 Nevertheless, there must be a sufficient disclosure
(for example, of alleged characteristics present in the plant that are absent in
closely related varieties of the prior art) to establish the inventive characteristics. ¢

The plant invention must be novel in conception, rather than novel in use: must be
not only new, but not existing in nature; and cannot merely be newly found; must
be nonobvious; 7 and, finally, must have been asexually reproduced. = The scope of
a plant patent differs from that of other patents, because an infringer must not
merely copy; he must use stock obtained from, presumably directly or indirectly,
the patentee. =

FOOTNOTES:
#Footnote 34. MPEP 1605.

¥Footnote 35. Jessel v. Newland, 195 U.S.P.Q. (BNA) 674, 677 (Patent and
Trademark Office Board of Patent Interferences), 195 U.S.P.Q. (BNA) 678, 683-84
(Comm'r 1977); Yoder Bros. v. Cal.-Fla. Plant Corp., 193 U.S.P.Q. (BNA) 264, 290
(5th Cir. 1976); In re LeGrice, 133 U.S.P.Q. (BNA) 365 (C.C.P.A. 1962).

¥Footnote 36. In re Greer, 179 U.S.P.Q. (BNA) 301 (C.C.P.A. 1973).

#Footnote 37. Yoder Bros. v. Cal.-Fla. Plant Corp., 193 U.S.P.Q. (BNA) 264, 293
(5th Cir. 1976).

FFootnote 38. Id.
FFootnote 39. Ex parte Weiss, 159 U.S.P.Q. (BNA) 122 (Board of Appeals 1967)

(particularly cases cited at 124); Yoder Bros. v. Cal.-Fla. Plant Corp., 193 U.S.P.Q.
(BNA) 264, 293 (5th Cir. 1976).

?5:5 Provisional Applications

A provisional application receives a filing date when a written description, necessary
drawings, and the names of the inventors have been supplied to the Patent and
Trademark Office. No claim is required. + Because the applicant must file a
nonprovisional application within one year of filing the provisional application, the
applicant may first file the claim when the nonprovisional application is filed.

As a provisional application filed without a cover sheet identifying it as a provisional
application is treated as nonprovisional,  some practitioners recommend including
a claim in the provisional specification. Also, preparing a claim may aid in preparing
the specification of the provisional application, as it will help the claim drafter be
sure that the disclosure of the provisional application provides antecedent support
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for every element in the claim.

Further, the provisional application may serve as the basis of Paris Convention
priority claims for filing applications in other countries. Some other country Patent
Offices, like the European Patent Office, plan to strictly view all priority claims for
compliance with regulations and support for the application in that Patent Office. A
claim or even a set of claims will show that Patent Office that the provisional
application is a basis for a priority claim, not a simple non-patent disclosure. There
is no requirement that the U.S. provisional application include any claims. This
recommendation is merely precautionary until it is seen how U.S. provisional
applications are actually accepted by other country Patent Offices.

A claim in the provisional application can be in any form, since the provisional
application claim is not required and therefore is not examined for compliance with
any statutory section, section 112 or section 102 or 103. Some practitioners use a
simple omnibus claim: "A [invention title] as shown and described." But that is a
matter or choice.

FOOTNOTES:
FFootnote 40. MPEP ?601.01(b).

#Footnote 41. MPEP ?506.
?6:1 In General

Compositions of matter are products where the chemical nature of the substances
or materials used, rather than the shape or form of a product, is the distinguishing
characteristic. As with machines versus manufactures, there is no need to
determine the statutory pigeonhole between manufacture and composition. If one
had a situation where both the form and composition of a material were required for
novelty, or otherwise to be claimed, it would not be necessary to designate into
which class the claim fell.

As in the other classes, most composition claims are combination claims, except
where a new compound or molecule per se is claimed. Even those involve
combinations of the chemical elements, and groups of elements, or radicals.
Composition claims are usually fairly easy to prepare, as to formulating a claim; the
main problems relate to the allowable scope of the claims, such as: How many
examples are needed to support a generic claim? * How close can one come to the
prior art? Problems in broad functional definitions of materials (section 3:22) are
especially acute. 2

One simple example of a composition claim to a combination of materials follows:
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11. A zinc electroplating solution, comprising:

(@) an aqueous solution of zinc acetate, from 30 to 90 grams per liter;

(b) citric acid, from 1.5 to 3 times the zinc acetate concentration; and

(c) an alkaline pH-modifying substance in an amount sufficient to adjust the pH = to
a value of from 4 to 5.5.

Note that the "elements" of a composition claim are chemical elements or
compounds, described either broadly (element c) or narrowly (elements a and b),
depending on the prior art. Note that the "pH modifying substance" clause is very
similar to a "means clause" in that it tells what function the element performs, not
what it is. Presumably, any alkaline substance would work in the combination, and
the point of invention concerned establishing the stated pH range, not how to
establish it. Means clauses are not often if ever used in composition claims, but the
author sees no theoretical reason why they could not be, as: "means for adjusting
the pH of the solution to a value of from 4 to 5.5. or perhaps "a substance for . . ."
because it is not necessary to use only the word "means" to meet 35 U.S.C. ?112,
paragraph 6 (section 3:25). As described in section 3:25, the statute says "an
element in a claim for a combination"; it does not limit this to any particular type of
combination.

In a composition claim, it is usually not essential to state the intended use for the
composition in the preamble. Under classic rulings, a label such as "zinc
electroplating solution" will not save the claim if the composition per se is old for
another use. (See further comments in section 6:7, new use claims.)

A composition of matter, claimable under the patent law, may be a new molecule,
compound, solution, mixture, and even a living being, etc., although, in the case of
a mere physical mixture of materials, an obviousness question is very likely to be
raised. However, the test should be whether it would have been obvious to associate
the materials, not how they are associated. Ex parte Dubsky & Stark “ is one case
allowing claims to a physical mixture. Although the components of the mixture (a
polymerizable compound and a chelate) were intended to react to form a compound,
the mixture had a substantial shelf life and thus could be claimed. The Board implied
that, if the reaction were instantaneous, the mixture could not be claimed because
it would have no substantial existence.

Special problems come up in the metallurgical arts in claiming new alloys, usually
nowadays including changes in proportions of known ingredients to achieve new
properties or advantages. Also, as discussed in section 6:6, it is often permissible to
refer to an area of a component diagram shown in the drawings to define
proportions of ingredients in metallurgical cases.
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In the early 1960s, the Board of Appeals settled a long-standing philosophical
debate by allowing claims to new atoms. Claim 1 of patent 3,156,523 reads
"Element 95" (now called americium) and Claim 1 of patent 3,161,462 reads
"Element 96" (curium). ® The Board of Appeals held that the claims were directed to
proper statutory subject matter, but that both elements were anticipated as having
been inherently produced in the prior art (Enrico Fermi et al. patent), etc. The
C.C.P.A. held the elements were neither anticipated nor obvious in view of the prior
art, and that any prior production was minuscule and unknown. (Many might
question the basic conclusion as to the obviousness of a new atom per se. ©)

A typical type of claim to a new organic molecule: 7

12. A compound having the formula:

R-CH = N-S-X,

wherein

R is an alkyl group selected from the group consisting of methyl, ethyl and isopropyl;
and

X is a halogen selected from the group consisting of chlorine and bromine.

Note that the foregoing claim covers a total of six specific compounds, for any use to
which they can be put. This illustrates the very common class of inventions in which
new molecules are claimed by structural formula. It also illustrates the use of what
is termed "Markush," or alternative, terminology to cover several different
compounds with a single claim (see section 6:2).

See section 2:9 for comments on dependent composition claims, and section 6:8 on
Jepson-type claims in this area.

Summary

Composition of matter claims list the chemical ingredients (compounds, elements or
radicals) making up the composition or compound. The ingredients or elements may
be claimed narrowly (specific named components), with intermediate scope (a
group of similar elements functionally equivalent), or broadly as to function
performed, where the prior art permits. Where necessary to novelty, etc., the
proportions or other conditions or parameters of the compound are stated, usually
in ranges of concentration of ingredients. The intended use for the composition (rust
inhibition, antibiotic) may or may not be stated in the preamble. (See section 6:7 for
details on the effect of preamble limitations.) The problems in chemical practice
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come primarily with obviousness questions over prior art and how much disclosure
is needed in the specification, not primarily in the techniques of drafting claims.

FOOTNOTES:

FFootnote 1. See In re Marzocchi, 169 U.S.P.Q. (BNA) 367 (C.C.P.A. 1971); Ex parte
Laiderman, 175 U.S.P.Q. (BNA) 575 (Bd. App. 1971). Note also the possibility of
"reading on inoperative species." In re Cook & Merigold, 169 U.S.P.Q. (BNA) 298 (Bd.
App. 1971). Although Cook was not a "chemical case" (optical lens), the problem
most often arises in chemical-type cases.

FFootnote 2. See Ex parte Slub, 157 U.S.P.Q. (BNA) 172 (Bd. App. 1967) (discussed
in section 31); In re Koller, 204 U.S.P.Q. (BNA) 702 (C.C.P.A. 1980).

FFootnote 3. A measure of acidity, numbers below 7 being acid.
FFootnote 4. Ex parte Dubsky & Stark, 162 U.S.P.Q. (BNA) 567 (Bd. App. 1968).

FFootnote 5. See In re Seaborg, 140 U.S.P.Q. (BNA) 659 (C.C.P.A. 1964); In re
Seaborg, 140 U.S.P.Q. (BNA) 662 (C.C.P.A. 1964).

¥Footnote 6. See also In re Bergstrom, 166 U.S.P.Q. (BNA) 256 (C.C.P.A. 1970).

FFootnote 7. See also section 6:2 for further examples of formula claims to organic
molecules and groups of molecules.

?6:2 "Markush" Expressions

Markush expressions are alternative expressions described in MPEP section
2173.05(h):

.. . a Markush group, recites members as being 'selected from the group consisting
of A, B, C.' Ex parte Markush, 1925 C.D. 126; sanctions claiming a genus expressed
as a group consisting of certain specific materials. Inventions in metallurgy,
refractories, ceramics, pharmacy, pharmacology and biology are most frequently
claimed under the Markush formula but purely mechanical features or process steps
may also be claimed by using the Markush style of claiming, see Ex parte Head, 214
U.S.P.Q. 551 (Bd. Appl's 1981); In re Gaubert, 187 U.S.P.Q. 664 (C.C.P.A. 1975)
and In re Harnisch, 206 U.S.P.Q. 300 (C.C.P.A. 1980).

Further, as to the form of language for a Markush grouping MPEP section 2173.05(h)
states: "It is improper to use the term 'comprising' instead of 'consisting of'." In
other words the group must be recited as closed ended.

Rather than using "selected from the group consisting of," one can simply list the


http://www.lexis.com/research/retrieve?_m=40390404181bcd6421d8eb939db2b96f&csvc=lt&cform=byCitation&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=431889c99a659a0e997f92ebd6bf779d#r1#r1
http://www.lexis.com/research/buttonTFLink?_m=dff5938e0cce86e6fb76fa3f5ef3064f&_xfercite=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5bLandis%20on%20Mechanics%20of%20Patent%20Claim%20Drafting%20%a7%206%3a1%5d%5d%3e%3c%2fcite%3e&_butType=3&_butStat=2&_butNum=9&_butInline=1&_butinfo=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5b169%20U.S.P.Q.%20%28BNA%29%20367%5d%5d%3e%3c%2fcite%3e&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=6ae1bfb19bc3b9645f5b94a97d455ede
http://www.lexis.com/research/buttonTFLink?_m=dff5938e0cce86e6fb76fa3f5ef3064f&_xfercite=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5bLandis%20on%20Mechanics%20of%20Patent%20Claim%20Drafting%20%a7%206%3a1%5d%5d%3e%3c%2fcite%3e&_butType=3&_butStat=2&_butNum=10&_butInline=1&_butinfo=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5b175%20U.S.P.Q.%20%28BNA%29%20575%5d%5d%3e%3c%2fcite%3e&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=8f0d3cde4eb251acc96739af0c1411bf
http://www.lexis.com/research/buttonTFLink?_m=dff5938e0cce86e6fb76fa3f5ef3064f&_xfercite=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5bLandis%20on%20Mechanics%20of%20Patent%20Claim%20Drafting%20%a7%206%3a1%5d%5d%3e%3c%2fcite%3e&_butType=3&_butStat=2&_butNum=10&_butInline=1&_butinfo=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5b175%20U.S.P.Q.%20%28BNA%29%20575%5d%5d%3e%3c%2fcite%3e&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=8f0d3cde4eb251acc96739af0c1411bf
http://www.lexis.com/research/buttonTFLink?_m=dff5938e0cce86e6fb76fa3f5ef3064f&_xfercite=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5bLandis%20on%20Mechanics%20of%20Patent%20Claim%20Drafting%20%a7%206%3a1%5d%5d%3e%3c%2fcite%3e&_butType=3&_butStat=2&_butNum=11&_butInline=1&_butinfo=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5b169%20U.S.P.Q.%20%28BNA%29%20298%5d%5d%3e%3c%2fcite%3e&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=6bfbbd5c0dc08153584dbe32e9cd5a43
http://www.lexis.com/research/buttonTFLink?_m=dff5938e0cce86e6fb76fa3f5ef3064f&_xfercite=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5bLandis%20on%20Mechanics%20of%20Patent%20Claim%20Drafting%20%a7%206%3a1%5d%5d%3e%3c%2fcite%3e&_butType=3&_butStat=2&_butNum=11&_butInline=1&_butinfo=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5b169%20U.S.P.Q.%20%28BNA%29%20298%5d%5d%3e%3c%2fcite%3e&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=6bfbbd5c0dc08153584dbe32e9cd5a43
http://www.lexis.com/research/retrieve?_m=40390404181bcd6421d8eb939db2b96f&csvc=lt&cform=byCitation&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=431889c99a659a0e997f92ebd6bf779d#r2#r2
http://www.lexis.com/research/buttonTFLink?_m=dff5938e0cce86e6fb76fa3f5ef3064f&_xfercite=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5bLandis%20on%20Mechanics%20of%20Patent%20Claim%20Drafting%20%a7%206%3a1%5d%5d%3e%3c%2fcite%3e&_butType=3&_butStat=2&_butNum=12&_butInline=1&_butinfo=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5b157%20U.S.P.Q.%20%28BNA%29%20172%5d%5d%3e%3c%2fcite%3e&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=00ebc2eb4d8988feed022df475aa762e
http://www.lexis.com/research/buttonTFLink?_m=dff5938e0cce86e6fb76fa3f5ef3064f&_xfercite=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5bLandis%20on%20Mechanics%20of%20Patent%20Claim%20Drafting%20%a7%206%3a1%5d%5d%3e%3c%2fcite%3e&_butType=3&_butStat=2&_butNum=13&_butInline=1&_butinfo=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5b204%20U.S.P.Q.%20%28BNA%29%20702%5d%5d%3e%3c%2fcite%3e&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=bc94b2ca8ba8629373d84cc6840cc4e0
http://www.lexis.com/research/retrieve?_m=40390404181bcd6421d8eb939db2b96f&csvc=lt&cform=byCitation&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=431889c99a659a0e997f92ebd6bf779d#r3#r3
http://www.lexis.com/research/retrieve?_m=40390404181bcd6421d8eb939db2b96f&csvc=lt&cform=byCitation&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=431889c99a659a0e997f92ebd6bf779d#r4#r4
http://www.lexis.com/research/buttonTFLink?_m=dff5938e0cce86e6fb76fa3f5ef3064f&_xfercite=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5bLandis%20on%20Mechanics%20of%20Patent%20Claim%20Drafting%20%a7%206%3a1%5d%5d%3e%3c%2fcite%3e&_butType=3&_butStat=2&_butNum=14&_butInline=1&_butinfo=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5b162%20U.S.P.Q.%20%28BNA%29%20567%5d%5d%3e%3c%2fcite%3e&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=eb6783085ecb17fcc830cf6601e20ca8
http://www.lexis.com/research/retrieve?_m=40390404181bcd6421d8eb939db2b96f&csvc=lt&cform=byCitation&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=431889c99a659a0e997f92ebd6bf779d#r5#r5
http://www.lexis.com/research/buttonTFLink?_m=dff5938e0cce86e6fb76fa3f5ef3064f&_xfercite=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5bLandis%20on%20Mechanics%20of%20Patent%20Claim%20Drafting%20%a7%206%3a1%5d%5d%3e%3c%2fcite%3e&_butType=3&_butStat=2&_butNum=15&_butInline=1&_butinfo=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5b140%20U.S.P.Q.%20%28BNA%29%20659%5d%5d%3e%3c%2fcite%3e&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=ba0862c241b782b86a3160b2ac92041b
http://www.lexis.com/research/buttonTFLink?_m=dff5938e0cce86e6fb76fa3f5ef3064f&_xfercite=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5bLandis%20on%20Mechanics%20of%20Patent%20Claim%20Drafting%20%a7%206%3a1%5d%5d%3e%3c%2fcite%3e&_butType=3&_butStat=2&_butNum=16&_butInline=1&_butinfo=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5b140%20U.S.P.Q.%20%28BNA%29%20659%2cat%20662%5d%5d%3e%3c%2fcite%3e&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=2d0ee0c5493f0482af4447eebf902ebe
http://www.lexis.com/research/buttonTFLink?_m=dff5938e0cce86e6fb76fa3f5ef3064f&_xfercite=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5bLandis%20on%20Mechanics%20of%20Patent%20Claim%20Drafting%20%a7%206%3a1%5d%5d%3e%3c%2fcite%3e&_butType=3&_butStat=2&_butNum=16&_butInline=1&_butinfo=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5b140%20U.S.P.Q.%20%28BNA%29%20659%2cat%20662%5d%5d%3e%3c%2fcite%3e&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=2d0ee0c5493f0482af4447eebf902ebe
http://www.lexis.com/research/retrieve?_m=40390404181bcd6421d8eb939db2b96f&csvc=lt&cform=byCitation&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=431889c99a659a0e997f92ebd6bf779d#r6#r6
http://www.lexis.com/research/buttonTFLink?_m=dff5938e0cce86e6fb76fa3f5ef3064f&_xfercite=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5bLandis%20on%20Mechanics%20of%20Patent%20Claim%20Drafting%20%a7%206%3a1%5d%5d%3e%3c%2fcite%3e&_butType=3&_butStat=2&_butNum=17&_butInline=1&_butinfo=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5b166%20U.S.P.Q.%20%28BNA%29%20256%5d%5d%3e%3c%2fcite%3e&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=3ea168e91502a0e59d283143865f5365
http://www.lexis.com/research/retrieve?_m=40390404181bcd6421d8eb939db2b96f&csvc=lt&cform=byCitation&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=431889c99a659a0e997f92ebd6bf779d#r7#r7
http://www.lexis.com/research/buttonTFLink?_m=a4f26e39f209005a8744a29d15d66b05&_xfercite=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5bLandis%20on%20Mechanics%20of%20Patent%20Claim%20Drafting%20%a7%206%3a2%5d%5d%3e%3c%2fcite%3e&_butType=3&_butStat=2&_butNum=1&_butInline=1&_butinfo=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5bCust.%20Dec.%20126%5d%5d%3e%3c%2fcite%3e&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=d8dc402061874d7914d616aa303fb546
http://www.lexis.com/research/buttonTFLink?_m=a4f26e39f209005a8744a29d15d66b05&_xfercite=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5bLandis%20on%20Mechanics%20of%20Patent%20Claim%20Drafting%20%a7%206%3a2%5d%5d%3e%3c%2fcite%3e&_butType=3&_butStat=2&_butNum=2&_butInline=1&_butinfo=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5b214%20U.S.P.Q.%20%28BNA%29%20551%5d%5d%3e%3c%2fcite%3e&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=39e989c30f603557e662811343f626c2
http://www.lexis.com/research/buttonTFLink?_m=a4f26e39f209005a8744a29d15d66b05&_xfercite=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5bLandis%20on%20Mechanics%20of%20Patent%20Claim%20Drafting%20%a7%206%3a2%5d%5d%3e%3c%2fcite%3e&_butType=3&_butStat=2&_butNum=2&_butInline=1&_butinfo=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5b214%20U.S.P.Q.%20%28BNA%29%20551%5d%5d%3e%3c%2fcite%3e&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=39e989c30f603557e662811343f626c2
http://www.lexis.com/research/buttonTFLink?_m=a4f26e39f209005a8744a29d15d66b05&_xfercite=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5bLandis%20on%20Mechanics%20of%20Patent%20Claim%20Drafting%20%a7%206%3a2%5d%5d%3e%3c%2fcite%3e&_butType=3&_butStat=2&_butNum=3&_butInline=1&_butinfo=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5b187%20U.S.P.Q.%20%28BNA%29%20664%5d%5d%3e%3c%2fcite%3e&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=aed17a66e2ff5b2cb3ec2e6d2eb64763
http://www.lexis.com/research/buttonTFLink?_m=a4f26e39f209005a8744a29d15d66b05&_xfercite=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5bLandis%20on%20Mechanics%20of%20Patent%20Claim%20Drafting%20%a7%206%3a2%5d%5d%3e%3c%2fcite%3e&_butType=3&_butStat=2&_butNum=4&_butInline=1&_butinfo=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5b206%20U.S.P.Q.%20%28BNA%29%20300%5d%5d%3e%3c%2fcite%3e&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=266efff5b979f7d46bf562c7e6066281
http://www.lexis.com/research/retrieve?_m=40390404181bcd6421d8eb939db2b96f&csvc=lt&cform=byCitation&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=431889c99a659a0e997f92ebd6bf779d
http://www.lexis.com/research/retrieve?_m=40390404181bcd6421d8eb939db2b96f&csvc=lt&cform=byCitation&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=431889c99a659a0e997f92ebd6bf779d
http://www.lexis.com/research/retrieve?_m=40390404181bcd6421d8eb939db2b96f&csvc=lt&cform=byCitation&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=431889c99a659a0e997f92ebd6bf779d
http://www.lexis.com/research/retrieve?_m=40390404181bcd6421d8eb939db2b96f&csvc=lt&cform=byCitation&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=431889c99a659a0e997f92ebd6bf779d
http://www.lexis.com/research/retrieve?_m=40390404181bcd6421d8eb939db2b96f&csvc=lt&cform=byCitation&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=431889c99a659a0e997f92ebd6bf779d
http://www.lexis.com/research/retrieve?_m=40390404181bcd6421d8eb939db2b96f&csvc=lt&cform=byCitation&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=431889c99a659a0e997f92ebd6bf779d
http://www.lexis.com/research/retrieve?_m=40390404181bcd6421d8eb939db2b96f&csvc=lt&cform=byCitation&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=431889c99a659a0e997f92ebd6bf779d

group members, with "or" preceding the final member (see below in this section).
Although "a" used as an article to introduce a claim element could mean one or more
in an open-ended patent claim, "a" used with "consisting of" indicates only one
member of a Markush group. The claim at issue @ included a list of Lewis acid
inhibitors in a Markush group. It later referred to "a" Lewis inhibitor. This was held
not to refer to more than one inhibitor, but to indicate only one of those inhibitors.

That is because a Markush group is close-ended.

Furthermore, Markush grouping can lead to possible double inclusion of a claimed
element. An example in the MPEP section 2173.05(h) is a Markush group: "selected
from the group consisting of . . . halogen . . . chloro . . ." The group is acceptable
although "halogen" is generic to "chloro." The claim itself must be evaluated for
indefiniteness.

The Markush expression is commonly used in chemical cases as it deals with naming
a selected group of materials. However, practitioners sometimes use them in
nonchemical, for example, mechanical and electrical cases, where the rationale for
the use of such an expression will equally apply. #* The Manual section says it may
be used for "purely mechanical features," like simple screws or staples, or even
individual large, complex structures. It may be used for "process steps," for
example, gluing or stapling.

A Markush group is a sort of homemade generic expression covering a group of two
or more different materials (elements, radicals, compounds, etc.), mechanical
elements, or process steps, any one of which will work in the combination claimed.

There are two requirements to satisfy a Markush group: (1) the generic field must
be present and (2) one of the specified members of the group must be in the generic
field. In Biovail Laboratories, Inc. v. TorPharm, Inc., 2 the claim was "a wetting
agent" "from the group consisting of" several chemicals. To meet this claim element,
a material must be both the generic "wetting agent" and one of the group members.
The "wetting agent" was not defined merely by being a member of the group. The
court separately construed the term "wetting agent" from the prosecution history,
dictionaries, and treatises. In addition, it had to be a group member. But a group
member that is not also a wetting agent would not satisfy the generic term "wetting
agent."

Treatment of a claim element as a Markush group occurs even if that treatment was
not intended. ° For example, prior art teaching one member of the group will be prior
art as to the entire Markush group. If you do not intend to claim a Markush group,
do not use alternative language for a series of related alternative elements.

A typical example, from the previous section, Claim 12:
. . a halogen selected from the group consisting of chlorine and bromine.
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Note that this covers either chlorine or bromine, either of two specific elements out
of five in the halogen group, in apparent violation of the "rule" against alternative
claiming discussed in section 3:13. The Markush doctrine originated out of necessity.
In the previous example, there is no generic word for the specified group of two
halogens out of five. To refuse a generic claim because of a paucity of language
seems unreasonable. Thus, Markush language is used to create an artificial generic
expression.

Mr. Markush's claim in question involved: "a material selected from the group
consisting of aniline and halogen substitutes of aniline."

Markush terminology may be used in claims in any of the statutory classes of utility
patents; wherever several alternative types of material are involved. Thus,
although the claim may be to a mechanical structure, an article of manufacture, the
particular element of that structure that is described by a Markush expression may
be a chemical type limitation. As an example of an article of manufacture, in the
resistor of section 5:1, if the only materials that would work for the terminal stripes
were copper, silver and aluminum, or if for any other reason a claim limited to those
three materials were desired, clause (c) of Claim 7 could read as follows: "a stripe of
a conductive metal selected from the group consisting of copper, silver and
aluminum at each end of the core in electrical contact with the carbon coating."

For a process claim including a series of materials or elements that may be used as
alternatives, consider the example in section 4:7 of treating polyethylene articles,
and suppose that the acid could be only concentrated sulfuric, nitric, or phosphoric
acid.

The claim would then read:

5A. A process for treating the surface of a polyethylene article to increase its
receptivity to a printing ink, which comprises:

exposing the surface of the article to a saturated solution of sodium dichromate in
an acid selected from the group consisting of concentrated sulfuric, nitric and
phosphoric acids.

Markush group claiming can be extended to alternative process steps. In a process
limitation, the Markush group consists of a group of steps: ". . . weakening the bond
by a process selected from the group consisting of heating, freezing, and pulling the
pieces apart. . . ." In Claim 5A above, the exposing step may be written as an
additional Markush grouping, "wherein the exposing is performed by a

process ... ," or "wherein the exposing step is selected from the group consisting of



dipping, spraying and painting" or even "wherein the exposing is done by dipping,
spraying or painting," since the "or" alternative is also permitted, see below.

In the foregoing examples, the italics indicate the Markush phraseology. The precise
format should, but not must, be followed exactly. The Markush expression
preferably has the form "a ...... selected from the group consisting of ...... . . .
and......... " Note that the word "consisting" limits the claim to the named group, as
mentioned in section 2:6.

An interesting example is from Stebbings patent 3,234,948 on a cheese filter
cigarette: "2. A cigarette filter according to claim 1, in which the cheese comprises
grated particles of cheese selected from the group consisting of Parmesan, Romano,
Swiss and cheddar cheeses." This illustrates the use of a Markush expression to
define one element of an article of manufacture claim.

The claim in which the expression appears may have the transition word
"comprising" after the preamble, but the Markush expression of the claim may
never include "comprising." Instead, the Markush expression must begin only with
"the group consisting of."

Further, the group members are listed separated by commas. Where the Markush
expression is introduced by "selected from the group consisting of," the final
member of the group is preceded by the conjunction "and." *° Proper practice also
permits claiming in the alternative using "or," if a Markush group would have been
proper, but then you omit the formulaic "selected from the group consisting of":
When materials recited in a claim are so related as to constitute a proper Markush
group, they may be recited in the conventional [Markush] manner, or alternatively.
For example, if "wherein R is a material selected from the group consisting of A, B,
C and D" is a proper limitation, then "wherein R is A, B, C or D" shall also be
considered proper.

Under this modification, in the example of Claim 7, one could recite a "stripe of
copper, silver or aluminum. . . ." This is much simpler and covers the same thing as
the regular Markush form.

Improper use of the Markush form, even if unintentional, may have an unexpected
result. In Superguide Corporation v. DirecTV Enterprises,

Inc., *** the patentee claimed ". . . information which meet at least one of the
desired program start time, the desired program end time, the desired program
service, and the desired program type. . . ." The Federal Circuit said that language
required one member of each category be present in order to meet the claim
element. Had "or" been used in place of "and," there might have been only need for
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one element from one category to meet the claim element. Alternatively, had the
expression begun "information which meet at least one of the group consisting of
the desired program . . . ," that would have become a properly recited Markush
Group and the patentee's construction might have prevailed.

There once was a policy against Markush claims of diminishing or varying scope
(Claim 1--the group A, B, C, and D; Claim 2--A, B, and C), but this is now considered
proper unless ". . . such a practice renders the claims indefinite [this would be rare]
or if it results in undue multiplicity." 2

Markush claims also may be allowed as subordinate ("subgenus") claims under a
broader ("genus") claim not naming particular materials ** (see section 6:9 on
generic and species claims). Under this liberalized practice, for example, Claim 1
could cover conductive materials broadly; Claim 2, a Markush group of five
materials; claim 3, a limited group of three preferred materials; etc.

When claiming specific compounds per se (that is, molecules), questions have
arisen in how closely related the members of the Markush group must be for the
claim to be proper: could one claim such disparate things as air, earth, fire, or water?
Polypropylene, benzene hexafluoride, tantalum sesquinitride, or undiscovered
element 117? MPEP section 2173.05(h) requires that the materials in the Markush
group must ordinarily "belong to a recognized physical or chemical class or an
art-recognized class." Air, earth, fire, and water would not suffice.

Unlike Markush groupings that recite materials or a compound, Markush groups in a
claim reciting a process or a combination need not belong to one class. ** MPEP
section 2173.05(h) says "it is sufficient if the members of the group are disclosed in
the specification to possess at least one property in common which is mainly
responsible for their function in the claimed relationship, and it is clear from their
very nature or from the prior art that all of them possess this property.” This lends
itself to making a broad range of mechanical equivalents, sharing one common
property, part of a Markush grouping: "a resting surface selected from the group
consisting of a chair, a bench and a stool." The Markush grouping is more easily
explained if the clause including it includes the property that the members of that
group possess, for example, "a resting surface." Alternatively, that property may be
recited in a preceding claim without the Markush group and the specified group may
then be recited in a following dependent claim, as "wherein the resting surface is
selected. . . ."

In mechanical cases, there would usually be some generic word available, often a
"means for" clause, avoiding the need for Markush claiming and making its use
optional. Yet, the Markush claiming is also available. For example, the Markush
grouping a "fastener selected from the group consisting of nail, rivets and screws"
may instead be preceded by the generic claim reciting "a fastener" or a "means for
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fastening."

MPEP section 803.02 concerns restriction requirements for Markush groups and
permits such requirements when members of a group present independent and
distinct inventions. Then the examiner may require provisional election of a single
species. As MPEP section 803.02 states:

Broadly, unity of invention exists where compounds included within a Markush
group (1) share a common utility and (2) share a substantial structural feature
disclosed as being essential to that utility.

The above appears to relate only to claims for two different compounds. When
claiming a process or a combination of materials, standard Patent and Trademark
Office practice is more liberal:

it is sufficient if the members of the group are disclosed in the specification to
possess at least one property in common which is mainly responsible for their
function in the claimed relationship and it is clear from their very nature or from the
prior art that all of them possess this property. =

Also, where a Markush expression is applied only to a portion of a chemical
compound (for example, Claim 12, a radical such as methyl, ethyl, etc.), the
propriety of the grouping is determined by consideration of the compound as a
whole, and does not depend on there being a community of properties in the
members of the Markush expression per se. ¢

Summary

Markush claims define alternative chemical ingredients that can be used in a
compound, composition, alternative steps in a process, or alternative choices for an
article. Where claiming alternative compounds, they must not be "patentably
distinct" under present Office practice; otherwise, they need only have a common
property useful in the combination claimed. The standard format is "a .... selected
from the group consisting of A, B, and C." There are many detailed rules on Markush
practices described in the preceding section, and modern Patent and Trade Office
practice may be to restrict use of Markush claims and to require restriction between
inventions the examiner thinks are independent and distinct.

FOOTNOTES:
¥Footnote 8. Abbott Labs. v. Baxter Pharm. Prods., Inc., 334 F.3d 1274, 67
U.S.P.Q.2d (BNA) 1191 (Fed. Cir. 2003).

¥Footnote 8.1. Cf. Superguide Corp. v. DirecTV Enters., Inc., 358 F.3d 870, 69
U.S.P.Q.2d (BNA) 1865 (Fed. Cir. 2004).
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FFootnote 8.2. Biovail Labs., Inc. v. TorPharm, Inc., 326 F. Supp. 2d 605, ...
U.S.P.Q.2d (BNA)... (E.D. Pa. 2004).

¥Footnote 9. See Brown v. Air Prods. & Chems., Inc., 229 F.3d 1120, 56 U.S.P.Q.2d
(BNA) 1456 (Fed. Cir. 2001).

#Footnote 10. MPEP ?2173.05(h).
¥Footnote 11. Id.

FFootnote 11.1. Superguide Corp. v. DirecTV Enters., Inc., 358 F.3d 870, 69
U.S.P.Q.2d (BNA) 1865 (Fed. Cir. 2004).

#Footnote 12. MPEP ?2173.05(h); section 8:3.

FFootnote 13. MPEP ?2173.05(h).

FFootnote 14. In re Harnisch, 206 U.S.P.Q. (BNA) 300 (C.C.P.A. 1980).
FFootnote 15. MPEP ?2173.05(h).

FFootnote 16. MPEP ?2173.05(h); see Ex parte Price, 150 U.S.P.Q. (BNA) 467 (Bd.
App. 1965).
?6:3 Trademarked Materials; Arbitrary Names

Where an ingredient in a composition to be claimed is known only by a trademark or
by an arbitrary name used in trade, according to the Patent and Trademark Office,
7 such a name may be used in the application and claims only where the term has
a fixed and definite meaning, either well known in the literature or defined in the
application, if necessary by describing the process of manufacture. Where available,
a generic name should be used. If the description is not sufficiently definite to
enable one skilled in the art to practice the invention (35 U.S.C. ?112), the claim
may be rejected.

A trademark does not identify a particular product, because the product or its
characteristic to which the trademark is applied is changeable. *# Thus, claim the
product by its relevant generic name or its characteristics as disclosed on the
specification or drawings. Examiners are instructed to reject a claim under section
112, paragraph 1 that includes a trademark or a trade name as a limitation to
describe a material or a product. »* To avoid a rejection do not use a trademark in
a patent application claim.

A different type of term is a name used in trade. That is a name for a product used
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in a particular art and is nonproprietary. Names used in trade can be used in the
claim if they have a sufficiently well known definition in the literature or are
accompanied by a precise definition.

In a leading article, * F. Prince Butler reviewed many prior cases and publications on
the subject, and deduced the following general rules and summary:

Rule #1-A Trade Term is properly used in a specification if those skilled in the art
can make the product designated by the trade term at the time the application is
filed, using the specification and/or published literature that is implicated by the
specification.

Rule #2-A trade term is also properly used in a specification if the product is
generally known to persons skilled in the art and is readily obtainable at the time the
application is filed, provided the composition of the product is a trade secret and
there is reason to believe that whenever the composition of the product is modified
the trade term will also be changed.

Rule #3-A trade term is also properly used in a specification if it designates a
component of the embodiment which is not essential to the invention.

Rule #4-A trade term can be used in a claim only if its meaning has been adequately
defined in the specification, whereby it imparts specific limitations to the claim.
SUMMARY

Examiners are instructed to reject such claims. Generally, it is undesirable to use
trademarks and trade names in patent applications. However, courts have allowed
their use under a variety of factual circumstances. Because of the divergence of
such decisions it is difficult for patent attorneys and patent office examiners to
appraise whether or not particular trade terms have been properly used in patent
applications. This note presents four rules which embody all the known cases
involving the use of trade terms in patent applications.

The proper test should be the rule of reason, derived only from 35 U.S.C. ?112. Has
the applicant disclosed everything about the material he or she reasonably can? If
so, that is enough.

If "Amberlite IRC 50" is a critical material in a process or composition, and if the
applicant does not know what it is and the trademark owner will not say, why should
he be denied a patent, assuming the invention is unobvious, etc.? If, as the board or
courts worry, the trademark owner goes out of business or so modifies the formula
that the invention no longer operates, then the patent would be useless. Validity
would not come into question, because no one could practice the invention.


http://www.lexis.com/research/retrieve?_m=fec79c55055f647789e45f5ddeb70f19&csvc=lt&cform=byCitation&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=7a639c23eb6c509b9269ff0b2fb351a7#n19#n19
http://www.lexis.com/research/buttonTFLink?_m=6026b0bee15b199240038b5c4fc328a7&_xfercite=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5bLandis%20on%20Mechanics%20of%20Patent%20Claim%20Drafting%20%a7%206%3a3%5d%5d%3e%3c%2fcite%3e&_butType=4&_butStat=0&_butNum=6&_butInline=1&_butinfo=35%20USC%20112&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=264f09ab8bb72018eacbf85052326b28
http://www.lexis.com/research/buttonTFLink?_m=6026b0bee15b199240038b5c4fc328a7&_xfercite=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5bLandis%20on%20Mechanics%20of%20Patent%20Claim%20Drafting%20%a7%206%3a3%5d%5d%3e%3c%2fcite%3e&_butType=4&_butStat=0&_butNum=7&_butInline=1&_butinfo=26%20USC%2050&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAt&_md5=6b62af13c7c8e70950cb33a4548a09de

However, if, as more normally happens, the trademark owner does not go out of
business, the patent would then remain operative and useful as long as the material
stayed available. A patent with an effective life of five years is preferable to no
patent at all. Also, since the disclosure of the trademarked material by name is a
description of an existing thing, it should not be held "new matter" to add a further
description of that material if it subsequently becomes available at any time before
the patent is granted and perhaps even after the grant of the patent. The only thing
that should be required is an affidavit or statement of identity--that the later
description indeed describes the composition mentioned in the application--nothing
else. The rule against the new matter 2 should really have nothing to do with this
mere identification question.

Of course, trademarks should always be properly designated, by capitalizing them
in upper case type and placing them between quotation marks. =

Summary
Avoid defining compositions used in practicing an invention by trademark or trade
name so far as possible. Where there is no other way, describe everything known

about the material in the application. If rejected under 35 U.S.C. ?112, appeal.

FOOTNOTES:
#Footnote 17. MPEP ?608.01(v); MPEP ?2173.05(u).

¥Footnote 18. MPEP ?608.01(v); Ex parte Bickell, 122 U.S.P.Q. (BNA) 27, 28 (Bd.
App. 1957).

¥Footnote 18.1. MPEP ?706.03(d), [para] 7.35.01 therein and Ex parte Simpson,
218 U.S.P.Q. (BNA) 1020 (Bd. App. 1982).

FFootnote 19. Butler, Rules Defining the Use of Trade Terms in Patent Applications,
51 J. Pat. Off. Soc'y 339 (1969).

#Footnote 20. 35 U.S.C. ?113 ("No amendment shall introduce new matter into the
disclosure of the invention.").

FFootnote 21. See MPEP ?608.01(v) and other sources on correct trademark usage
for details.

?6:4 Special Claims for Chemical Cases--Fingerprint Claims
In chemical composition claims, special forms of claims are sometimes permitted on

an emergency basis. One important situation is where a new composition has been
produced, such as a new or modified form of a material, but where the differences
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from previous forms cannot be explained in terms of physical or chemical structure.
In that situation, so-called fingerprint claims are sometimes permitted, defining the
material in terms of its properties, such as X-ray diffraction patterns, solubility,
melting point, etc. =

One famous example follows, from the Aureomycin patent, Duggar 2,482,055.
Claim 1 reads:

Substances effective in inhibiting the growth of Gram positive and Gram negative
bacteria selected from the group consisting of a substance capable of forming salts
with acids, containing the elements carbon, hydrogen, nitrogen, chlorine, and
oxygen, being very soluble in pyridine, soluble in methanol and in acetone and being
slightly soluble in ethanol and in water, its crystals having a refractive index parallel
to elongation between about 1.674 and 1.694, and exhibiting characteristic
absorption bands in the infra red region of the spectrum when suspended in a
hydrocarbon oil in solid form at the following frequencies expressed in reciprocal
centimeters: 3420, 1643, 1609, 1580, 1523, 1302, 1231, 1209, 1121, 1080, 1050,
969, 943, 867, 844, 825, 805, 794, 788, 733, 713 and the acid salts of said
substance.

This was a new chemical compound, but the inventors did not know what the
structure was at the time. They described it as to every property known, as well as
providing considerable detail in the specification on methods of production with a
newly discovered strain of bacteria named "Streptomyces aureofaciens," because it
produced the new chemical Aureomycin.

Note that the proper test for this type of claim should be whether it "distinctly
claims" the invention under section 112 of the statute. In other words, do the listed
properties so uniquely identify the novel composition, as do fingerprints, that they
(1) distinguish from old compositions and (2) cover the new composition with
sufficient certainty that potential infringers can tell when they have the patented
compound and when they do not.

In Benger Labs., Ltd. v. R.K. Laros Co., = the court held:

. . hothing in the law requires the courts to deny a patent to the inventor of a new
and useful product merely because . . . the chemical structure cannot be recognized
and described. All that is necessary is that the patentee make as full disclosure as he
reasonably can and that he describe the product with sufficient particularity that it
can be identified and that those who are interested in its manufacture are enabled
to determine what will and what will not infringe.

Claim 1 in question was: "A composition comprising a substantially nonionic
complex of ferric hydroxide with a dextran having an average intrinsic viscosity at
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25[degrees]C. at about 0.025 to about 0.25, said complex being stable in contact
with water." 2 The court held that precise enough: "whatever its chemical formula
may be, it can be distinguished from both mixtures and compounds."

In at least some cases, the claim may be simplified by referring to a spectrum shown
in a drawing. For example, Donouick et al. patent 2,982,689 (May 2, 1961):

A substance effective in inhibiting the growth of gram-positive bacteria, selected
from the group consisting of thiostrepton and the salts thereof, said thiostrepton
being

a weakly basic substance

having the following elementary analysis . . . ;

has an antibacterial spectrum including . . . ;

possesses a crystalline structure in the pure state;

is substantially solublein . . . ;
and relatively insoluble in . . . ;
darkens at. .. and

melts at. . ;

has an absorption spectrum . . ;

and an infra spectrum when suspended in hydrocarbon oil in

solid form substantially as shown in the drawing.

See section 6:6 on claims referring to drawings generally, and section 6:5 on coined
name claims. This seems to be a hybrid claim, defining first the coined name and
then its distinctive properties, telling what the coined name means. 2

See also In re Miller  for an allowable fingerprint claim to polytetrafluoroethylene
particles defined by size, molding properties (use), strength, and many other
factors. Note this claim is to the form of a product, as a molding compound, not to

its chemical composition. 22

FOOTNOTES:
FFootnote 22. See MPEP ?2173.05(t).
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¥Footnote 23. Benger Labs., Ltd. v. R.K. Laros Co., 135 U.S.P.Q. (BNA) 11, 14 (E.D.
Pa. 1962), aff'd, 137 U.S.P.Q. (BNA) 693 (3d Cir. 1963).

¥Footnote 24. Benger Labs., 135 U.S.P.Q. (BNA) at 13.
¥Footnote 25. Id. at 14.

FFootnote 26. See also Waksman et al. patent 2,992,162 (July 1961; Cataldi et al.
patent

3,015,607 (Jan 2, 1962); PLI The Art of Drafting Patent Claims 220-26, 333-35 (J.
Jackson & G. Morris eds. 1966) (out of print).

¥Footnote 27. In re Miller, 169 U.S.P.Q. (BNA) 597 (C.C.P.A. 1971).

FFootnote 28. See Ex parte Gring & Mooi, 158 U.S.P.Q. (BNA) 109 (Bd. App. 1967).

?6:5 Coined Name Claims

A somewhat similar form of claim is the "coined name" claim. For example, in
Conover patent 2,699,054, Claim 2 simply reads "Tetracycline." 2> While this patent
has been much in litigation, the form of claim-- one word--was not attacked.
Tetracycline was alleged to be a new organic molecule (whether or not it was new
was part of the dispute), which was identified in the specification as to structure,
properties and method of production. Of interest, it was a chlorinated form of
Aureomycin discovered in the course of the research that finally determined the
structure of Aureomycin. Presumably, the antibiotic tetracycline had become known
by that name in the literature, so that the mere name did identify the compound,
and drawing the long organic molecule was unnecessary.

Apparently, the Patent and Trademark Office has held that coined name claims are
proper only where the name was known to the art before the application was filed.
That would be rare.

In Ex parte Brian, * the Board held that a claim to "An alkali metal salt of gibberellic
acid" was improper since the coined nhame was not art recognized, although defined
in the specification.

Citing authority, the Board stated: "Since these claims do not recite the . . .
necessary physical and chemical characteristics [as in other "fingerprint" claims] . . .
to properly identify the acid, they do not adequately define the invention." =
Fingerprint claims to the unknown structure were allowed as discussed in section
6:4. Product-by-process claims (section 5:2) were rejected because the material
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could be otherwise defined, that is, by the fingerprint claims.

It is not clear whether such a claim could be used instead of a fingerprint claim in
such a case as Aureomycin, where the structure was unknown at the time, but the
name was known. The method claims in the Duggar patent do refer to "A process for
the production of Aureomycin," without repeating all the characteristics. Perhaps a
coined name claim to an unknown structure, if allowable, would not be as valuable
as a fingerprint claim because, from the claim, it would not be clear which of all the
properties listed in the specification would be required to infringe the coined name
claim, whereas each of the fingerprint claims lists specific key properties that must
be met, but not all properties mentioned in the specification. If the claim is to one
specific molecule, the number of properties listed would presumably be immaterial
because the compound is the same regardless of the humber of properties listed.

For fullest protection, the practitioner can use both a fingerprint claim and a coined
name claim.

In Altman et al. patent 3,382,053 (May 7, 1969), the Office allowed both a coined
name claim "A composition of matter comprising beta tantalum" and several
fingerprint claims describing the material in terms of its properties and
characteristics. The Altman patent involved a new form of the element tantalum of
unknown physical structure, but the distinct properties of which could be stated in
terms of crystallographic analysis, etc.

In all of these situations, whether or not the structure is unknown, a
product-by-process claim might also be proper--as noted in section 5:2-- to define
the new material. Note the process would necessarily be different, and almost
always unobvious, if a new material were produced. However, such a claim would
not necessarily be as valuable as a fingerprint or coined name claim, since the
product-by-process claim would cover the material only when made by that process,
and there might be other processes to produce the material. Sometimes, fingerprint
and product-by-process recitations are combined in a single claim further to identify
the material.

As to presenting more than one type of claim to the same material, the board in the
Brian case, previously discussed in this section, rejected all claims for "undue
multiplicity" (sections 8:2-8:3), since applicants were attempting to claim the same
material three different ways (coined names, fingerprint, and product-by-process).
This ruling seems unduly harsh, and should not be proper today.

FOOTNOTES:
#Footnote 29. Its full name is "4-dimethylamino-1, 4a, 5, 5a, 11, 12a-octahydro-3,
6, 10, 12, 12a-pentahydroxy-1, 11-dioxo-2-naphthacenecarboxamide."
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FFootnote 30. Ex parte Brian, 118 U.S.P.Q. (BNA) 242 (Bd. App. 1958).
FFootnote 31. Id. at 245.
?6:6 Claims Referring to Drawings

Another example of an emergency situation is a claim referring to a drawing Figure
or a table. = Citing Ex parte Fressola, 3 the MPEP says such claims are "permitted
only in exceptional circumstances where there is no practical way to define the
invention in words and where it is more concise to incorporate by reference than
duplicating a drawing or table into the claim." Incorporation by reference is a
necessity doctrine, not for applicant's convenience. There is no restriction to
chemical cases, and it is useful in mechanical, electrical, etc. cases as well as
chemical ones.

One example of this comes up in three-element compositions, such as alloys, where
the proportions of one element may be varied and the other two may then be varied
for each concentration of the first element. This can readily be depicted on a
three-element triangular diagram, but is extremely difficult to define in words. Thus,
where practical necessity dictates, claims with limitations such as the following have
been allowed: "with said manganese content restricted to amounts beneath the
curve in the accompanying diagram. . . ." ** The diagram was a series of curves in a
drawing showing maximum amounts of manganese for various amounts of
chromium.

Similarly in a process, Claim 1 of Stauch patent 3,248,173 (April 26, 1966) reads:
A process for testing female urine to determine pregnancy which comprises heating
in the urine at a pH below 6.5 a paper strip impregnated with a predetermined
amount of iodine, the amount of iodine being related to the specific gravity of the
urine sample and to the volume thereof in the manner shown on the accompanying
graph, to produce a raspberry pink color on said strip indicating pregnancy when the
test is positive.

The graph was a three dimensional perspective drawing, depicting operable
amounts of iodine as a function of volume and specific gravity.

In 1961 this doctrine was extended to a mechanical case. In Ex parte Squires, * the
Board of Appeals allowed a claim to "A font of numerals as shown in Fig. 1,"
reproduced below:


http://www.lexis.com/research/retrieve?_m=720bc99abfdbb2804996d5d7ced83237&csvc=lt&cform=byCitation&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAl&_md5=9322cfa95c1146e9f9c05aed88b6722d#r30#r30
http://www.lexis.com/research/buttonTFLink?_m=1a700b369017fee40f3af30a174bd02f&_xfercite=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5bLandis%20on%20Mechanics%20of%20Patent%20Claim%20Drafting%20%a7%206%3a5%5d%5d%3e%3c%2fcite%3e&_butType=3&_butStat=2&_butNum=4&_butInline=1&_butinfo=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5b118%20U.S.P.Q.%20%28BNA%29%20242%5d%5d%3e%3c%2fcite%3e&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAl&_md5=ed1365c1f823f5358d4edbdd17ffd3be
http://www.lexis.com/research/retrieve?_m=720bc99abfdbb2804996d5d7ced83237&csvc=lt&cform=byCitation&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAl&_md5=9322cfa95c1146e9f9c05aed88b6722d#r31#r31
http://www.lexis.com/research/buttonTFLink?_m=1a700b369017fee40f3af30a174bd02f&_xfercite=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5bLandis%20on%20Mechanics%20of%20Patent%20Claim%20Drafting%20%a7%206%3a5%5d%5d%3e%3c%2fcite%3e&_butType=3&_butStat=2&_butNum=5&_butInline=1&_butinfo=%3ccite%20cc%3d%22USA%22%3e%3c%21%5bCDATA%5b118%20U.S.P.Q.%20%28BNA%29%20242%2cat%20245%5d%5d%3e%3c%2fcite%3e&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAl&_md5=558272135dd15d651debe8e14f82a123
http://www.lexis.com/research/retrieve?_m=609bebb314b3bff0eaddf5283b66933f&csvc=lt&cform=byCitation&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAl&_md5=55de4af280dbb1985c1dddd73c320c1f#n32#n32
http://www.lexis.com/research/retrieve?_m=609bebb314b3bff0eaddf5283b66933f&csvc=lt&cform=byCitation&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAl&_md5=55de4af280dbb1985c1dddd73c320c1f#n33#n33
http://www.lexis.com/research/retrieve?_m=609bebb314b3bff0eaddf5283b66933f&csvc=lt&cform=byCitation&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAl&_md5=55de4af280dbb1985c1dddd73c320c1f#n34#n34
http://www.lexis.com/research/retrieve?_m=609bebb314b3bff0eaddf5283b66933f&csvc=lt&cform=byCitation&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAl&_md5=55de4af280dbb1985c1dddd73c320c1f#n35#n35
http://www.lexis.com/research/retrieve?_m=720bc99abfdbb2804996d5d7ced83237&csvc=lt&cform=byCitation&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAl&_md5=9322cfa95c1146e9f9c05aed88b6722d
http://www.lexis.com/research/retrieve?_m=720bc99abfdbb2804996d5d7ced83237&csvc=lt&cform=byCitation&_fmtstr=FULL&docnum=1&_startdoc=1&wchp=dGLbVlb-zSkAl&_md5=9322cfa95c1146e9f9c05aed88b6722d

(s 79
(Squires patent 3,034,806)

As is apparent, it is extremely difficult, probably impossible, to describe the
characteristics of the numerals in words.

Applicant alleged that this font was particularly superior to previous numerals in low
intensity red light encountered in submarines, which increased the readability of the
numerals. That was not denied by the examiner.

The Board found this to be: "the best, most accurate way of defining the invention
which depends on . . . the precise configuration of the numerals and their
interrelation in a set." = Claim 2 of the Squires patent (the only other claim allowed)
reads: "In an environment of low brightness of red light, a font of numerals as
shown in Fig. 1."

As to what equivalents are covered by such a truly "picture claim," no one may ever
know, since it is a United States government patent intended for use in submarines.
For furth